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Part | 


THE PROSECUTION OF TRADEMARK COUNTERFEITING 
AND MISLABELING IN NEW YORK COUNTY* 


By Joseph Stone 
Assistant District Aitorney, New York County, New York 


I am very pleased to have this opportunity to discuss with you 
a lesser known but nonetheless vitally important aspect of the 
work of the District Attorney of New York County. 

On May 2, 1957, twenty New York detectives, accompanied 
by six Assistant District Attorneys, executed ten search war- 
rants on wrist watch rebuilders who were counterfeiting such 
brand names as BULOVA, LONGINES, BENRUS, HAMILTON and GRUEN, 
and also on the proprietors of a number of gift shops in the Times 
Square area which were selling such merchandise. Thousands 
of misbranded and improperly tagged watches were seized, in 
addition to the books of account and business records. Scores of 
witnesses were subpoenaed and questioned, and the investigation 
is still going on. Customers, dial makers, watch case manufac- 
turers and box distributors are also being examined. After our 
investigation is completed, all of the evidence will be presented 
to the Grand Jury.’ 


* Address delivered at the Eightieth Annual Meeting of The United States Trade- 
mark Association, Chicago, May 17, 1957. 

In another article the author, in conjunction with Assistant District Attorney Daniel 
J. Sullivan, will examine and analyze the legal aspects of trademark counterfeiting in New 
York State. We expect to publish the second part of the article in a forthcoming issue 
of The Trademark Reporter.—Ed. 


1. On November 21, 1957, thirteen individuals and seven corporations were ar- 
raigned in the Court of Special Sessions on informations ordered by the Grand Jury. 
Five corporations and seven individuals operating in the Times Square area and on the 
Bowery were charged with selling second-hand watches without tags required by law, 
and, in some instances, with false and misleading advertisements in connection with 
the sale of these watches. Five other individuals, operating as rebuilders, who were 
selling to the retailers in New York City as well as throughout the United States and 
for export, were charged with selling second-hand watches without the proper tags, 
counterfeiting the trademarks of BULOVA, BENRUS, ELGIN, GRUEN, HAMILTON, LONGINES 
and WITTNAUER, and using false marks as to manufacture with intent to enable the 
retailers to defraud the public. In addition, two of the largest watch rebuilders and a 
distributor of counterfeit trademarked dials were charged with conspiracy: (1) to 
commit offenses against trademarks, and using false marks as to manufacture; (2) to 
cheat and defraud others out of property by criminal means and which, if executed, 
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On May 23, 1957, a manufacturer of men’s suits, who is 
charged with mislabeling his merchandise as silk and cotton 
whereas the fabric actually contained 73% rayon, will be tried in 
the Court of Special Sessions.’ 

In June, a half dozen well-known counterfeiters of ForD, aU'TO- 
LITE and DELCO-REMY trademarks will go on trial.® 

Also during June, a number of cases will be disposed of deal- 
ing with corporations which have recently been charged with 
false and misleading advertisements.‘ 

At present, the District Attorney’s Office also has under in- 
vestigation a number of other complaints involving the counter- 
feiting of trademarks and the mislabeling of different types of 
merchandise such as shoes, ladies’ coats, perfumes, electronic tubes 
and chinaware. These matters are being actively pursued and 
some of them will reach the prosecution stage within a short time. 

These prosecutions are examples of the work of the District 
Attorney’s Office, New York County, in its never-ceasing campaign 
to protect the consumer and prevent unfair competition. For many 
years, Frank S. Hogan, the District Attorney of New York County, 
has been vitally concerned with these problems. In this connec- 
tion, he has ordered immediate and full investigation and vigorous 
prosecution of all complaints involving the counterfeiting of trade- 
marks, mislabeling and misleading advertising. 

At this point, I would like to give you some background on 
the District Attorney’s Office, and indicate how our consumer pro- 
tection program fits into the overall picture of our operations. 

Our jurisdiction extends to the island of Manhattan, which 
has a resident population of two million. It is estimated that an 
additional one million persons come into the city each day in order 
to earn their living. The stockbrokerage, banking, insurance, ship- 
ping, garment, fur, jewelry and entertainment businesses operate 
on a huge scale in New York County. 


would amount to a cheat; (3) to obtain money and property by false pretenses; (4) 
to commit acts injurious to trade and commerce. 

2. On October 15, 1957, in the Court of Special Sessions, Tarra Hall Clothiers Inc. 
was convicted on three counts of mislabeling suits. 

3. On March 3, 1958, in the Court of Special] Sessions, Harry Augen, Erwin Schnee- 
berger and Irving Gilbert pleaded guilty to counterfeiting the FrorD, AUTO-LITE and 
DELCO-REMY trademarks on automobile distributor points. The defendants will be sen- 
tenced on April 2, 1958. On May 7, 1958, Charles DePerty, Sr., Charles DePerty, Jr. 
and Edward Cukras, who are charged with counterfeiting rorD, and AUTO-LITE trade- 
marks, are scheduled to go on trial. 

4. On October 31, 1957, B. G. Cury Co. Inc. and two affiliates, who had operated 
a department store on 14th Street in Manhattan, were fined a total of $1,500.00 after 
pleading guilty to charges of false and misleading advertising. 
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The District Attorney’s staff consists of seventy-six Assistant 
District Attorneys, ten accountants, ten investigators, one hun- 
dred clerks and sixty detectives. Structurally the office is set up 
into bureaus, such as Complaint, Indictment, Homicide, General 
Sessions (which tries indictments charging felonies in the nine 
parts of the Court of General Sessions), Special Sessions (which 
tries informations charging misdemeanors in the three parts of 
the Court of Special Sessions), Appeals, Accounting and Investi- 
gation. The complement of sixty detectives from the New York 
City Police Department, known as the District Attorney’s Office 
Squad, assists with investigations, arrests and prosecutions. 

In 1938, former District Attorney Thomas E. Dewey changed 
the concept of the role of the county prosecutor. Prior to his ad- 
ministration, the function of the District Attorney’s Office was 
merely to prosecute malefactors arrested by the police. After 
District Attorney Dewey took office, it became the function of the 
District Attorney’s Office not only to prosecute those persons ar- 
rested by the police, but also to investigate as well as encourage 
all complaints. In addition, Mr. Dewey created the Rackets 
Bureau to handle racketeering and official corruption, and the 
Frauds Bureau to handle commercial frauds, embezzlements by 
employees, ambulance chasing and commercial bribery. Trade- 
mark counterfeiting is, of course, within the area of the Frauds 
Bureau. 

Trademark counterfeiting and mislabeling cases are received 
in our office in a variety of ways. Complaints are brought to our 
attention by consumers, business firms, trade associations, the 
Better Business Bureau of the City of New York, and the Bureau 
of Weights and Measures of the City of New York. We enjoy 
a very fine working relationship with the latter two agencies, as 
well as with the Federal Trade Commission, which has been very 
helpful in a number of our investigations. In addition, members 
of the District Attorney’s staff personally review much of the ad- 
vertising that appears in our daily newspapers and trade journals. 


Marked Increase in Counterfeiting and Mislabeling Complaints 


During the past several years, there has been a marked in- 
crease in the number of complaints made to the District Attorney’s 
Office with respect to trademark counterfeiting, mislabeling and 
false advertising. Unscrupulous businessmen are apparently op- 
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erating under the misapprehension that practices of this sort would 
involve them at the very worst, in civil litigation. As a result, 
these practices are becoming more and more prevalent, and each 
month new items are being misbranded, counterfeited and foisted 
upon the American public. 

It is interesting to note that for many years prior to 1947, 
there were no complaints or prosecutions involving the mass pro- 
duction of counterfeit merchandise. However, in 1947 a watch- 
maker sparked an investigation which led to the arrest and con- 
viction of two jewelers who were counterfeiting the trademark 
JULES JORGENSEN. While repairing a wateh, this watchmaker dis- 
covered that while the dial was imprinted with the JULES JORGENSEN 
trademark, the movement was of the pin lever variety. He immedi- 
ately contacted the Jules Jorgensen Company, which in turn 
brought its complaint to the District Attorney’s Office. An in- 
vestigation indicated that two jewelers were selling these counter- 
feit trademark watches. After “buys” were made from these jewel- 
ers, quantities of misbranded watches were seized pursuant to 
search warrants. The matter was presented to a Grand Jury, 
which returned an information against the defendants. They 
were tried in the Court of Special Sessions, convicted and given 
jail sentences. 


Counterfeiting Automobile Parts—Ford, Auto-Lite and Delco-Remy 


From 1947 to 1954, there were no serious complaints involving 
counterfeiting trademarks or the mislabeling of merchandise. In 
February of 1954, however, Joseph Smith, an attorney represent- 
ing the Auto-Lite Company, brought to our office an exhaustive 
memorandum which included complaints made by customers of 
AUTO-LITE products in various areas of the world. Dealers in these 
products had been receiving complaints from customers who stated 
that parts which they had purchased had proven to be short-lived 
and defective. Upon examination, auTo-Lire experts had deter- 
mined that these parts were not genuine. Smith had managed to 
compile a list of exporters located in New York City who had 
been making shipments of auTo-LiTE parts to those countries from 
which most of the complaints were emanating. Other than this 
information, Smith did not have any evidence linking anyone with 
the misbranding and counterfeiting of aurTo-LirE products. At 
about the same time C. A. Brennan of the Ford Motor Company 
visited our ofiice with information which indicated that counter- 
feit ForD parts were being sold in the United States and abroad. 
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After the information received from representatives of auTo- 
LITE and ForD was analyzed, an investigation was launched by our 
office and a number of exporters were subpoenaed to produce 
their records before the Grand Jury. It soon became apparent 
that most of these exporters had been purchasing large quantities 
of FORD, AUTO-LITE and DELCO-REMY (a trademark used by a “parts” 
subsidiary of General Motors Corporation) automobile parts from 
Powell Products Company and Rivers-Forck Company operated 
by Charles Kile, in Primos, Pennsylvania. Kile had offered these 
exporters large quantities of distributor points, condensers, rotors 
and spindle bolt kits at reduced prices. He had represented that 
the parts were genuine and that they were either surplus or dis- 
tressed stock. In most cases, the exporters were not asking too 
many questions, and inasmuch as they were doing a good business 
by underselling competitors of genuine parts, they continued to 
reorder this merchandise which they hurriedly shipped to various 
parts of the world. 

We soon realized that in order to make a case against Kile, 
it would be necessary to secure merchandise which he had shipped 
into New York County. Unfortunately, none of the exporters 
who were subpoenaed at first had any of Kile’s merchandise in 
stock or awaiting shipment. Their records, however, revealed that 
Kile was shipping merchandise by way of an interstate carrier 
whose principal office was in New Jersey. Several of our account- 
ants were dispatched to the office of this express company, whose 
employees were extremely cooperative. An examination of their 
records indicated that a number of shipments had been made by 
Kile to more than a dozen exporters in New York County within 
the preceding two weeks. Grand Jury subpoenas duces tecum were 
served by detectives at almost the same time on all these exporters, 
and automobile parts were seized from offices, warehouses, piers 
and even the holds of ships. Three large crates containing 15,000 
FORD distributor points were taken from an exporter whose ware- 
house is within a stone’s throw of the District Attorney’s Office. 
This merchandise was about to be shipped to Brazil. 

An examination of the seized automobile parts indicated that 
they were not genuine even though they were stamped with the 
trademarks of FoRD, AUTO-LITE and pDELCO-REMyY. All of this mer- 
chandise was packaged in containers which were exact replicas 
of those used by the respective companies. At this point we had 
the corpus of the crime. It now became important to prove crim- 
inal intent on the part of the defendant. In other words, it would 
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be necessary for the People, in order to make out a prima facie 
ease, to prove that Kile had knowledge that the parts he was 
selling were misbranded, or that he had affixed the counterfeit 
trademarks and that he had ordered them packaged in counterfeit 
containers. 

The canceled checks of the exporters with whom Kile did busi- 
ness indicated that checks made payable to Powell Products Com- 
pany and Rivers-Forck Company had been deposited in two 
accounts maintained by Kile in a bank in Upper Darby, Pennsyl- 
vania. Upon visiting this bank we discovered that he maintained 
checking accounts for Powell Products Company and Rivers-Forck 
Company. The bank had a microfilm of each check issued on each 
account. We subpoenaed the bank by resorting to the reciprocal 
witness arrangement with the Commonwealth of Pennsylvania, 
and secured several hundred checks that had been issued by Powell 
Products Company and Rivers-Forck Company over a period of 
two years. Upon analyzing these checks, we found that Kile had 
been making regular and substantial payments to two large manu- 
facturers of automobile replacement parts in New Jersey. The 
checks also revealed payments to box manufacturers in Phila- 
delphia and to an automotive parts rebuilder in East Lansdowne, 
Pennsylvania. 

Our next visit was to this rebuilder, who invited us to inspect 
the very fine shop that he operated in the cellar of his home. He 
informed us that he had been doing a great deal of reconditioning 
of bushings and bearings for Mr. Kile. However, he knew nothing 
of the stamping of the automobile parts with the FrorD, AUTO-LITE 
and DELCO-REMY trademarks. Later, after Kile was arrested the 
rebuilder sheepishly admitted that he and his family and hired 
help had been stamping and packaging counterfeit auto parts for 
Kile for some time. Several days prior to our visit, Kile had backed 
up a truck and removed all of his property including a foot press, 
dies, fixtures and thousands of counterfeit parts and boxes from 
the rebuilder’s shop. 

An intensive investigation was started in connection with the 
purchase of boxes by Kile. In the case of the little red pill boxes 
used by Kile to package DELco-REmy points, the only thing that the 
carton manufacturer could tell us was that he had sold large quan- 
tities of these boxes to Kile over a period of several years. These 
boxes, of course, did not have any printing on them at the time 
they were sold to Kile. The box manufacturer denied that he knew 
for what purpose these boxes were being used. 
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The manufacturer of the imitation rorp and auTO-LITE boxes 
balked at cooperation. We later discovered that during the time 
we were questioning him he was in touch with Kile. However, after 
a great deal of perseverance and, again, the use of the reciprocal 
witness arrangement, we finally succeeded in obtaining most of his 
records which reflected the orders he had filled for Kile. 

We also succeeded in tracking down the artist who had made 
the original layouts for the rorp and auTo-LiTE boxes, the photo- 
engraver who made the lithographic plates and the electrotyper 
who had made the printing plates. While the manufacturer of the 
FORD and AUTO-LITE boxes did not have any of the printing plates 
in his possession, we found proofs of the plates in the possession 
of the lithographer and the electrotyper. An examination of these 
proofs by our experts indicated that there were certain defects in 
the lettering on the plates which also appeared on the printed 
boxes which were in our possession. What we were doing at this 
point was, of course, preparing to prove a case against Kile by 
means of circumstantial evidence if we could not secure direct 
evidence of the misbranding and packaging of the parts by the 
defendant. We also traced the manufacturer of the rubber stamps 
which Kile used on the red pill boxes in which the pELCo-REMy 
points were packaged. 

This evidence, plus the testimony of the two suppliers of the 
auto replacement parts who identified the trademarked merchan- 
dise in our possession as parts which they had manufactured and 
sold to Kile, would have undoubtedly made out a prima facie case 
against Kile. However, we were extremely anxious to prove a 
case against the defendant by more direct evidence. We wanted 
to locate Kile’s base of operation, i.e., the site where the parts 
were stamped and packaged. Intent upon this aim, we visited 
every machine shop in the area of Primos, Pennsylvania, but 
without success. At this point, we visited the defendant’s ware- 
house in Primos. We told him that he was under investigation; 
that what he had been doing was a violation of law; and that 
we had made out a case against him. We asked him whether he 
would care to make a statement. He referred us to his attorney, 
a former Delaware County, Pennsylvania district attorney, who, 
after consultation with his client, informed us that Kile had 
nothing to say. 

Some weeks later, much to our amazement, we received in- 
formation that the defendant had again made shipments of auto- 
mobile parts, by way of the same express company, to a number 
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of exporters in New York City. These parts were seized, and we 
again discovered that they were misbranded ForD, auUTO-LITE and 
DELCO-REMY parts. The only difference between these shipments 
and the previous ones was that the defendant was now using 
the name Conestoga Auto Parts Company. The defendant’s brazen- 
ness stirred us into increased activity. We contacted the Pennsyl- 
vania State Police, who agreed to assist us in every way possible. 

Finally, as a result of a great deal of painstaking work on the 
part of the Pennsylvania State Police, on August 24, 1954, armed 
with a search warrant, we broke into the basement of a building 
located not too far from State Police headquarters on Belmont 
Avenue in Philadelphia, Pennsylvania. It was then and there that 
the best possible case against Kile was clinched. As we entered the 
basement we found a number of girls operating foot presses with 
which they were impressing the trademarks Fromoco and ForD on 
automobile distributor point sets. Another girl was packaging 
these sets in boxes which were exact replicas of genuine ForRD 
containers. 

By the end of the afternoon we had removed all of the equip- 
ment from the basement plus 150 cartons of forged auto parts 
and thousands of ForD, AUTO-LITE and DELCO-REMY boxes. In addi- 
tion, we found all of the dies used in the counterfeiting operation 
and the rubber stamps used for impressing DELCO-REMy on the 
boxes in which the points were packaged. At the same time that 
this raid was taking place, 31 cartons of forged auto parts, boxes, 
dies and printing plates were confiscated from a garage rented by 
Kile in Clifton Heights, near Primos. In addition, 113 cartons of 
auto parts, ready for shipment to various ports for export, were 
seized from Kile’s warehouse. A thorough search of the premises 
failed, however, to disclose the whereabouts of most of the books 
and records of the business. The defendant and his secretary 
refused to answer any questions regarding the existence and 
whereabouts of such records. 

Subsequently, most of the exhibits were trucked to New York 
and the Pennsylvania witnesses were subpoenaed before the New 
York County Grand Jury by means of the Reciprocal Witness Act. 
Thousands of exhibits were brought before the Grand Jury, and 
approximately fifty witnesses testified in the case. The Grand 
Jury ordered the filing of an indictment containing 111 counts 
against Kile in which he was charged with grand larceny by false 
representations and the counterfeiting of FrorD, AUTO LITE and 
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DELCO-REMY trademarks. Kile pleaded guilty and was sentenced 
to one year imprisonment. 


What was the extent of Kile’s activity in terms of dollars and 
cents? Permit me to quote from the report submitted to the sen- 
tencing judge: 


“Tt is difficult to estimate the defendant’s profits resulting 
from his sale of counterfeit and misbranded automobile parts, 
which evidently started sometime in 1950. However, the in- 
vestigation by this office disclosed that from 1952 through July 
of 1954, the defendant purchased 1,636,275 automobile dis- 
tributor points and condensers from three suppliers for which 
he was invoiced $319,295.04. It should be noted that the rec- 
ords of one of these suppliers are not available for the year 
1952. During this same period, the defendant ordered in ex- 
cess of two million FrorD, AUTO LITE and DELCO-REMY counterfeit 
boxes. 

“A comparative analysis of the defendant’s selling price of 
these items indicates that he was operating at a gross markup 
of 50% above cost. If the defendant had continued in business 
and sold all of the merchandise which he had purchased and 
for which he had boxes, his gross profit would have been 
$159,647.52. This profit does not take into consideration op- 
erating expenses and the cost of the counterfeit boxes, which 
was fairly negligible. The defendant also sold several types 
of misbranded Forp spindle bolt kits and rotors. It is difficult 
to estimate the profit on these items. 


“At the time the defendant was apprehended, he was in the 
process of planning to expand his activities by counterfeiting 
FoRD starter switches, distributor housing assemblies and other 
types of spindle bolt kits. His plans also included the counter- 
feiting of rram oil filters. The addition of this merchandise 
to his line undoubtedly would have enhanced his profits con- 
siderably.” 


What was the importance of the Kile prosecution? Actually 
this case has become a landmark in the history of prosecution for 
trademark counterfeiting. First, the authorities became aware 
of the serious problem of trademark counterfeiting and the mis- 
branding of merchandise. Second, this case highlighted the 
requirements necessary in order to spell out a successful prosecu- 
tion. Third, the publicity in this case did no damage to ForD, auTo- 
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Lire or General Motors. If anything, it helped their business, es- 
pecially overseas. Fourth, the Kile case encouraged other com- 
plainants to come forward with complaints about the misbranding 
and mislabeling of various other products. 


Counterfeiting Disposable Vacuum Cleaner Bags—Lewyt 


Not all cases are as long-winded and as difficult as the Kile 
case, which took over a year of hard work. On the day before 
Armistice Day, 1954, representatives of the Lewyt Company made 
a complaint that a number of discount houses in New York County 
were selling LEWYT SPEED SAK FILTERS in boxes which were the exact 
replicas of the Lewyt box and which bore the trademark Lewyrt. 
There was one essential difference between the genuine and the 
counterfeit bag. The genuine had a red collar, and the counterfeit 
had a yellow one. Later, analysis also showed that the paper of 
each of the bags was different. 

As the result of a mistake made in an ad in a newspaper, 
LEWyT had discovered that their sprED sak FILTERS had been imi- 
tated and their trademark counterfeited. One of the discount 
houses had mistakenly advertised two boxes of filters for the price 
of one at a price lower than that usually charged for one. 

From one of the discount houses we ascertained that these 
filter bags had been sold to them by Vacuum Bags, Inc., operated 
by Jack Sloane, who lived in Brooklyn. Detectives were immedi- 
ately dispatched to the address. Sloane arrived home in the early 
hours of the morning and he was immediately brought to our office. 
He made a full confession, after first taking the detectives to a 
garage where he kept his stock and from which he made his ship- 
ments. 

Sloane’s father had been in the business of manufacturing 
canvas and paper bags for vacuum cleaners for different com- 
panies for many years. After the war, young Sloane had joined 
his father. They could not agree, and he left the business. He 
was convinced, and rightfully so, that disposable paper bags were 
a big item in the vacuum cleaner business. However, he did not 
have the capital to go into the manufacturing business. 

As a result of his getting around in the industry, he became 
friendly with a foreman in the factory which supplied Lewyt with 
their SPEED SAK FILTERS. Sloane discovered that Lewyt had recently 
rejected 100,000 bags which were stored in the basement of the 
factory and which were ready to be scrapped. Sloane and the 
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foreman entered into an arrangement whereby Sloane supplied 
collars for the bags and also Lewyt boxes. On Saturdays and 
Sundays, when the factory was not in operation, the foreman 
would paste on the collars and pack them in the boxes. During 
the week, he would ship them to Sloane’s garage. The foreman 
received a specified sum per box shortly after delivery. 

According to Sloane, he had sold about 7,800 boxes (6 bags 
in a box) mostly to discount houses, and he was prepared to sell 
as many more. What is most interesting is that he had antici- 
pated that his supply would run out and, fearful that he was vio- 
lating the law, he had decided to compete with Lewyt by manu- 
facturing replacement bags which were imprinted with the words 
“To Fit Lewyt Vacuum Cleaners.” The box was of the same design 
as the Lewyt boxes, and it had the phrase “Contains 6 New Filter 
Bags for your LEwyt Vacuum Cleaners.” 

An information was filed against Sloane, and he pleaded 
guilty. In view of the fact that his scheme had been quickly dis- 
covered and he had been cooperative, and in addition had a fine 
war record, he was sentenced to pay a fine of $150 and a 90-day 
jail sentence was suspended. Furthermore, he was instructed to 
abandon the vacuum parts business. The case against the foreman 
of the factory was referred to the Kings County District Attor- 
ney’s Office inasmuch as the factory was located in the Borough 
of Brooklyn. 


Counterfeiting Hang Tags—Milium 


Another case which was solved quickly was one involving the 
counterfeiting of mit1um hang tags. MiLIuM is a metal-insulated 
fabric produced by Deering-Milliken, Inc. It is used extensively 
in the lining of women’s coats and has largely replaced interlinings. 
A hang tag with the trademark miuivum is placed on each garment 
in which this lining is used. These tags are distributed by Deering- 
Milliken. 

On the Friday before Decoration Day of 1955, representatives 
of Deering-Milliken appeared at our office with a complaint that 
their trademark was being counterfeited. They had information 
which indicated that a firm located in the County of New York 
was stringing these counterfeit hang tags. The stringer was con- 
tacted immediately, and he informed us that he had received the 
tags from a printing firm in New Jersey. Actually, he did not 
have the tags in his possession inasmuch as he had shipped them 
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to a firm in the garment area, pursuant to instructions from the 
printer. He supplied us with the name of his truckman, and also 
the name of the firm to whom the hang tags had been consigned. 
Upon locating the truckman, we were informed that he had deliv- 
ered the hang tags to a textile converter located in the garment 
area that very day. 

On the basis of this information, we secured a search warrant 
which permitted us to search the premises of the textile converter 
and to seize any and all counterfeit mmrum hang tags. Before the 
day was over, we had entered the premises of the textile converter 
and found in the back of his office an unopened package containing 
some 25,000 counterfeit mmium hang tags. Also on the premises 
were another 25,000 counterfeit hang tags. When confronted with 
the counterfeit hang tags that very evening, the converter stated 
that he had ordered them as a favor for a friend, Mr. “S,” whose 
address he did not know. He stated that he was not making any 
profit on the deal and he was merely doing Mr. “S” a favor. Every 
time he delivered one or two thousand hang tags to Mr. “S” he 
was paid for them. 

This matter was presented to the Grand Jury, which promptly 
voted the filing of an information against the textile converter. 

However, the mystery of the counterfeit hang tags was not yet 
solved. It was discovered that the hang tags taken from this textile 
converter did not match the other counterfeit hang tags which had 
been discovered by Deering-Milliken investigators on ladies’ coats. 
It was decided to canvass all printers and stringers of hang tags. 
Instead of issuing subpoenas, the detective assigned to the case 
decided to make phone calls using the classified directory. Luckily, 
the first hang tag manufacturer called admitted that not only had 
he manufactured mitium hang tags but that he had about 25,000 
in his possession. Losing no time, the detective immediately vis- 
ited the manufacturer and returned with the hang tags, printing 
plates and all other paraphernalia used in the manufacture of 
these hang tags. The hang tag manufacturer came forward, and 
readily admitted that he had received orders on several occasions 
for mitium hang tags from another converter in the garment area. 
He had manufactured over 100,000 counterfeit mmrum hang tags. 

Again, this matter was presented to the Grand Jury, which 
voted the filing of an information against three officers of the 
corporation on charges of counterfeiting the mmrum trademark. 
It is interesting to note that at different times Deering-Milliken, 
in an effort to control their hang tags, either changed the format 
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or numbered the hang tags. Whenever a change was made, the 
counterfeiters promptly followed suit. 


Cashmere Frauds 


Probably one of the most fascinating investigations in recent 
years involved the mislabeling of cashmere cloth and ladies’ and 
men’s coats manufactured from this material. In the latter part 
of 1955, representatives of a very reputable mill which manufac- 
tures cashmere fabric made a complaint to this office that almost 
every department store in New York City was selling ladies’ coats 
labeled “100% Cashmere,” and that these coats actually contained 
anywhere from “no cashmere” to about “60%” of this fiber. The 
complainant produced coats purchased from each one of the stores 
which had been tested by an “expert” microscopist. An examina- 
tion of the background of this expert indicated that he had done 
considerable work in connection with the testing of fabrics. There 
was every reason to believe that this expert could tell the difference 
between cashmere and any other fiber. On the basis of this expert’s 
reports, we launched an investigation into the mislabeling of cash- 
mere garments. 

Always alert to prevent a miscarriage of justice or the har- 
rassment of honest businessmen, we decided to hire our own expert 
to retest all of the coats which had been submitted to us by the 
complainant, and all coats which we had subpoenaed from dif- 
ferent manufacturers and department stores. Our search led us 
to two persons, who are without doubt recognized as the top ex- 
perts in this field. One of these men, Werner Von Bergen, Di- 
rector of Research for the Forstmann Woolen Company and 
outstanding expert on textile fibers in the United States, graciously 
consented to act as an expert for the District Attorney’s Office. 
He retested all of the coats and found that the majority of them 
contained the required amount of cashmere. 

However, Mr. Von Bergen did find that a number of coats 
which came from various department stores did not contain any 
cashmere at all. An investigation showed that these stores had 
purchased these coats from one source, a manufacturer of ladies’ 
coats located in the garment area in mid-Manhattan. We imme- 
diately visited this manufacturer and found a thousand coats in 
his stockroom labeled either “100% Cashmere,” or strroock or 
FORSTMANN. The two partners of Jeanne D’Or Modes, Inc. assured 
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us that all of the labels on the coats were proper. With their per- 
mission, we took a number of coats bearing each type of label. 

It is interesting to note that on the same day that this was 
happening, the Stroock Company was making a complaint to this 
office that their trademark was being counterfeited. They produced 
a half dozen coats which they had purchased in different stores 
in Manhattan. On our return to the office we found these coats, 
and upon examining them, found that the linings contained the 
same type of work labels as those which we had taken from Jeanne 
D’Or. 

The coats taken from Jeanne D’Or Modes, Ine. were tested, 
and those labelled “100% Cashmere” were found not to contain 
any cashmere at all; the srroock coats were not of stroock ma- 
terial; and the rorstMANN coats were not of FoRSTMANN material. 
We also discovered that the Federal Trade Commission had one 
year previously issued a cease and desist order against the part- 
ners for selling mislabeled cashmere coats. After this order had 
been issued, to which the defendants entered a consent decree, 
they really went into business in a big way. Following our in- 
vestigation, an information was filed in the Court of Special Ses- 
sions against these defendants for mislabeling of coats and counter- 
feiting of trademarks. They pleaded guilty, and were sentenced 
to serve three months each and to pay a total fine of $9,000. 

As a further result of this investigation, it was discovered 
that one of the leading mills supplying fabrics for men’s wear 
had been producing and selling fabric labeled “100% cashmere,” 
which actually contained only 50% cashmere. The face of the 
material contained cashmere while the warp contained 40% cheap 
camel’s hair and 10% nylon. This material, sold by Princeton 
Worsted Mills, Inc. to the leading manufacturers of men’s clothing 
in the United States, was manufactured into men’s coats which 
sold for $138 to $200 each. Actually, the coats were worth less 
than half. After proceeding by way of the Reciprocal Witness 
Act, we discovered records in the mill (operated by Princeton 
Worsted Mills, Inc., in New Jersey) which bore out the findings 
of our expert to the exact percentages of the fibers. An informa- 
tion was voted against the mill and the director, who was active 
in managing the business. They subsequently pleaded guilty and 
paid a $5,000 fine. Part of the punishment in this case was, of 
course, the publicity which completely destroyed the reputation 
of this mill whose business was already foundering. 
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Persons in Pari Delicto with Trademark Counterfeiters 


The question often arises as to whether or not persons who 
are in pari delicto with the trademark counterfeiter should share 
his fate. Should we have prosecuted the exporters who purchased 
misbranded auto parts from Kile and distributed them to all parts 
of the world? What of the manufacturers of the boxes in which 
the parts were packaged? And the printers and manufacturers of 
tags and labels upon which counterfeit trademarks are imprinted 
or impressed? 

Each case must be considered in the light of our ultimate goal, 
and a realistic approach is important if we are to discover the 
source of the counterfeit merchandise. There is no question that 
many of the exporters who were purchasing auto parts from Kile 
knew or had reason to believe that they were buying and selling 
misbranded merchandise. However, their testimony was vital in 
order to root out the source of the merchandise and to prosecute 
Kile successfully in New York County. Assuming that these ex- 
porters had claimed the privilege against self-incrimination it 
would have been almost impossible to have made a case against 
them, and we would have lost them as witnesses against Kile. 
The real culprit was Kile, and to have taken any action against 
the exporters would have meant that we were diverting attention 
from the defendant who was the prime mover of a gigantic scheme 
to defraud the public. 

With regard to the box manufacturers in the Kile case—what- 
ever they did was outside our jurisdiction. We could never hope 
to prove that they were conspirators with Kile, and that they knew 
that these boxes would contain misbranded parts which would be 
sold in New York County. In the Lewyr case, the manufacturer 
of the boxes, who cooperated wholeheartedly with the People, tes- 
tified before the Grand Jury which dismissed the complaint against 
the box manufacturer. According to his testimony, he had manu- 
factured various types of filter bag boxes for the defendant’s 
father for a number of years, and he knew that the defendant was 
active in this business. When the defendant ordered the Lewyr 
boxes, the box manufacturer assumed that he had authority to 
use the name LEwyt. Was there a duty upon the box manufacturer 
to inquire from Lewyt whether the defendant had the authority 
to print boxes with their trademark? Was there any criminal 
intent on the part of the manufacturer to counterfeit the Lewyr 
trademark? 
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Again in the miuium cases, the printers and stringers coop- 
erated with the People to the fullest extent. According to their 
testimony, they believed that the defendants, who had ordered 
the mitium hang tags, had the authority to print these tags in view 
of the fact that they were textile converters and licensed distribu- 
tors of MILIUM. 

There is no question that the jobber who supplied the counter- 
feit srRoocK and FORSTMANN labels to the ladies’ coat manufacturer 
knew that he was violating the law. However, what does one do 
in a situation where the defendant, without asserting any of his 
rights, cooperates with the People and throws himself on the mercy 
of the Grand Jury? Not only did he produce all of his records, 
even though he did not operate under a corporate name, but he 
also produced counterfeit labels which were ready for delivery to 
the manufacturer. His profits on these labels were negligible, and, 
according to his story, he was enticed into supplying the counter- 
feit labels because of other orders he was receiving from the manu- 
facturer. Without his testimony, we might have found it more diffi- 
cult to make a fool-proof case against the coat manufacturers. 


Recommendations for the Protection of Trademarks 


At this time, I should like to make a number of suggestions 
which might be of some usefulness to manufacturers and distribu- 
tors of trademarked merchandise in protecting themselves against 
the counterfeiting of their trademarks on merchandise which imi- 
tates their products. How can complainants cooperate in assist- 
ing the authorities in the detection and prosecution of consumer 
frauds? 

In the first instance, it is important to decide whether one 
wishes to proceed in the civil courts in order to obtain an injunc- 
tion and damages, or whether one desires criminal prosecution. 
While each is not mutually exclusive of the other, it is difficult 
to have both at the same time. Also, it is necessary to distinguish 
between a mere trademark infringement and the counterfeiting 
of a trademark. Needless to say, the criminal courts will not usurp 
the functions of the United States Patent Office or the Federal 
Courts which decide trademark ownership. 

If one wishes to make a complaint to the District Attorney’s 
Office, he must submit all the facts and exhibits after he has made 
a preliminary investigation. It is important not to alert the 
prospective defendant. The complainant should be prepared to 
cooperate fully with the District Attorney’s Office. He should not 
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blow hot and cold, depending upon his predilections. Once an 
investigation has been commenced, the complainant will not be 
permitted to withdraw or abandon his complaint. The protection 
of the public is involved, and the District Attorney will not permit 
further injury to the consuming public. Neither will he permit a 
malefactor to escape punishment. 

If possible, manufacturers of trademarked merchandise should 
take certain protective measures in order to make trademark 
counterfeiting or simulation of their products more difficult. It 
should be readily apparent that counterfeiters will be hard put to 
imitate more complicated package or container designs. The more 
elaborate the packaging, the more difficult the imitation, and often- 
times the easier it becomes to trace the counterfeiter. It is advis- 
able to include a warning on the package itself to the effect that 
duplication of a trademark is a violation of state law. 

Manufacturers should not throw their second quality mer- 
chandise, without trademarks or labels, on the market and expect 
full protection of the law if such merchandise is misbranded with 
their trademarks. These manufacturers know that these possi- 
bilities strongly exist, and they are enabling others to perpetrate 
frauds upon the public, which believes it is purchasing first quality 
merchandise. 

Self-regulation within an industry to protect yourselves and 
the consumer is important. It is necessary that you cooperate with 
each other in rooting out counterfeiters. If counterfeiters are at 
work in your industry, your merchandise may be next. 

The entire concept of consumer protection is in its infancy. 
The philosophy of “let the buyer beware”’ still prevails in many 
areas despite some laws to the contrary. At this time, govern- 
mental control is at a minimum. In order to maintain minimal 
governmental control, consistent with our free enterprise philoso- 
phy, industry as a whole must take adequate steps to protect con- 
sumers. Otherwise, the government will have no alternative but 
ultimately to step in and exercise extensive controls. In the final 
analysis, the problem, with all its ramifications, rests in your hands. 
You are assured of the utmost cooperation by the District Attorney 
of New York County. 
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TRADEMARK PROTECTION FOR MAN-MADE FIBERS 
By William F. Weigel* 


1. The Problem 


Commencing with the introduction of nylon shortly before 
World War II, synthetic or man-made fibers have rapidly begun 
to replace natural fibers, such as cotton and wool, to revolutionize 
the textile industry. New fibers are constantly being developed 
and promoted to the public. The manufacturers of these fibers 
are usually not the manufacturers of the finished goods which 
reach and are familiar to the consumer. They have, however, 
expended large sums of money making their fibers and the trade- 
marks therefor known to the public. As a result, such trademarks 
aS ORLON,’ DACRON,’ ACRILAN,® ESTRON,* ARNEL,° and others have 
become well-known fiber trademarks among consumers who have 
never purchased goods directly from the trademark owner. 

Capitalizing on this demand created by the fiber manufac- 
turer, their customers, the manufacturers of finished goods, invari- 
ably use these well-known trademarks to indicate to consumers 
that their goods are made from or contain a particular fiber. This, 
of course, is a practice of which the trademark owner approves and 
which he encourages. Thus, the fiber manufacturer, in order to 
sell his raw materials, must permit extensive use of his trademark 
by third persons. Unless, however, as the trademark owner, he 
wishes to embark upon a cumbersome and expensive license or 
contract program with his customers, he is placed in a difficult 
position with respect to the protection of his trademark. He 
controls neither the advertising nor labeling of the finished goods 
and must depend upon his customers to preserve the integrity 
of his mark. 

This widespread use of trademarks by third persons has quite 
naturally led to innumerable abuses and problems. Through care- 
lessness or design, these well-known fiber trademarks are often 
used deceptively in connection with blends of several fibers or 
materials, or upon inferior goods (i.e. waste, semi-processed ma- 
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terial, or reconditioned material, ete.). Because of the nature of 
the goods, the average consumer is unable to tell by examination 
what he is getting, and must rely upon the fiber manufacturer’s 
trademark or the vendor’s representations. The use of these trade- 
marks on such goods may, therefore, seriously affect the value of 
the mark and jeopardize the fiber manufacturer’s good will. The 
question thus arises as to how far the trademark owner may go 
in order to control the use of his trademark by third persons. 


2. The Law 


Certain practices encountered in the misuse of a fiber trade- 
mark probably constitute “deceptive acts or practices” under 
section 5 of the Federal Trade Commission Act.® This article, 
however, will deal only with the trademark owner’s rights as a 
private party. Likewise, any relief which might be available in 
particular circumstances against a “false description or repre- 
sentation” under section 43(a) of the Lanham Act’ is not treated 
herein. 

The law pertaining to the use of trademarks on reconditioned, 
used or blended goods is actually quite well-established. The 
problem for the fiber manufacturer, however, is to apply that law 
to his unique fact situation. An examination of some of the more 
important cases should, therefore, be helpful in ascertaining the 
legal tools with which he has to work. 

We must begin with the well-settled premise that the pur- 
chaser of trademarked goods has a right to resell them with or 
without the seller’s trademark.® Also, the sale of second-hand or 
reconditioned merchandise is, of course, a perfectly legitimate 
business. The use of the original manufacturer’s trademark 
thereon, however, may constitute unfair competition, if the true 
nature of the article is not made known to the purchaser.’ Under 
such circumstances, the protection of the consumer is paramount 
and the preservation of the trademark owner’s good will is often 
incidental thereto. The requirement that the consumer receive the 
truth will prevail and, even though a trademark owner might other- 
wise be unable to enforce his own rights, the Court will not over- 
look the right of the public to be protected.” 


15 U.S.C. 45. 
15 U.S.C. 1125a. 
A. Bourjois § Co., Inc. v. Katzel, 260 U.S. 689, 11 TMR 211 "eee 
NIMS, UNFAIR COMPETITION AND TRADE-MARKS, IV Ed. §296 
10. Stahly, Inc. v. M. H. Jacobs Co., 183 F. 2d 914, 40 TMR 675, 969 (C.A. 7, 
1950). 
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THE TRADEMARK REPORTER 


A. Prohibition against Use 


Some courts have thought that the public would be protected 
only if the seller of reconditioned or second-hand goods abandoned 
all use of the original trademark, even if it required physical 
removal or obliteration. In General Electric Co. v. Re-New Lamp 
Co.,” the Court held that, even though the plaintiff had placed its 
c.g. trademark on an inaccessible part of its lamp (i.e. within the 
stem) for the probable purpose of interfering with the business 
of those who wished to recondition used lamps, the defendant would 
be required to go to the extra expense of removing it. Likewise, 
in Ingersoll v. Doyle,* the defendant made “slight” changes in 
plaintiff’s watches. Nevertheless, the Court concluded that “An 
Ingersoll . .., after defendants’ additions thereto or alterations 
therein have been made, is no longer what its makers offer to the 
public as a guaranteed Ingersoll watch.” The defendant was re- 
quired to remove the trademark, in spite of its offer to place a 
notice, explaining the nature of the alterations, on the face of the 
dial. 

All use of the plaintiff’s trademark was also enjoined in Coca- 
Cola Co. v. Bennett,* although the Court did not consider whether 
a collateral use would be objectionable. There the defendant mixed 
plaintiff’s syrup with carbonated water in the same way that plain- 
tiff had authorized others to do, bottled the resultant mixture, 
and sold it as coca-couta. The Court stated that, if the defendant 
were permitted to use the coca-cota trademark on such goods, 
plaintiff would be deprived of “control over the integrity of its 
trade-mark, which is its guaranty that the beverage is as repre- 
sented.” That plaintiff permitted others to do exactly what defen- 
dant claimed a right to do was no justification when plaintiff’s 
control was lacking. 

The decree in Cheney Bros. v. Gimbel Bros.” also prohibited 
all use by defendant of plaintiff’s mark in connection with the 
sale of genuine, but inferior merchandise (neckties of discontinued 
styles). The Court pointed out, however, that such steps were 
necessary to offset the effect of past misrepresentations contained 
in defendant’s advertising, stating: 





11. General Electric Co. v. Re-New Lamp Co., 121 Fed. 164 (D.C. Mass. 1903), 
128 Fed. 154 (D.C. Mass. 1904) ; Ingersoll v. Doyle, 247 Fed. 620, 8 TMR 183 (D.C. 
Mass. 1917). 

12. Note 11 supra. 

13. Note 11 supra. 

14. 238 Fed. 513, 7 TMR 159 (C.C.A. 8, 


1916). 
15. 280 Fed. 746, 12 TMR 187 (D.C., S.D 


.N.Y. 1922). 
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“When a person so misrepresents the quality of the goods 
of another as to lead the public to suppose that the goods are 
of a different quality from what is being sold, the use of the 
manufacturer’s name may be restrained altogether, in order 
to prevent what is in effect a continued representation that 
the goods are other than they really are in fact.” 


The use of a trademark to misrepresent the quality of goods 
was likewise restrained in Russia Cement Co. v. Katzenstein.* 
The manufacturer of LE paGe’s glue sold its highest grade product 
aS LE PAGE’S LIQUID GLUE and its lowest grade as LE PAGE’S FISH HEAD 
GLUE. The Court enjoined a bulk purchaser of the lowest grade 
from reselling it in bottles marked LE PAGE’s GLUE Or LE PAGE’S 
LIQUID GLUE. It recognized, however, that a manufacturer who sells 
its trademarked goods in bulk for repackaging gives an implied 
consent to use the trademark on the repackaged goods. But, the 
use must be an honest one. 

On the authority of these early cases, trademark owners had 
little difficulty in restricting or controlling the use of their marks 
on reconditioned or repackaged merchandise. Later developments, 
however, have considerably curbed the breadth of the trademark 


right and, as will be seen, it is now the unusual circumstance in 
which the fiber manufacturer may prohibit all use of his mark. 


B. Repackaged Goods 

One of the major uses to which man-made fibers are put is 
as a stuffing material. That is to say, the raw fiber is used as a 
filling for such items as pillows, comforters, sleeping bags and 
the like. In effect, this constitutes nothing more than repackaging. 
In 1924, the Supreme Court laid down the “ground rules” for re- 
packaging, which have been generally followed ever since. Mr. 
Justice Holmes pointed out in the leading case of Prestonettes, 
Inc. v. Coty” that “A trademark only gives the right to prohibit 
the use of it so far as to protect the owner’s good will against the 
sale of another product as his,” and does not prohibit use of the 
word or words which constitute the trademark. Even if a pur- 
chaser has made substantial alterations in the goods after having 
received them from the trademark owner, he should be permitted 
to make a collateral use of the mark: 


“The defendant, of course, by virtue of its ownership, 
had a right to compound or change what it bought, to divide 


16. 109 Fed. 314 (S.D.N.Y. 1901). 
17. 264 U.S. 359 (1924), reversing 285 Fed. 501, 12 TMR 405 (C.C.A. 2, 1922). 
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either the original or the modified product, and to sell it so 
divided. The plaintiff could not prevent or complain of its 
stating the nature of the component parts and the source from 
which they were derived, if it did not use the trademark in 
doing so. * * * If the compound was worse than the con- 
stituent, it might be a misfortune to the plaintiff, but the 
plaintiff would have no cause of action, as the defendant was 
exercising the rights of ownership and only telling the truth. 
The existence of a trademark would have no bearing on the 
question. Then what new rights does the trademark confer? 
* * * When the mark is used in a way that does not deceive 
the public, we see no such sanctity in the word as to prevent 
its being used to tell the truth. * * * When it in no way stands 
out from the statement of facts that unquestionably the defen- 
dant has a right to communicate in some form, we see no rea- 
son why it should not be used collaterally, not to indicate the 
goods, but to say that the trademarked product is a constituent 
in the article now offered as new and changed.” (Emphasis 
added.) 


The quoted language approaches a restatement of the entire 
law on the subject. It is generally cited for the proposition that 
one may use another’s trademark “to tell the truth.” Actually, 
the case did not permit any activities theretofore prohibited, but 
rather prescribed the limits to which a third person might prop- 
erly go in making use of another’s trademark in the sale of re- 
packaged or altered goods. As Mr. Justice Holmes said: 


“This is not a suit for unfair competition. It stands upon 
the plaintiff’s rights as owner of a trademark registered under 
the Act of Congress. The question, therefore, is not how far 
the court would go in aid of a plaintiff who showed ground 
for suspecting the defendant of making a dishonest use of 
his opportunities.” * 


Although permitted to use plaintiff’s mark, the manner of use 
was rigidly prescribed. The Court approved the original decree 
entered by the District Court which prohibited use of plaintiff’s 
trademark on repackaged face powder, unless it bore a label read- 
ing, “Prestonettes, Inc., not connected with Coty, states that the 
contents are Coty’s (name of the article) independently rebottled 
(or repacked) in New York,” every word of the statement “to be 
in letters of the same size, color, type and general distinctiveness.” 


18. Note 17 supra. 
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Equally stringent label requirements were subsequently approved 
by the Cireuit Court.’® 

Since the Prestonettes case, repackagers of trademarked arti- 
cles have generally been permitted to use the original trademark, 
if the fact of repackaging was made known. The cases involve 
primarily the form of the label notice which will be required. 
For example, the decree in Bayer Co. v. Shoyer® required the 
statement “Contents are genuine Bayer Aspirin repacked by 
Shoyer and Newman, not authorized by and not connected with 
The Bayer Co., Inc.” 

Like the Prestonettes case, Bourjois, Inc. v. Hermida Labora- 
tories* involved repackaging of face powder. The plaintiff asked 
that defendant be required to place the following statement on 
its package: 


“Hermida Laboratories, Inc., not connected with Bourjois, Inc., 
states that the contents are Bourjois’ Evening in Paris Face 
Powder, independently repacked by Hermida Laboratories, 
Inc., at Linden, New Jersey, without the authority or consent 
of Bourjois which assumes no responsibility for the contents” 


said legend to be on the bottom of the package with “Hermida 
Laboratories” alone on the top. The Court granted plaintiff’s 
request, remarking: 


“We think that the ethics of honorable merchandising 
support this request. More than that, or should there be a 
more than that, we conceive that law as laid down by the 
Supreme Court authorizes it. The high court refused prohibi- 
tion and permitted qualification.” 


C. Blending 


Where the repackaged goods have also been blended or mixed 
with other goods—a practice prevalent with respect to fibers in 
both the stuffing and textile fields—the Courts have gone further 
and required a complete disclosure of the exact composition of the 
finished article. The Second Circuit, in another Coty case,” com- 
mented on the scope of an appropriate decree in a situation wherein 
the defendants were blending plaintiff’s perfume with other per- 


. Coty, Inc. v. Prestonettes, Inc., 3 F. 2d 984 (C.C.A, 2, 1924). 

. 27 F. Supp. 633, 29 TMR 190 (E.D. Pa., 1939). 

. 106 F. 2d 174, 29 TMR 464 (C.C.A. 3, 1939). 

. Coty v. Leo Blume, 24 F. 2d 924, 18 TMR 263 (C.C.A. 2, 1928). 
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984) was not an actual holding that a repacker or rebottler, 
whose label refers to competitors’ products must state the 
percentages of those products which have gone into his com- 
pound. But we think such a requirement entirely reasonable. 
Buyers ought to know how much of the cory perfume they are 
getting; that is a reasonable protection to plaintiff, as they 
may buy on the cory name, and it is no burden on the seller, 
if he is honestly trying to sell the compound on its own merits. 
For the same reasons it is also proper that no greater promi- 
nence should be given to the name cory than to other words 
in the label which describe the compound.” 


| 284 ' 
“Our decision (Coty, Inc. v. Prestonettes, Inc., 3 F. 2d 
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The District Court followed this lead and in a more specific 
decree* forbade a defendant “to sell any product containing 
SHALIMAR or Other of plaintiff’s products, combined with undis- 
closed ingredients of his own concoction, unless the labels and 
advertising matter pertaining thereto shall disclose with the same 
prominence as any other matter the exact percentage of SHALIMAR 
(or other product of plaintiff’s) and the exact percentage of such 
other substances.” (Emphasis added.) 

















D. Loss of Identity 

If adulteration of the trademarked goods takes place during 
the repackaging to such an extent that the resulting product loses 
its identity, use of the trademark will be prohibited. For example, 
in Lysol, Inc. v. Montgomery, the Court found that the defendant, 
in rebottling tyson disinfectant, was unable to maintain the orig- 
inal proportion of ingredients. Although recognizing the defen- 
dant’s rights under the Prestonettes case, the Court granted an 
injunction against use of the trademark, stating: 

“However, he cannot so use the name of a trademark 
owner for the distribution of a product which is different in 
composition or has been adulterated.” 



















This rule was given a very unique application in a later case.” 
A defendant, in rebottling kremu hair tonic, could not preserve 
the proportion of ingredients when pouring the original product 
into smaller containers. When he placed it in bottles of the same 
size as the manufacturer’s, there was no adulteration and he was 








23. Guerlain Perfumery Corporation of Delaware v. Klein, 57 F. 2d 724, 22 TMR 
175 (E.D.N.Y., 1932). 

24, 23 F. 2d 682, 17 TMR 474 (W.D. La., 1927). 
25. &. B. Semler, Inc. v. Kirk, 27 F. Supp. 630, 28 TMR 81 (E.D. Pa., 1938). 
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required merely to inform the public that it was rebottled. He 
was restrained, however, from all use of the mark, when he placed 
it in containers “of smaller capacity than those in which the prod- 
uct was contained when it was purchased.” 

Capitalizing on the public recognition of a fiber trademark, 
a finished goods manufacturer will often use but a small amount 
of a particular fiber in justification for the use of the trademark 
on the end product. Courts, however, have, in analogous cases, 
restrained the use of a trademark where the ultimate product 
had none of the qualities for which the trademarked goods were 
known. In Lambert Pharmacal Co. v. Listerated Co.,* defendant 
coined the trademark uisteratep for its hair tonic and attempted 
to justify the same on the basis of the “ten drops” of plaintiff’s 
well-known LISTERINE antiseptic contained in each bottle. The 
Court called this “a fraud on its face” and enjoined the use of the 
mark. 

A similar situation arose in Vick Chemical Company v. Stroh- 
meier,”” wherein defendant labeled his wonpER Drops as being MEDI- 
CATED WITH VICK’s vAPO RUB. Defendant claimed a right so to label, 
on the authority of the Prestonettes case, but the Court granted 


the injunction, having found that “there is no real medication by 
means of vicK’s VAPO RUB in the defendant’s product.” 

The defendant in Standard Oil Co. v. California Peach & Fig 
Growers* was selling NUJOL TREATED FIGS—NUJOL being plaintiff’s 
trademark. The Court would not enjoin all use of the trademark, 
but did require that: 


“...it may not be used as a part of the name, or other- 
wise, to indicate defendant’s goods. It may be used collaterally 
to disclose that nusou is a constituent of defendant’s product, 
and the amount or percentage of NugJout put or to be found 
therein.” 


E. Reconditioned Goods 


In addition to repackaging and blending, fiber manufacturers 
are particularly plagued with the problem of used goods or waste 
material which has been reconditioned and sold under the original 
trademark. Under the earlier cases,” it would seem clear that 
the Courts would require the actual removal of the trademark in 


. 24 F, 2d 122,18 TMR 113 (S.D. Tex., 1928). 
. 39 F. 2d 89, 20 TMR 289 (E.D. Pa., 1930). 
. 28 F, 2d 283, 19 TMR 1 (D. Del., 1928). 
General Electric Co. v. Re-New Lamp Co. (supra); Ingersoll vy. Doyle (supra). 





286 THE TRADEMARK REPORTER Vol. 48 T. M.R. 





circumstances such as these. Since the Prestonettes case, however, 
use of a trademark on second-hand goods has usually been per- 
mitted, provided that it is accompanied by an adequate disclosure 
that the goods are not new.* Of particular significance are the 
Singer cases,” which all involved rebuilt or reconditioned machines 
which were being represented as new or as containing only genuine 
parts of the trademark owner. The breadth of the relief granted 
in Singer Mfg. Co. v. American Appliance Co.” is interesting: 


“To this end, the renovated machines when sold should 
carry their complete history. * * * If they so desire the defen- 
dants may use a medallion or decalcomania reading ‘A sINGER 
head, repainted, electrified, and rebuilt by the American Sew- 
ing Machine Co. with American parts.’ The name sINGER 
should not appear in larger letters than the balance of the 
legend. If the legend (only trademark indicia permitted) 
is used, there should also be attached to the machine, and none 
should be sold without it, a card reading: 


‘This machine is a year old sewing machine origi- 
nally manufactured by The Singer Manufacturing Co. It 
has been repainted, electrified, and reconditioned with modi- 
fication of the original design by the American Sewing 
Machine Co. The parts used in rebuilding are not made 
by the original manufacturer.’ 


“Advertising copy should be within the spirit of these 
prohibitions.” 


In a more recent case,** the Court, recognizing the difficulty 
in providing adequate relief in such cases, left the decree open 
and gave the parties the right to apply for modifications, if experi- 
ence indicated that inadequate protection existed. This would 
seem to be preferable procedure where fiber marks are involved, 
since it is difficult, if not impossible, to lay down hard and fast 
rules which will afford to the public the protection to which it is 
entitled under all circumstances. 

Champion Spark Plug Company has had considerable litiga- 
tion involving its used spark plugs which have been reconditioned 
and sold, bearing the cHampion trademark. Originally the Courts 


30. Singer Mfg. Co. v. Azelrud, 28 F. Supp. 450 (S.D.N.Y., 1939); Singer Mfg. 
Co. v. Redlich, 109 F. Supp. 623 (S.D. Cal., 1952); and Singer Mfg. Co. v. American 
Appliance Co., 86 F. Supp. 737, 39 TMR 922 (N.D. Ohio, 1949). 

31. Note 30 supra. 

32. Note 30 supra. 

33. Singer Mfg. Co. Vv. Briley, 207 F. 2d 519, 44 TMR 405 (C.A. 5, 1953). 
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did not follow the Prestonettes doctrine, since the size and the 
nature of the goods made it unlikely that a notice would be read 
by the consumer. As a result, the reconditioned plugs were easily 
passed off on the public as new plugs at the retail level. Even 
though those who installed the plugs recognized them for what 
they were, they become an “instrumentality of fraud” under the 
doctrine of William R. Warner & Co. v. Eli Lilly & Co.** These 
cases would seem to be particularly applicable to the problem at 
hand, since the average consumer is unable to recognize fibers by 
visual examination, and any explanatory material is to be found 
only on inconspicuous and unread “law labels.” 


In one of the earlier Champion cases®* the defendant recondi- 
tioner was required to completely remove all trademarks, trade 
names and style marks “by sandblasting . . . acid or otherwise,” 
to completely cover the metal parts with red paint, and to indent 
the word “Used” thereon. In a subsequent case,** however, the 
District Court did not think actual removal was necessary. On 
appeal, the Eighth Circuit Court*’ modified the lower court decree 
to give plaintiff, Champion, substantially the same relief as was 
accorded in the Emener case,* including removal of the trademark. 
The Sixth Circuit likewise adopted the rationale of the Reich case 
in an unrelated case.*® 


A conflict arose when the Second Circuit*® permitted the defen- 
dant to sell reconditioned plugs without removing the cHAMPION 
mark, provided that there was adequate disclosure that they were 
not new goods. The Supreme Court granted certiorari and upheld 
the Circuit Court, stating: 


“We are dealing here with second-hand goods. The spark 
plugs, though used, are nevertheless Champion plugs and not 
those of another make. * * * Inferiority is immaterial so long 
as the article is clearly and distinctly sold as repaired or 
reconditioned rather than as new. The result is, of course, 
that the second-hand dealer gets some advantage from the 
trade mark. But under the rule of Prestonettes, Inc. v. Coty 


34. 265 U.S. 526, 14 TMR 247 (1924). 

35. Champion Spark Plug Co. v. Emener, 16 F. Supp. 816, 27 TMR 95 (E.D. 
Mich., 1936). 

36. Champion Spark Plug Co. v. Reich, 34 F. Supp. 414 (W.D. Mo., 1940). 

37. 121 F. 2d 769, 31 TMR 302 (C.C.A. 8, 1941), cert. den. 314 U.S. 669 (1941). 

38. Note 35 supra. 

39. Green v. Electric Vacwwm Cleaner Co., 132 F. 2d 312 (C.C.A. 6, 1942), cert. 
den. 319 U.S. 777. 

40. Champion Spark Plug Co. v. Sanders, 156 F. 2d 488, 36 TMR 383 (C.C.A. 2, 
1946). 
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(US) supra, that is wholly permissible so long as the manu- 
facturer is not identified with the inferior qualities of the 
product resulting from wear and tear or the reconditioning 
by the dealer. Full disclosure gives the manufacturer all the 
protection to which he is entitled.” * 


Although the Court stated that “cases may be imagined” 
where alteration could be so extensive as to require a prohibition 
against all use of a trademark, it is not likely that any court will 
now require complete eradication except in unusual instances, or 
where fraud has been established. The apparent distinction which 
existed between repackaged goods and reconditioned goods subse- 
quent to the Prestonettes case (supra) has evidently now been 
eliminated. 

F, Processed Goods 


The Prestonettes and Sanders cases—the two leading cases— 
both involved trademarked goods which in the ultimate sale were 
intended to be in the same form in which they were originally 
sold by the trademark owner. When the fiber manufacturer sells 
partly finished goods or raw materials which are to be processed 
into new goods bearing the trademark, what rights does he, as 
the trademark owner, have in the protection of his mark? 

This question has arisen most often in connection with foun- 
tain sales of coca-cota. The Coca-Cola Company is a manufacturer 
of a soft drink syrup which it sells under its coca-coua trademark. 
The syrup is used by authorized bottlers, under the control of the 
manufacturer, to make a beverage which is also sold under the 
coca-coLa trademark. In addition, retailers purchase the syrup 
and mix it with a prescribed amount of carbonated water at the 
fountain to make a drink which is likewise sold as coca-coua. It is 
always necessary for the dealer to perform this mixing process in 
order to arrive at the product the public desires and expects when 
it asks for coca-cota. This fountain business has resulted in some 
interesting litigation. 

In Coca-Cola Co. v. Brown & Allen* the defendant retailer 
added water, sugar and caramel to the syrup and then used the 
resultant mixture as the base from which he mixed a drink to be 
served on calls for coca-coua. An action for unfair competition 
was successful and the Court’s reasoning would seem to be appli- 
cable in many instances of fiber adulteration: 


41. Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 128, 37 TMR 323 (1947). 
42, 274 Fed. 481, 13 TMB 198 (N.D. Ga., 1921). 
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“Without doubt the retailer here, because of the nature 
of the business and the way in which the syrup is ordinarily 
used therein, may dilute coca-coua syrup in offering it for sale. 
It is never drunk otherwise than diluted. He may also sweeten 
it by adding sugar, if that is desired by his customer, or he 
may similarly add anything else the customer desires. He 
may even develop a peculiar and popular mixture, which may 
make his Coca-Colas known and sought as such. But can he, 
with no claim made to the public of a distinctive mixture, 
and relying solely on the reputation of coca-coua as developed 
by its maker, deceptively dilute and cheapen it for the addi- 
tional profit to be thus made? Such conduct is immediately a 
fraud on the purchasing public. It is also a fraud of which 
the maker may complain, because it tends to disrupt that con- 
nection between him and the purchasing public, built up at 
large expense and through a long time, which the law recog- 
nizes and protects as a good will, indirect and intangible 
though the connection be.” 


The Court thus recognized that coca-coLa syrup must be processed 
in order to arrive at the product the customer desires. It felt, 
however, that the processing was of a recognized type which the 
customer expected as part of the transaction. To employ a differ- 
ent type of processing would be a fraud on the customer. 

The Court in Coca-Cola Co. v. Brown arrived at the same 
result as, and quoted extensively and approvingly from, Coca-Cola 
Co. v. Brown & Allen.“ The defendant was enjoined “from draw- 
ing from the fountain or other container, for the purpose of mix- 
ture and sale of coca-coLa, any syrup other than the unaltered and 
unadulterated syrup made by plaintiff and known as coca-coua.” 
(Emphasis added.) In Coca-Cola Co. v. Feulner* the defendant 
was adjudged in civil contempt of an injunction against “cutting” 
coca-coLa syrup. The Court stated: 


“Without doubt, a retailer of coca-coLa syrup may, in 
offering it for sale, dilute it as he pleases so long as it is sold 
as a diluted product. He may not, however, secretly dilute it 
and sell it as undiluted (citations).” (Emphasis added.) 


These Coca-Cola cases indicate that where the customer ex- 
pects a particular thing when he asks for a trademarked item, even 
though someone other than the trademark owner must alter or 


43. 60 F. 2d 319, 23 TMR 336 (M.D. Pa., 1932). 
44. Note 42 supra. 
45. 7 F. Supp. 364, 24 TMR 393 (8.D. Tex., 1934). 
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change the trademarked goods, the doctrine of full disclosure still 
applies. 

A slightly different problem arises in instances where there 
has not been any standard established for the finished goods, or 
the finished goods may take many different forms. This would be 
the case in the textile field where fibers and fabrics are made into 
myriad articles of varying quality. Thus, control of the use of a 
fiber trademark is particularly difficult, and, although the rules 
established in the Coca-Cola cases may be used as a guide, they 
are by no means dispositive of the problem. Nevertheless, it seems 
fair to assume that the Courts will apply these same rules wher- 
ever possible for the protection of the public. 

The textile industry is not entirely without litigation in this 
field and a few of the important cases should be examined. For 
example, in B. B. d R. Knight v. W. L. Milner & Co.** plaintiffs 
manufactured and sold cloth under the trademark FRUIT OF THE 
Loom. They also licensed certain shirtmakers to use their mark 
on shirts. The defendant, an unlicensed shirtmaker, was enjoined 
from using the mark for its shirts. It was, however, permitted to 
inform its customers that the shirts were made from plaintiffs’ 
cloth, “provided it fully performs the burden of clearly marking 
and advertising its product in such a way that there will be no 
reasonable prospect of confusing the purchasing public or of 
appropriating to itself any part of the trade or good will of plain- 
tiffs in their product.” (Emphasis added.) 

Similarly, Forstmann Woolen Co. v. J. W. Mays, Inc." holds 
that one who has purchased coats made of plaintiff’s trademarked 
cloth may use the trademark in advertising his goods. The 
defendant, however, was precluded from advertising rorsTMANN 
suits and FORSTMANN coats, since there are no such things, Forst- 
mann being a piece goods manufacturer only, and from using 
“FORSTMANN ... in type so large as to over-shadow the remaining 
part of the advertisement.” Plaintiff had attempted to restrict 
the use of its trademark to quality garments made from its piece 
goods. The Court refused to enjoin “inferior workmanship,” but 
did require that defendant’s use of the rorsrmMann trademark be 
restricted to “modest type” as was the general practice of “well- 
known high grade stores.” It is questionable whether many courts 
would go this far in controlling a defendant’s advertising. 


46. 283 Fed. 816, 13 TMR 8 (N.D. Ohio, 1922). 
47, 71 F. Supp. 459, 37 TMR 469 (E.D.N.Y., 1947), 89 F. Supp. 964, 40 TMR 433 
(E.D.N.Y., 1950). 
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Burlington Mills Corporation v. Roy Fabrics*® was, in effect, 
an action for unfair competition. The manufacturer of high quality 
textiles was granted an injunction against a jobber’s using the 
plaintiff’s trademarks or any other means to represent plaintiff’s 
second quality merchandise as first quality. The seconds were 
reprocessed to remove the imperfections and sold to retailers with 
representations, mostly oral, that the fabrics were plaintiff’s firsts. 
The retailers so advertised them to the public. The Court stated, 
“When they (the buying public) purchase Burlington’s first grade 
goods they are entitled to get them and not Burlington’s seconds, 
reprocessed.” 


3. Conclusion 


There are no litigated cases presenting fact situations which 
would unequivocally resolve the many unique problems currently 
faced by fiber manufacturers. The various legal principles which 
should guide them, however, are quite well-established. The case 
law which has been discussed above seems to have taken on definite 
patterns.*® Succinctly stated, a purchaser is always entitled to 
know what he is getting, and, whenever another’s trademark is 
used in a collateral sense, it must be so qualified as to indicate 
the complete truth. Since the burden is on the third party to 
justify his use of another’s trademark,” the disclosure should 
be a prominent one,” or, as Mr. Justice Holmes once said:* 


“The explanation must accompany the use, so as to give 
the antidote with the bane.” 


We may presume that where the finished goods contain any 
substantial amount of the trademarked fiber, some use of the trade- 
mark will be permitted.** If, however, the amount of fiber is not 
sufficient to impart to the finished goods the qualities usually 
associated with the fiber, all use of the mark can be prohibited.” 
Use of the trademark by a third person should always be a col- 


48. 91 F. Supp. 39, 40 TMR 551 (S.D.N.Y., 1950), aff’d 182 F. 2d 1020 (C.A. 2, 
1950). 

49. Interestingly, the English law has developed similarly to that in this country. 
Cf. eg.: A. G. Spalding §& Bros. v. A. W. Gamage Ld., 31 R.P.C. 125 (1914) ; 
Westinghouse Brake § Saxby Signal Co. Ld. v. The Varsity Eliminator Co. Ld., 52 
R.P.C. 295 (1935); Hoover Ld. v. Air-Way Ld., 53 R.P.C. 399 (1936). 

50. Jacobs v. Beecham, 221 U.S. 263, 1 TMR 55 (1911). 

51. General Electric v. Schwartz, 99 F. Supp. 365, 40 TMR 1007 (E.D.N.Y., 1951). 

52. Herring-Hall-Marvin Safe Co. vy. Hall’s Safe Co., 208 U.S. 554, 559 (1908). 

53. Champion Spark Plug Co. v. Sanders, note 41 (supra). 

54. Lambert Pharmacal Co. v. Listerated Co., note 26 (supra); Vick Chemical Co. 
v. Strohmeier, note 27 (supra). 
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lateral use and there should not be an undue emphasis of the 
fiber trademark.** One will also be required to disclose that his 
goods are repackaged,” blended®® or second-hand,” if such be the 
case. The required disclosures should be informative and promi. 
nent” and such requirements shall apply equally to advertising as 
well as labeling.” 

Accordingly, as long as the manufacturer’s trademark signi- 
fies to consumers his particular brand of fiber, the trademark 
owner would seem to be legally justified in demanding that finished 
goods manufacturers who use his trademark in their labeling or 
advertising conform to the following requirements: 


1. Use it as an indication of the source of the fiber and 
not of the finished goods. 


2. Do not give it undue emphasis. 


3. Make clear that the trademark owner has no respon- 
sibility for the finished product. 


4. Indicate the nature and amount of any other materials 
in the goods. 


5. Indicate that the trademarked fiber is reused, reclaimed 
or reprocessed, if such be the case. 


6. Give reasonable emphasis to all explanatory matter. 





55. Prestonettes, Inc. v. Coty, note 17 (supra). 

56. Forstmann Woolen Co. v. J. W. Mays, Inc., note 47 (supra). 

57. Bayer Co. v. Shoyer, note 20 (supra); Bourjois, Inc. v. Hermida Laboratories, 
note 21 (supra). 

58. Coty v. Leo Blume, note 22 (supra); Guerlain Perfumery Corporation of Dela- 
ware Vv. Klein, note 23 (supra). 

59. Champion Spark Plug Co. v. Sanders, note 41 (supra). 

60. General Electric Co. v. Schwartz, note 51 (supra); Herring-Hall-Marvin Safe 
Co. v. Hall’s Safe Co., note 52 (supra). 

61. Cheney Bros. v. Gimbel Bros., note 15 (supra); Singer Mfg. Co. v. American 
Appliance Co., note 30 (supra). 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Austria 
Constitutional Law 

A provincial legislature may not constitutionally make regu- 
lations for the use of a name as a trademark or otherwise and that 
section of a law passed by the province of Salzburg requiring the 
permission of the provincial government for the use of the name 
MozART is therefore unconstitutional. Decision of the Constitu- 
tional Court of October 10, 1957. 


Descriptive Marks 


In determining the registrability as a trademark of a word 
belonging to a foreign language, being applied for by a foreign 
applicant, the proper criterion is not whether such word has be- 
come descriptive of the goods in Austria, but whether it is descrip- 
tive in the applicant’s own country. Thus, the word tnstTanT is not 
registrable in Austria in the name of a foreign applicant, since it 
is descriptive in the applicant’s own country. To hold otherwise 
would be to give to a foreign importer, or his Austrian represen- 
tative, who succeeds in obtaining registration for such a mark 
in Austria at a time when the word has not yet become de- 
scriptive in Austria, an unfair advantage against other importers, 
who would then be barred in using in connection with goods im- 
ported into Austria a word which is in common use in the country 
in which the goods originate. Decision of June 13, 1957 of the 
Court of Patent Appeals. 


Canada 


Opposition Proceedings 


The following are holdings of the Registrar of Trade Marks 
in opposition proceedings: 


(a) LACTAMIN applied for in respect of modified milk was held not 
to be confusing with Lactocen which is registered in respect 
of infants’ and invalids’ food. The Registrar pointed out that 
the prefixes Lac and Lact have descriptive character and are 
in common usage and, accordingly, on the question of confus- 
ing similarity such combinations are not given as great weight 
as combinations of letters which are purely arbitrary. 
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(b) PpockeT MATE applied for in respect of lighters, pens and pen- 
cils, and jewelry accessories, namely, necklaces, earrings and 
bracelets, was held to be confusing with PAPER MATE which is 
registered in respect of pens, pencils and ink. The Registrar 
stated that the use of such similar marks on the same or sim- 
ilar goods is likely to cause confusion and deception among 
customers. 











(c) NuxoNnaAL applied for in respect of a pharmaceutical prepara- 
tion was held to be confusing with noctrnau which is registered 
in respect of a sedative. 






(d) cUSH-N-TRED applied for in respect of cushioning material for 
rugs and carpets was rejected on the ground that it is a mis- 
spelling of the words “cushion tread” and is clearly descrip- 

tive of the character of the wares. 






(e) pup applied for in respect of fresh vegetables, fresh fruits 
and frozen berries was held to be confusing with sup which 
is registered in respect of jelly powders and dessert powders. 


26 Canadian Patent Reporter 78-85 (Section IT). 











Germany 








Cancellation Based on Inherent Unregistrability 


An action was brought before the German Patent Office for 
cancellation of the trademark rotor in respect of sewage pumps, 
on the ground that the mark lacked distinctiveness and should not 
have been registered. 

The Patent Office refused to cancel the mark, holding that, 
although it was not registered on the basis of acquired distinctive- 
ness and had still not acquired secondary meaning at the time of 
the cancellation action, it had nevertheless been used by its owner 
in respect of certain specific goods for a considerable time prior 
to the application and had acquired some reputation in agricultu- 
ral circles as identifying the owner’s goods, so that to grant the 
cancellation requested at this time would be to endanger a valuable 
asset which the owner had acquired by painstaking effort. Decision 
of April 17, 1957 of the Trademark Section of the German Patent 
Office. 






















Similarity of Marks 





Two trademarks are not necessarily confusingly similar be- 
cause one is entirely contained in the other. For such similarity 
to exist, the common element must be the distinctive portion of 
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each mark. Thus, sTRESSEMIN and SEMIN are not confusingly sim- 
ilar, but prox and sBroxiceNna are. Decisions of December 6, 1956 
and January 10, 1957 of Appeals Senate 2b of the German Patent 
Office. 


Great Britain 
Descriptive Words 

An application was filed to register BUSTER in respect of animal 
foods. An objection was taken to the application on the ground 
that it had direct reference to the character of the goods in that 
one of the definitions for the word “buster” in Webster’s New In- 
ternational Dictionary is “something huge, extraordinary or stu- 
pendous.” At a hearing Mr. Cheesman, Senior Executive Officer 
acting for the Registrar, stated: 


“The word Buster must, I think, be regarded as an eminently 
suitable word for any trader to use as an ordinary description 
of goods sold in very large packets or cartons, for the pur- 
pose of indicating to the public that they are getting a quite 
unusually large packet or quantity of the product, whatever 
it may be. I have not been told whether the applicants sell 
their animal foods in cartons or the like or in sacks, but what- 
ever the type of container they use it seems to me that the 
word BusTER applied to any of them would have this conno- 
tation of large size, i.e., out of the ordinary. It may be that 
the word BusTER in this sense is a colloquialism, but the use 
of colloquialisms in present-day advertising, by traders who 
wish to draw attention to any special characteristic in what 
they are offering for sale, is not at all uncommon.” 


The applicants appealed from this decision to the Board of 
Trade who referred the matter to a Referee, Mr. Geoffrey Tookey, 
Q.C. Mr. Tookey reversed Mr. Cheesman’s decision stating that 
BUSTER has several meanings none of which have an obvious de- 
scriptive signification in connection with animal food. Mr. Tookey 
held: 


“In my view the applicants are right in their contention that the 
word BusTER in relation to food for animals is meaningless 
and fanciful and does not import any reference direct or other- 
wise to the character or quality of the goods. The Registrar’s 
decision can only be reached, and has in fact been reached, 
by assuming some circumstances as to which there is no evi- 
dence or indication that they exist or are likely to exist, namely 
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the supply to the public of food for animals in packets or con- 
tainers which are in some way unusually large. I cannot see 
any sufficient basis for the Registrar’s finding on this point. 
It is conceded that animal foods may normally be sold in tins, 
packets, cartons, or sacks, which may vary widely in content, 
and in my view there would be nothing about the use of any 
of these containers which would justify or render in any way 
apt or appropriate a slang epithet indicating something stu- 
pendous or extraordinary. 


I agree with the Registrar’s contention that he is bound to 
take into account the way in which goods are packed when 
he is considering whether a word put forward has a ref- 
erence to the character or quality of the goods, because those 
factors may be determined in part by the form of the package 
to which the proposed mark has a direct reference, but in the 
present case he has in my view gone further than is justifiable 
in trying to envisage a set of circumstances in which the word 
BUSTER might be capable of being used in accordance with one 
of its dictionary meanings. In the absence of such unusual 
circumstances, the assumption of which I do not consider to 
be justified, there could be no suggestion that the word BUSTER 
in relation to animal foods would be recognized as having any 
descriptive meaning at all.” 


In the Matter of Chappie Ld. (1957), R.P.C. 455. 


Interim Injunction 


The plaintiff, General Radio Company, a well-known American 
Company, moved for an interim injunction prohibiting the defen- 
dant, General Radio Company (Westminster) Limited, from using 
the words GENERAL RADIO COMPANY apart from the remainder of 
the defendant’s registered name. The evidence submitted in con- 
nection with the motion clearly established the wide reputation 
held by the plaintiff in Great Britain in connection with the manu- 
facture of electrical and electronic precision instruments of the 
highest quality. The defendant had published an advertisement 
under the name GENERAL RADIO COMPANY Offering various types of 
electrical and electronic goods for sale. Affidavits were submitted 
from several experts in the field that they had formed the opinion 
that this advertisement had been published by the plaintiff. The 
Judge, Mr. Justice Roxburgh, held that, since the plaintiff had 
been selling its goods in Great Britain for many years and the 
defendant had only incorporated a few months before the action, 
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the “balance of convenience” was clearly in the plaintiff’s favor. 
The Judge was satisfied that the plaintiff had established through 
the submission of a considerable amount of evidence that it had 
prima facie rights to the exclusive use of the trade name GENERAL 
RADIO COMPANY and that prima facie the plaintiff would suffer ir- 
reparable damage if the defendant were allowed to continue issuing 
such advertisements. Accordingly, the interlocutory restraining 
order prohibited the defendant, until after a judgment of the action 
on the merits, from trading in electrical or electronic apparatus 
under any name containing the words GENERAL RADIO COMPANY with- 
out clearly distinguishing the defendant’s business from that of 
the plaintiff. The order did not prevent the use by the defendant 
of their corporate name provided equal prominence is given to 
the words WESTMINSTER and LIMITED as to the words GENERAL RADIO 
COMPANY. 


General Radio Company v. General Radio Company (Westminster) 
Limited (1957), R.P.C. 471. 


Passing-Off and Infringement 


The plaintiff is the owner of the trademark saume which has 
been used in Great Britain in relation to watches for more than 
a hundred years and has been registered since 1878. The defen- 
dant is an importer and distributor of watches who recently began 
to sell Swiss watches obtained from a Company called Baume et 
Mercier, S.A. The words BAUME & MERCIER, GENEVA appear on the 
boxes and the watches themselves. The Judge, Danckwerts, J., 
held that there is “some probability that confusion might occur 
in England in respect of the sale of the watches” because of the 
simultaneous use of BAUME & MERCIER and BAUME. The issue, there- 
fore, was whether or not the defendant could rely upon the defense 
in Section 8 of the British Trade Marks Act which provides “No 
registration of a trade mark shall interfere with any bona fide 
use by a person of his own name or of the name of his place of 
business, or of the name, or of the name of the place of business, 
of any of his predecessors in business.” The plaintiff contended 
that this Section only protects the use by a person of his own name 
generally in the sense of carrying on a trade and describing him- 
self as such or giving his address with the name, and that, where 
the name is used as a trademark, the defense is not available. 
The defendant did not question that its use of BAUME ET MERCIER 
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the supply to the public of food for animals in packets or con- 
tainers which are in some way unusually large. I cannot see 
any sufficient basis for the Registrar’s finding on this point. 
It is conceded that animal foods may normally be sold in tins, 
packets, cartons, or sacks, which may vary widely in content, 
and in my view there would be nothing about the use of any 
of these containers which would justify or render in any way 
apt or appropriate a slang epithet indicating something stu- 
pendous or extraordinary. 


I agree with the Registrar’s contention that he is bound to 
take into account the way in which goods are packed when 
he is considering whether a word put forward has a ref- 
erence to the character or quality of the goods, because those 
factors may be determined in part by the form of the package 
to which the proposed mark has a direct reference, but in the 
present case he has in my view gone further than is justifiable 
in trying to envisage a set of circumstances in which the word 
BUSTER might be capable of being used in accordance with one 
of its dictionary meanings. In the absence of such unusual 
circumstances, the assumption of which I do not consider to 
be justified, there could be no suggestion that the word BusTER 
in relation to animal foods would be recognized as having any 
descriptive meaning at all.” 


In the Matter of Chappie Ld. (1957), R.P.C. 455. 


Interim Injunction 


The plaintiff, General Radio Company, a well-known American 
Company, moved for an interim injunction prohibiting the defen- 
dant, General Radio Company (Westminster) Limited, from using 
the words GENERAL RADIO COMPANY apart from the remainder of 
the defendant’s registered name. The evidence submitted in con- 
nection with the motion clearly established the wide reputation 
held by the plaintiff in Great Britain in connection with the manu- 
facture of electrical and electronic precision instruments of the 
highest quality. The defendant had published an advertisement 
under the name GENERAL RADIO COMPANY Offering various types of 
electrical and electronic goods for sale. Affidavits were submitted 
from several experts in the field that they had formed the opinion 
that this advertisement had been published by the plaintiff. The 
Judge, Mr. Justice Roxburgh, held that, since the plaintiff had 
been selling its goods in Great Britain for many years and the 
defendant had only incorporated a few months before the action, 
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the “‘balanee of convenience” was clearly in the plaintiff’s favor. 
The Judge was satisfied that the plaintiff had established through 
the submission of a considerable amount of evidence that it had 
prima facie rights to the exclusive use of the trade name GENERAL 
RADIO COMPANY and that prima facie the plaintiff would suffer ir- 
reparable damage if the defendant were allowed to continue issuing 
such advertisements. Accordingly, the interlocutory restraining 
order prohibited the defendant, until after a judgment of the action 
on the merits, from trading in electrical or electronic apparatus 
under any name containing the words GENERAL RADIO COMPANY with- 
out clearly distinguishing the defendant’s business from that of 
the plaintiff. The order did not prevent the use by the defendant 
of their corporate name provided equal prominence is given to 
the words WESTMINSTER and LIMITED as to the words GENERAL RADIO 
COMPANY. 


General Radio Company v. General Radio Company (Westminster) 
Limited (1957), R.P.C. 471. 


Passing-Off and Infringement 


The plaintiff is the owner of the trademark spaumeE which has 
been used in Great Britain in relation to watches for more than 
a hundred years and has been registered since 1878. The defen- 
dant is an importer and distributor of watches who recently began 
to sell Swiss watches obtained from a Company called Baume et 
Mercier, S.A. The words BAUME & MERCIER, GENEVA appear on the 
boxes and the watches themselves. The Judge, Danckwerts, J., 
held that there is “some probability that confusion might occur 
in England in respect of the sale of the watches” because of the 
simultaneous use of BAUME & MERCIER and BAUME. The issue, there- 
fore, was whether or not the defendant could rely upon the defense 
in Section 8 of the British Trade Marks Act which provides ‘No 
registration of a trade mark shall interfere with any bona fide 
use by a person of his own name or of the name of his place of 
business, or of the name, or of the name of the place of business, 
of any of his predecessors in business.” The plaintiff contended 
that this Section only protects the use by a person of his own name 
generally in the sense of carrying on a trade and describing him- 
self as such or giving his address with the name, and that, where 
the name is used as a trademark, the defense is not available. 
The defendant did not question that its use of BAUME ET MERCIER 
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was trademark usage. The Judge allowed the defense and stated 
that: 

“Tf you are going to say that Section 8 merely applies to things 
like putting the name of a person up above his business or 
possibly putting it at the head of his notepaper and using it 
as part of the name of his company, then it does seem that 
the protection provided by Section 8 is of an extremely lim- 
ited character, and I have come to the conclusion that it would 
not be right for me to put any such limitation upon the except- 
ing provision, as I see it, to prevent a person being harried 
in respect of the perfectly innocent and honest user of a name 
connected with himself for the purposes of selling his goods.” 


Baume and Coy Ld. v. A. H. Moore Ld. (1957), R.P.C. 459. 


Passing-Off 


Both the plaintiff and the defendant in this case are hair- 
dressers. Since 1952 the plaintiff has been doing business under 
the name CHARLES OF LONDON. In 1953 the plaintiff registered 
CHARLES OF LONDON under the Business Names Act and, in 1955, 
the defendant began using that same name. The Judge, Mr. Justice 
Danckwerts, held that the defendant did not have a fraudulent 
intent in adopting the trade name CHARLES OF LONDON, that is, he 
did not deliberately intend to trade upon the plaintiff’s good will. 
Furthermore, because of the personal nature of the relationship 
between a hairdresser and his customer and because of the fact 
that the defendant’s shop and the plaintiff’s shops were in dif- 
ferent parts of London, the Judge doubted that the plaintiff and 
the defendant were in actual competition. The trial of this action 
took nine days and over fifty witnesses were called and several 
witnesses testified that they thought the defendant’s shop was a 
branch of the plaintiff’s business. The Judge was inclined to mini- 
mize such evidence because if “they looked closely or went to the 
shop” such persons might easily discover the difference. Never- 
theless, the Judge held: 


“T have come to the conclusion that there is some reasonable 
apprehension of confusion between the plaintiff’s and the de- 
fendant’s business by the manner in which the defendant has 
chosen to carry on his shop at Tunbridge Wells. It seems to 
me that if there is confusion, that confusion would be likely to 
cause damage to the plaintiff’s business ; and therefore it seems 
to me that the plaintiff has established his right to relief.” 


Brestian v. Try (1957), R.P.C. 448. 
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Passing-Off—Isolated Instance 


In this case the plaintiff is a manufacturer of cosmetics and 
the defendant is a hairdresser. The plaintiff manufactures and 
sells a hair spray called sTEINER LACQUER SHEEN. The defendant 
was experimenting with his own hair spray and apparently with- 
out any intention to trade on the plaintiff’s good will he acquired 
some of the plaintiff’s labels for use in designing his own labels 
and to see how they would stick on his own plastic bottles. One 
bottle of the defendant’s hair spray bearing one of the plaintiff’s 
labels was sold to an ordinary customer. The customer was very 
dissatisfied with the product and wrote an indignant letter to the 
plaintiff. Mr. Justice Danckwerts stated that the letter from the 
irate customer showed that the purchase of the lacquer caused 
damage to the plaintiff‘s reputation. Apparently other persons 
had asked the customer “Whatever she had got on her hair.” 

The plaintiff communicated with the defendant and asked for 
an Undertaking against repetition of any passing-off. The request 
for an Undertaking was rejected and the plaintiff was offered 
derisively the sum of £1. in settlement. In this connection the 
Judge stated: 


“Tt seems to me that the defendant has received unfortunate 
advice in this case, and as he has chosen to force plaintiffs to 
bring the action to trial in the circumstances which have oc- 
curred, he must face the consequences, which will be more ex- 
pensive to him than they would have been if he had dealt with 
the matter in a simple way by giving an undertaking at an 
early stage.” 

The Judge issued an injunction and also awarded the plaintiff 
damages and costs. Steiner Products Ld. v. Stevens (1957), R.P.C. 
439. 


Iraq 
Opposition Proceedings 

An application was filed to register the trademark FraLko in 
respect of all kinds of watches and clocks. An objection was taken 
to the application by an importer who had been selling in Iraq 
for some time Swiss watches bearing the trademark rauxko. It was 
established that the mark had been registered in Switzerland in 
the name of the manufacturer of the watches prior to the date 
of the Iraqi application. The Court of First Instance dismissed 
the opposition by the Iraqi importer. On appeal to the Appellate 








300 THE TRADEMARK REPORTER Vol. 48 T. M.R. 








Court, the Lower Court decision was reversed. The Appellate 
Court held that it was entitled to consider the use of the mark 
by the Iraqi importer and such other factors as registration of 
the mark in foreign countries. In upholding the opposition the 
Appellate Court gave the Iraqi importer the right to register the 
trademark in his name. 

The Appellate Court decision was upheld by the Court of 
Cassation. Decision No. 1363 dated October 13, 1956, published 
Official Gazette of Trade Marks, December 21, 1957. 


Netherlands 
Scope of Protection of Well-known Marks 

The use and registration of the trademark NigMa in respect 
of shoes and accessories thereof constitutes unfair competition 
with the owners of the trademark nyma, which is very well-known 
in the Netherlands as belonging to a producer of rayon, even 
though rayon and shoes are not similar goods. In order for such 
unfair competition to exist, it is sufficient that the public be misled 
into confusing the two companies concerned or assuming that they 
are connected or that the goods of one originate with the other. 
In proving such confusion, instances of mail addressed to one 
firm being delivered to the other are not in themselves conclusive, 
but they have high probative value in view of the fact that the 
postal authorities usually exercise greater care in distinguishing 
between names than the general public. Decision of the Arnhem 
Court of January 24, 1956. 








| 
| 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Breast O’Chicken Tuna, Inc. 

Breast O’Chicken Tuna Makes New Sales Splash. (Printers’ Ink, January 10, 
1958, p. 8.) 
OONA O’TUNA is new television character. 


Cuba. 
Trademarks. Decree No. 35, July 15, 1957. (Patent and Trade Mark Review, 
Vol. 56, No. 4, January 1958, pp. 104-105.) 


Diamond, Sidney A. 

Consumer Surveys May Be Acceptable as Trademark Evidence, but... (Adver- 
tising Agency Magazine, January 31, 1958, p. 30.) 
Diamond, Sidney A. 

New Case Strengthens Idea Piracy Tests. (Advertising Agency Magazine, January 
17, 1958, p. 44.) 
Gilbert, Nathaniel. 

Designing a New Package? Revamping Your Old Trademark? (Sales Manage- 
ment, February 7, 1958, pp. 86-89.) 
Diamond Alkali Company’s new trademark. 


Greenberg, Allan. 

Consumer Surveys Need more than Probability Samples. (Advertising Agency 
Magazine, January 31, 1958, pp. 27-30.) 
Harris, Remus A. 

Demand Image—The Vital Force in Successful Marketing Today. (Printers’ Ink, 
January 10, 1958, pp. 33-34, 37, 40.) 
India. 

Patents and Trademarks. The Jammu and Kashmir Extension of Laws Act of 
1956 of India; effective date November 1, 1956. (Patent and Trademark Review, 
Vol. 56, No. 4, January 1958, pp. 105-107.) 


Kenya. 
Trademarks. Registration of Enemy-owned Trademarks. (Patent and Trade Mark 
Review, Vol. 56, No. 4, January 1958, p. 105.) 


New Twist in Private Labels. (Tide, January 10, 1958, pp. 30-31.) 
Masters, Inc., New York now carries a full line of drugs and toiletries having the 
MASTERS label. 


Private Label a Parasite? (Marketing, January 10, 1958, pp. 16, 22.) 
Schrafft, W. F., and Sons Corp. 


Schrafft’s Captures Super Markets with “Shelf-Right” Packages. (Sales Manage- 
ment, January 17, 1958, pp. 38-40.) 


Shoenfeld, Jerome. 

The Hullabaloo on Food Additives. (Sales Management, February 7, 1958, pp. 
108, 110, 112.) 
Interest centers on brand names SPAN, TWEEN, MYRJ. 


Some Thoughts on the Protection of Designs. (Trade Marks Patents and Designs 
Federation, Monthly Reports, February 1958.) 


Union Carbide Corporation. 

Union Carbide’s New Corporate Image: How Television is Handling the Job. 
(Printers’ Ink, January 24, 1958, pp. 50-51.) 
Woodward, Harry. 

Adventures of a V-P and his Polka Dot Paint. (Sales Management, February 7, 


1958, pp. 94-96, 98, 100.) 
Maas & Waldstein Co.’s experience in taking PLEXTONE into consumer market. 








* Copies of these articles are available for reference in the Association’s library. 
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L'AIGLON APPAREL, INC. v. LANA LOBELL, INC. 
No. 15273 —D. C., E. D. Pennsylvania — August 27, 1957 


TRADEMARK ACT OF 1946—SECTION 43 

REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—DAMAGES 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE ADVERTISING 

Plaintiff, manufacturer of dresses sold for $17.95, prevails under Section 43(a) 

of 1946 Act where defendant sold dress similarly pictured in its advertisements 
but actually different for $6.95; plaintiff abandoned marketing its dresses as result 
of advertisement; plaintiff is entitled to compensatory damages for loss sustained 
by plaintiff on forced sale of its completed dresses and unused piece goods, and 
for loss of good will, cheapening of plaintiff’s name, and exposure of plaintiff to 
ridicule. 


Action by L’Aiglon Apparel, Inc. v. Lana Lobell, Inc. for unfair com- 
petition. Judgment for plaintiff. 
Bernard G. Segal, of Philadelphia, Pennsylvania, for plaintiff. 
Edmonds, Obermayer & Rebmann, of Philadelphia, Pennsylvania, for 
defendant. 


KiIRKPATRICK, Chief Judge. 

The plaintiff, a manufacturer of dresses, which distributes its products 
nationally, designed and marketed during the months of December, 1952 
and January and February 1953, a dress of distinctive design. The defen- 
dant, a mail order house which also distributes nationally, in February 
1953 advertised a dress by means of a picture which was substantially an 
actual photographic reproduction of the plaintiff’s dress. The dress which 
the defendant sold was, in fact, a dress substantially different from the one 
pictured in its advertisement. The defendant’s dress was advertised at 
a price of $6.95 and the plaintiff’s dress at a price of $17.95. The plaintiff 
abandoned the marketing of its dress as a result of the defendant’s 
advertisement. 

This conduct on the part of the defendant is clearly the type of mis- 
representation referred to in Section 43(a) of the Lanham Act, and it is 
clear that the plaintiff is a person injured by the defendant’s conduct and 
has a right of action. The plaintiff has suffered losses in respect of the 
unsold dresses it had on hand at the time it abandoned the style and also 
on the sale of the piece goods that it had on hand to manufacture them, 
which were not suitable for use with its other dresses. It also suffered 
damages for injury to its good will. 
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I find that the plaintiff has suffered damages by reason of the defen- 
dant’s conduct in the total amount of $17,500. I have not allowed punitive 
damages. It is questionable whether punitive damages are allowable under 
the statute, although I am not ruling upon that question. I agree that the 
defendant’s conduct was in violation of the plaintiff’s rights and in disregard 
of them, but, having been myself, of the opinion (although, as it appears, 
erroneously) that the defendant had the right to do what it did, I can 
hardly say that its conduct can properly be described as outrageous or 
wanton. Moreover, I do not believe that the defendant’s conduct was in 
any way maliciously directed toward the plaintiff. The defendant wanted 
to take a free ride on the plaintiff’s advertising and business reputation but 
it was plainly not motivated by a desire to destroy or damage the plaintiff’s 
business. 

I affirm the plaintiff’s requests for findings of fact Nos. 1 to 22, 
inclusive. 

I affirm the plaintiff’s requests for conclusions of Law Nos. 1 to 4, 
inclusive, and No. 12. 

Nos. 5, 6, 8, 9, 10 and 11 are not requests for conclusions of law but 
for findings of fact and, as such, have been already as fully answered as 
I deem necessary. 

As to No. 7, I affirm it as follows: Plaintiff is entitled to compensatory 
damages from defendant: (a) for the loss sustained by plaintiff on the 
forced sale of its completed dresses and unused piece goods; and (b) in 
addition, for plaintiff’s loss of good will, for the cheapening of plaintiff’s 
name and the exposure of plaintiff to ridicule. 

Judgment accordingly. 


FINDINGs oF Fact 


1. Plaintiff is a corporation incorporated under the laws of the 
Commonwealth of Pennsylvania, having its principal place of business at 
15th and Mount Vernon Streets, Philadelphia, Pennsylvania (NT 4-5). 


2. Defendant is a corporation incorporated under the laws of the 
Commonwealth of Pennsylvania, having its principal place of business at 
340 Poplar Street, Hanover, Pennsylvania (NT 5). 


3. For more than fifty years plaintiff and its predecessor in interest 
have been engaged in the business of manufacturing and distributing 
throughout the United States distinctively-styled dresses for women’s wear 
sold through department and other stores under the trade name and (since 
1920) duly registered federal trademark L’aicLoN (NT 114-116). During 
all these years the emblem L’AIGLON has been attached to each dress plain- 
tiff sells (NT 42, 115). 


4. Plaintiff sells approximately 1,000,000 L’aicLon dresses annually 
(NT 122). 
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5. To enable it to produce distinctively-styled dresses, plaintiff has 
its own designing department whose function it is to design dresses that 
are clearly distinguishable from dresses manufactured by others and from 
other dresses manufactured by plaintiff. On its designing alone plaintiff 
spends annually in the neighborhood of $250,000 (NT 116). 


6. Over the course of many years, plaintiff has so extensively adver- 
tised the name L’AIGLON in national magazines, metropolitan newspapers, 
mailing pieces, and through the use of the emblem L’aIGLON attached to 
dresses, that the word L’AIGLON has acquired a secondary meaning identify- 
ing it with dresses manufactured and distributed by plaintiff (NT 114 
116). For example, in 1952 plaintiff spent $189,000 on advertising; in 
1953, $258,000; in 1954, $282,000; in 1955, $354,000; in 1956, $466,000 
(NT 116). 


7. In the fall of 1952, plaintiff originated a distinctively-styled dress 
known as Style No. 1066, having as its essential features a two-piece 
ensemble consisting of dress and short jacket, in attractive color combina- 
tions, and a matching cummerbund. The dress was made of a print with 
big circles in the skirt and the small circles in the bodice, and had a 
“bouffant” or sweeping effect (plaintiff’s complaint, Exhibit “A”, NT 5, 
plaintiff’s Exhibit P-1, NT 7, 11-13, 31-35). 


8. Plaintiff’s style No. 1066 was one of approximately seventy dresses 
produced by plaintiff for simultaneous distribution to the trade as plain- 
tiff’s combined “Holiday and Resort Line” (NT 14). Plaintiff’s style 
No. 1066 was one of the “resort line,” i.e., one of the “group of dresses 
which are meant for people who are going on vacations in the south * * *” 
(NT 16) and was, of course, perfectly suited for use in ordinary summer 
weather in the northern part of the United States (NT 100-101). Plaintiff’s 
style No. 1066, like all of plaintiff’s dresses, was an afternoon dress for 
casual wear as distinguished from evening attire (NT 16). 


9. Plaintiff’s dress No. 1066 was originally created by plaintiff (plain- 
tiff’s Exhibit P-6, NT 11, 13) and at the time of its manufacture and 
distribution, no other manufacturer offered this style (NT 41). Prior to 
its origination and distribution neither plaintiff nor any other manufac- 
turer had offered this style for sale (NT 41). 


10. Plaintiff’s style No. 1066 was designed and manufactured in the 
fall of 1952 and was largely sold to plaintiff’s retailers by the early part 
of December for distribution to the public in early January, 1953. As the 
result of plaintiff’s selling campaign, plaintiff by December 1, 1952, had 
planned to produce 950 dozen dresses of this style. By December 1, 1952, 
plaintiff had sold 783 dozen of this style to its retailers (plaintiff’s Exhibits 
P-7-8, NT 14, 16-19, 29-30). 


11. In conjunction with its selling campaign plaintiff also developed 
an advertising campaign for style No. 1066 under which the availability 
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of this dress was to be brought home to the customers of plaintiff’s retailers 
in the last week of December, 1952, and the early weeks of January, 1953. 
For this purpose plaintiff distributed to its retail customers more than a 
million and a half mailing pieces (plaintiff’s Exhibit P-9A-E, NT 26, 27, 
30) for circulation by the stores. These mailing pieces were distributed 
by plaintiff’s retailers to their customers, for the most part, in the last 
week of December, 1952 (NT 29-30). In conjunction with the distribution 
of the mailing pieces and the use of other advertising media, plaintiff’s 
retail customers, in cooperation with plaintiff, pictorially advertised style 
No. 1066 in many leading metropolitan newspapers, including the Phila- 
delphia Inquirer (plaintiff’s Exhibit P-34), the New York Herald Tribune 
for January 11, 1953, the Chicago Tribune for Sunday, January 4, 1953 
and the Los Angeles Times for January 11, 1953 (plaintiff’s Exhibits P-3-5, 
NT 9). 

Through this intensive and extensive promotional campaign, plain- 
tiff’s dress 1066, which was identified always as a L’AIGLON dress, and 
which conformed in every respect to plaintiff’s advertisements, was in the 
last week of December, 1952, and first two weeks of January, 1953, brought 
to the attention of millions of potential customers (NT 27, 30). 


12. It was, of course, necessary that plaintiff’s retailers be stocked 
with plaintiff’s dresses at the time that the advertising campaign took 


effect (NT 30). On January 12, 1953 when the advertising campaign had 
reached its height, plaintiff had sold to its retailers 824 dozen dresses 
against plaintiff’s projection of 950 dozen (plaintiff’s Exhibits P-7-8, NT 
13, 26, 110). 


13. Plaintiff’s promotion of its dress 1066 was successful. After plain- 
tiff’s advertising campaign had taken effect, i.e., between January 12, 1953, 
and February 25, 1953, plaintiff’s retailers throughout the country had 
sold such a large quantity of the 824 dozen dresses originally bought from 
plaintiff that they purchased, that is, reordered, over and above their 
initial purchases, an additional 90 dozen from plaintiff (NT 28, 95, 110- 
112). Consequently, on February 25, 1953, of plaintiff’s original produc- 
tion plan of 950 dozen, 914 dozen had been sold. As a result of these addi- 
tional sales, plaintiff after January 12, 1953, increased the manufacture 
of this dress from 950 dozen to 981 dozen (plaintiff’s Exhibits P-7-8, NT 
20, 25, 97, 110-112). 


14. On February 25, 1953, plaintiff had piece goods sufficient to pro- 
duce an additional 141 dozen of this dress over and above the 981 dozen 
manufactured (plaintiff’s Exhibits P-7-8, 23, NT 25, 107). 


15. Plaintiff’s dress was advertised to and did retail at $17.95. Plain- 
tiff’s price to its retailers was $10.75 (NT 12). Plaintiff’s direct cost for 
labor and materials, exclusive of selling and advertising expenses, general 
and administrative expenses and overhead generally was $78.75 a dozen 
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or approximately $6.73 apiece. Of this total cost of $6.73 apiece, approxi- 
mately one-third constituted direct labor costs (plaintiff’s Exhibit P-6, 
NT 12). 


16. In February, 1953, defendant inserted in the March, 1953, issue 
of “Seventeen,” a magazine of national circulation, a pictorial advertise- 
ment of a dress it was offering for sale through the mail at $6.95 retail. 
Defendant also advertised this same dress elsewhere (paragraph 9 of com- 
plaint and answer, NT 5). 


17. The dress advertised by defendant conformed in every respect 
with plaintiff’s dress 1066 and with plaintiff’s pictorial advertisement 
thereof. Defendant’s advertisement constituted a substantially identical 
reproduction, photographic or otherwise, of plaintiff’s style 1066 (NT 
33-37). 


18. Pursuant to its advertisement defendant in February, 1953, and 
thereafter sold its dress to customers through the mail in interstate com- 
merce for a price of $6.95 (paragraph 11 of complaint and answer, NT 11). 


19. The dress that defendant sold (plaintiff’s Exhibit P-2, NT 9) 
was not the dress that defendant advertised (Exhibit “C” and paragraph 8 
of plaintiff’s complaint, NT 5). Defendant’s dress differed from its adver- 
tisement in that the circles on its dress were all the same size, whereas in 
its advertisement the circles in the skirt were larger than the circles in the 
bodice; the cummerbund in the dress defendant sold was a flat piece of 
material without stitching, whereas the cummerbund in the dress adver- 
tised was stitched; the skirt of the dress defendant sold was of one piece 
without seams or gores, whereas the dress in its advertisement had seams 
or gores and produced what is known as a sweeping or “bouffant” effect; 
and the dress defendant sold was crudely gathered and was inferior gen- 
erally in appearance and in quality to the dress defendant advertised 
(NT 31-33). 


20. The direct labor and material cost of the dress defendant adver- 
tised was almost as great ($6.73) as the selling price of the dress that 
defendant sold ($6.95) (NT 12). 


21. By its representation in its advertisement in “Seventeen” defen- 
dant intended to and did cause customers, actual and potential, of plain- 
tiff’s retailers to believe that defendant had a dress equivalent to plaintiff’s 
dress for sale at a price of $6.95, as contrasted with the price of $17.95 
for which plaintiff’s retailers were selling plaintiff’s dress (plaintiff’s 
Exhibits P-13-21, 30, 33-34, NT 44, 62, 63, 118). 


22. Defendant’s representation was false and defendant knew it was 
false. Defendant’s representation with respect to its dress was fraudulent 
as to defendant’s consumers and fraudulent as to plaintiff and plaintiff’s 
retailers. 








Vol. 48 T. M.R. L’AIGLON APPAREL v. LANA LOBELL 307 





23. In representing that it had a dress equivalent to plaintiff’s dress 
for sale at $6.95, when defendant did not have such a dress and could not 
possibly have sold it for that price (NT 36-37), defendant acted with an 
utter and wanton disregard for plaintiff’s rights and for plaintiff’s interest 
in the dress that plaintiff had promoted at such substantial cost. 


24. By its intentionally false representations defendant caused 


(a) Plaintiff (as of February 25, 1953, see plaintiff’s Exhibits P-7-8) 
to discontinue any further sale of plaintiff’s dress 1066 (NT 51-54) ; 


(b) Plaintiff’s name to be cheapened ; 
(ce) Plaintiff to lose good will. 


In addition, defendant caused plaintiff to be exposed to public ridicule 
by its false and fraudulent innuendo that since it had the dress at $6.95, 
the sale by plaintiff’s retailers of the same dress at $17.95 was at an exorbi- 
tant profit. 


25. In fact, plaintiff and plaintiff’s retailers’ profits on the sale of this 
dress were moderate. 


(a) Plaintiff’s price of $10.75 was only $4.00 greater than plaintiff’s 
direct labor and material costs (plaintiff’s Exhibit P-6, NT 12). From this 
$4.00, the Court will take judicial notice, plaintiff was obligated to ineur 
selling and advertising expenses, general and administrative expenses and 
overhead and to grant discounts and allowances. From what was left, 
plaintiff received a modest profit on each dress. 


(b) Selling a million dresses a year (NT 122) and netting a half 
million dollars or less (NT 121), plaintiff nets a profit of 50¢ or less, on 
the sale of each dress. 


(c) Plaintiff’s retailers sold the dress for approximately $7.00 more 
than they paid for it. The Court will take judicial notice that from this 
$7.00, plaintiff’s retailers had to pay the costs of operating their stores— 
rent, salaries, advertising and other charges and overhead. The profit left 
to plaintiff’s retailers on this dress was modest. Defendant created a totally 
false impression to the contrary, to the irreparable harm of plaintiff and 
plaintiff’s retailers. 


26. As a result of defendant’s wrongful actions, plaintiff after Feb- 
ruary 25, 1953, had to dispose of its remaining copies of style 1066 and of 
the piece goods for this style at salvage prices. 

(a) Plaintiff sold each of its remaining 804 (67 dozen) completed 
dresses (see Exhibits P-7-8) at a distress price of $4.00 apiece as against 
a sales price in the usual course of business of $10.75, representing a loss 
of $6.75 on each dress, or a total loss of $5,427.00. 

(b) Plaintiff’s sold its remaining piece goods for an additional 141 dozen 
dresses, totaling 7,71934 yards, at 25¢ a yard, for a total salvage price of 
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$1,929.94 as against a cost for such piece goods of $6,471.90, making a direct 
loss on the sale of these piece goods of $4,541.96. 

Plaintiff’s total pecuniary loss from the forced sale of its dresses and 
piece goods, therefore, totaled $9,968.96 (plaintiff’s Exhibits P-7, 8, 23, 
NT 24-25, 48-52, 64-66). 


27. In the six-week period following the end of plaintiff’s advertising 
campaign (NT 27-28, 29-30, 110-112), that is, from January 12, 1953 to 
February 25, 1953, plaintiff sold in the ordinary course of business, at 
$10.75 a dress, 90 dozen dresses, or an average of 60 dozen dresses a month 
(plaintiff’s Exhibits P-7-8, NT 110). Plaintiff’s dress was suitable for wear 
in the spring and summer of the 1953 season. But for defendant’s false 
representations, plaintiff would in the spring of 1953 have sold in the ordi- 
nary course of business at least 208 dozen dresses of style 1066, sufficient 
to exhaust its supply of dresses and piece goods on hand on February 25, 
1953. 

Consequently the entire loss of $9,968.96 sustained by plaintiff in its 
forced sale of completed dresses, and unused piece goods of style 1066 is 
attributable to defendant’s wrongful conduct, and plaintiff is entitled to 
damages from defendant therefor in the amount of $9,968.96. 


28. Plaintiff is also entitled to additional compensatory damages in 
the amount of $10,000 for the loss sustained by it through loss of good will, 


cheapening of its name and exposure to public ridicule. 


29. Defendant’s utter and wanton disregard for plaintiff’s rights in 
falsely representing that defendant had for sale at $6.95 a dress identical 
to plaintiff’s was outrageous and subjects defendants to liability for puni- 
tive damages to plaintiff in the amount of $25,000. 


30. The trademark L’AIGLON has been duly registered by plaintiff 
under the trademark laws and the name L’AIGLON has acquired a secondary 
meaning, a special significance, through which that name is associated by 
the public with dresses manufactured by plaintiff. 


31. Through plaintiff’s extensive pictorial advertisement of its style 
1066, plaintiff’s name was associated by the public with that dress, prior 
to the time defendant advertised defendant’s copy of plaintiff’s dress. 


32. In copying plaintiff’s dress and at the same time in wilfully fail- 
ing to disclose the manufacturing source of its dress, defendant falsely and 
fraudulently caused consumers to believe that the dress defendant was 
advertising for sale had been manufactured by plaintiff. 


CONCLUSIONS OF LAW 


1. The Court has jurisdiction of the subject matter and of the parties. 


2. Defendant’s false representations with respect to its dress intro- 
duced into commerce constitutes a violation of Section 43(a) of the Lanham 
Act [11 U.S.C. §1125(a) ]. 
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3. Plaintiff was damaged by defendant’s violation of Section 43(a) 
and under that section has a right of action against defendant for the 
damages plaintiff sustained. 


4. The Lanham Act under which plaintiff’s cause of action arises gives 
the Federal Courts original jurisdiction of the controversy, irrespective of 
lack of diversity of the citizenship of the parties (11 U.S.C. §1121). 


5. Defendant’s representations with respect to its dress, that is, that 
it had plaintiff’s dress or a dress comparable to plaintiff’s dress for sale 
at a price of $6.95, was intentionally and knowingly false, was made for 
the purpose of deceiving, and did deceive defendant’s customers and the 
customers of plaintiff’s retailers into believing that the representation was 
true. Defendant’s conduct was, therefore, fraudulent as to its customers 
and as to the customers of plaintiff’s retailers and as to the public generally. 


6. By its wrongful conduct defendant diverted plaintiff’s trade to 
defendant and otherwise caused plaintiff to lose trade that plaintiff would 
have otherwise had but for defendant’s wrongful conduct. 


7. Plaintiff is entitled to compensatory damages from defendant: 
(a) in the amount of $9,968.96 for the loss sustained by plaintiff on the 
forced sale of its completed dresses and unused piece goods; and (b) in the 
amount of $10,000, in addition, for plaintiff’s loss of good will, for the 
cheapening of plaintiff’s name and the exposure of plaintiff to ridicule. 


8. Defendant’s conduct toward plaintiff was malicious, outrageous, 
wanton and in utter disregard of plaintiff’s rights and plaintiff is entitled 
to punitive damages therefor in the amount of $25,000. 


9. The trademark L’AIGLON has been duly registered by plaintiff under 
the federal trademark laws and the name L’AIGLON has acquired a secondary 
meaning, a special significance through which that name is associated by 
the public with dresses manufactured by plaintiff. 


10. Through plaintiff’s extensive pictorial advertisement of its style 
1066, plaintiff’s name was associated by the public with that dress, prior 
to the time defendant advertised defendant’s copy of plaintiff’s dress. 


11. In wilfully failing to disclose the name of the manufacturer of 
the dress it advertised, defendant falsely and fraudulently represented to 
consumers that plaintiff had manufactured the dress defendant was selling, 
in violation of Section 43(a) of the Lanham Act. 


12. Plaintiff is entitled to an injunction against defendant enjoining 
defendant 


(a) from making false representations with respect to dresses intro- 
duced into commerce by defendant, and 








THE TRADEMARK REPORTER Vol. 48 T. M. RB. 


(b) from selling dresses containing essential features of plaintiff’s 
dresses and copied therefrom unless defendant in selling such dresses shall 
disclose the name and address of the manufacturer. 





A. & H. TRANSPORTATION, INC. et al. v. 
SAVE WAY STATIONS, INC. et al. 


No. 33— Maryland Ct. App. — October 16, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
STATE STATUTES—MARYLAND 

Under Maryland law, questions to be answered in trademark case are whether 
or not plaintiffs have valid trademark or trade name, and whether or not there 
is such similarity between names used by parties as to be likely to cause confusion 
in minds of ordinary purchaser. 

STATE STATUTES—MARYLAND 

Under Maryland statute mere fact that Secretary of State had accepted name 
for registration as trademark was not determinative of whether or not that name 
constituted valid, technical trademark. 

REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 

SAVON GAS is patently descriptive. When trade name denominates goods and is 
affixed to them, there is little legal difference between it and a trademark; putting 
name on gasoline pumps is regarded as affixing name to goods. 

On question of confusion of products, elements of appearance, sound and 
meaning must all be taken into account; however, names, marks and devices them- 
selves are most important evidence. Even if plaintiffs had established secondary 
meaning for SAVON GAS as applied to gasoline they could not prevent defendants 
from using such a descriptive word as SAVE, so long as it was not used so as to 
mislead ordinary purchaser into thinking that goods sold by defendants were those 
sold by plaintiffs. 


Action by A. & H. Transportation, Inc. and Harry Waller v. Save Way 
Stations, Inc. and Meadville Corporation for trademark infringement and 
unfair competition. Plaintiffs appeal from Maryland Circuit Court, Balti- 
more City from decree for defendants. Affirmed. 


Lawrence I. Weisman and Albert L. Sklar (Nyburg, Goldman & Walter, 
David Blum, and Sklar & Sullivan on the brief), of Baltimore, Mary- 
land, for appellants. 

Frank A. Kaufman and Lawrence F. Rodowsky (Frank, Bernstein, Gut- 
berlet & Conaway and Howard H. Conaway on the brief), of Balti- 
more, Maryland, for appellees. 

Before BruNE, Chief Judge, and CoLLINs, HUNDERSON, HAMMOND, and 
PRESCOTT, Judges. 


BRUNE, Chief Judge. 

The plaintiffs, A. & H. Transportation, Inc. and Harry Waller, appeal 
from a decree of the Circuit Court of Baltimore City dismissing their bill 
for an injunction and an accounting against the defendants, Save Way 
Stations, Inc. (“Maryland Save Way Stations”), a Maryland corporation, 
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Save Way Stations, Inc. (“Pennsylvania Save Way Stations”), a Pennsyl- 
vania corporation, and Meadville Corporation (“Meadville”), a New Jersey 
corporation, which owns all of the stock of the first two defendants. The 
injunction sought was to prevent the defendants’ use of the name SAVE WAY 
in the State of Maryland in connection with the operation of gasoline filling 
and service stations, and to prevent their use of any words similar to or 
simulating the trademark or trade name SAVON GaAs, which is claimed by the 
plaintiffs. The bill also sought an accounting of profits and damages alleged 
to have been suffered by the plaintiffs as a result of allegedly unfair compe- 
tition by the defendants. 

The individual plaintiff, Harry Waller, is the owner of substantially 
all of the stock of the corporate plaintiff, A. & H. Transportation, Ince. 
(“A. & H.”). A. & H. operates four service stations in or near the City of 
Baltimore which are on land owned by the individual plaintiff Waller and 
his wife. These stations are leased by the Wallers to A. & H. The individual 
plaintiff Waller owns the alleged trademark savon Gas and permits A. & H. 
to use this name in the operation of its filling stations. 

On January 7, 1952, Waller registered the trademark SAVON Gas with 
the Secretary of State of Maryland under the trademark law then existing, 
which was contained in Code (1951), Article 27, Sections 60 to 65.1 

Section 63 of Article 27 provided for suits to enjoin the manufacture, 
use, display or sale of any counterfeit or imitation of trademarks registered 
in accordance with Section 62 and for the insurance of injunctions and the 
award of damages. 

Section 63 of Article 27 was repealed by Chapter 411 of the Acts of 
1953, and it was also included among the sections repealed by Chapter 63 
of the Acts of 1954. The latter Act repealed Sections 60 to 65, inclusive, 
of Article 27 of the Code (1951) and enacted in lieu thereof Sections 87 A 
to 87 N, inclusive, of Article 41 of the Code (1957 Supp.). Section 87 A (a) 
defines a trademark as “any word, name, symbol, or device or any combina- 
tion thereof adopted and used by a person to identify goods made or sold 
by him and to distinguish them from goods made or sold by others,” 

Section 87 N (d) provides for continuing in force, for a period which 
any extend to ten years after the date of registration, any registration in 
force on June 1, 1954, and also makes provision for renewals. 

In January, 1954, Waller filed an application in the United States 
Patent Office for the federal registration of the trademark SAVON Gas, and 
in December, 1955, which was after the institution of the present suit, 
Waller was notified that his application for registration had been examined 
and that the official examiner had passed the trademark for publication in 
the Official Gazette of January 10, 1956. Nothing further is shown in the 
record in this case with regard to Waller’s application for federal regis- 
tration and we are not advised of any specific claim based thereon. 





1. No question has been raised in this case as to whether or not a person other 
than a manufacturer of goods could register a trademark under Section 62 of Article 27. 
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The plaintiffs’ original filling station is located in the 4100 block of 
the Pulaski Highway, which is in the eastern part of the City of Baltimore, 
and the filling station belonging to Maryland Save Way Stations is located 
in the 6800 block of the Pulaski Highway, approximately two miles from 
the plaintiffs’ station on that street. This suit was instituted a few days 
before the Maryland defendant’s station was to be opened. 

Meadville is a holding company which owns the stock of Maryland 
Save Way Stations, Pennsylvania Save Way Stations and of other service 
station corporations operating in other States. We shall refer to Meadville 
and its subsidiaries as the “Meadville group.” One of its subsidiary com- 
panies, Houston Petroleum Company, has a large station of the partially 
self-service type at Linden, N.J. This was opened in December, 1949. It 
featured the word SAVE and the name sAvE 5. This name was intended to 
signify that a customer could save 5¢ a gallon by buying gasoline at this 
station as against the price of so-called branded gasoline sold at stations 
owned by or affiliated with some major oil refining company. It soon 
became apparent, however, that such a price differential could not be main- 
tained, and thereupon Houston changed from the name or slogan sAvE 5 to 
SAVE WAY. Between June 20, 1950 and October 6, 1955, eleven more stations 
using the name SAVE WAY were opened in other adjoining or eastern states 
by one or another of Meadville’s subsidiaries. Of these, one was in New 
Jersey, four were in Pennsylvania, three were in New York, two were in 
Delaware and one was in Connecticut. In addition, the Meadville group 
also operates a number of gasoline filling stations in New England, New 
Jersey and Pennsylvania under the name MERIT, and the group has also 
operated and licensed one station in Michigan and one or two in Ohio under 
the name of GIANT. GIANT stations are of the partially self-service type, as 
are all of the stations of the Meadville group which operate under the 
name SAVE way. Attendants service the automobiles of customers at the 
MERIT stations, but at both the GIANT and the SAVE way stations customers 
attend to such matters as wiping their own windshields, getting water for 
their radiators and air for their tires. 

Maryland Save Way Stations was originally incorporated in 1949 
under the name of SAVE 5 STATIONS, INC. It remained inactive until about 
the time of the construction of its station on the Pulaski Highway, though 
in 1949 Meadville caused a survey to be made of possible sites for service 
stations in the Baltimore area. In May, 1955, the name of Maryland Save 
Way Stations was changed from SAVE 5 STATIONS, INC. to SAVE WAY STA- 
TIONS, INC. 

The question on this appeal is whether or not the plaintiffs are entitled 
to an injunction prohibiting the defendants from using the name SAVE 
way for one or more filling stations in Maryland. The answer depends 
upon, first, whether or not the plaintiffs have a valid trademark or trade 
name and, second, whether or not there is such similarity between the 
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names used by the plaintiffs and the defendants as to be likely to cause 
confusion in the mind of the ordinary purchaser. 

Questions of the protection of business names have been before this 
Court in a number of cases. Among the most recent are Edmondson Village 
Theatre, Inc. v. Einbinder, 208 Md. 38, 116 A.2d 377, 106 USPQ 227 (45 
TMR 1211) (1955), and National Shoe Stores Co. v. National Shoes of New 
York, Inc., 213 Md. 328, 131 A.2d 909, 113 USPQ 380 (47 TMR 851) (1957), 
the opinions in which review the principles of law applicable to the present 
case. 

The plaintiffs-appellants argue, but do not seem to put their main 
reliance upon the contention, that they have a technical trademark. This 
is the first of three categories of name protection into which the decided 
eases tend to fall. See Nims on Unfair Competition and Trade-Marks (4th 
Ed.) §§ 10, 11 and the National Shoe case, supra, 213 Md. at 335, 113 
USPQ 383. The others involve fraud and deceit or common words which 
have acquired a secondary meaning. 

Under the Maryland statute in force when the SAVON GAS name was 
registered, the mere fact that the Secretary of State had accepted a name 
for registration as a trademark was not determinative of whether or not 
that name can constitute a valid, technical trademark. Sherwood Co. v. 
Sherwood Distilling Co., 177 Md. 455, at 460, 9 A.2d 842, 44 USPQ 177 (30 
TMR 264). Our present law, Code (1957 Supp.), Art. 41, See. 87 B(5), 
prohibits registration of a merely descriptive trademark unless it has “be- 
come distinctive of the applicant’s goods,” and permits the Secretary of 
State to accept five years’ continuous use by the applicant as evidence that 
it has become distinctive. It is not, however, made conclusive evidence 
even for purposes of registration ; and the validity of a trademark is clearly 
subject to attack in litigation. See Art. 41, Section 87 H(4) and (5). Our 
new statutory law seems to be in accord with the Sherwood Co. case, supra, 
and with the rules recognized in the Restatement Torts, §§ 715 and 720-722. 
See also U.S.C.A., Title 15, Section 1052 (e) and (f). 

Because of the patently descriptive character of the term SAVON GAS, 
this name could constitute under common law rules a trademark only if 
it fell within one of the recognized exceptions to the rule stated in Section 
715(c) of the Restatement, Torts. That Section states (in part) that a 
trademark may not be “a designation descriptive of the goods or their 
quality, ingredients, properties or functions,” unless it falls within one of 
the exceptions stated in §§ 720-722 of the Restatement, Torts. Of the three 
sections referred to, § 721 is the one here pertinent. The general rule 
there stated is this: “A designation cannot be a trademark for goods if 
it is likely to be regarded by prospective purchasers as a common name 
or generic name for such goods or as descriptive of them or of their 
ingredients quality, properties, functions or uses.” Comment (a) under 
that Section states in part: “That a designation may have a suggestive sig- 
nificance in connection with the goods does not render it inappropriate for 








314 THE TRADEMARK REPORTER Vol. 48 T. M.R. 


use as a trademark. The test is the imaginativeness involved in the sugges- 
tion, that is, whether the suggestiveness is so close and direct that it is 
apparently descriptive and generally useful in approximately that form 
to all merchants marketing such goods or is so remote and subtle that it is 
fanciful and not needed by other merchants of similar goods.” ? It is diffi- 
cult to think of a term less subtle, less fanciful and less requiring of imagi- 
nation to ascertain its meaning than savon gas. The mere fact that the 
first “word” is a misspelling or corruption of the two words SAve and ON 
cannot give it vitality as a trademark. Restatement, Torts, § 725. 

We conclude that the words savon aas do not constitute a valid tech- 
nical trademark. 

We turn next to the second category of cases of name protection— 
those involving fraud and deceit. 

In the voluminous record extract in this case we find no evidence which 
would sustain such a charge, and it is indeed difficult to determine whether 
the plaintiffs undertake to press such a charge in this Court. We note that 
the word SAVE was featured by many gasoline service stations in other 
states selling gas at prices less than those prevailing at stations identified 
with major oil producers prior to the time when the plaintiffs began to use 
the name SAVON Gas or sought to register that name as a trademark. In view 
of the publicity which some of the stations particularly those on the West 
Coast, received in a publication of wide circulation in the petroleum indus- 
try, it seems difficult to believe that Mr. Waller was unaware of this use 
before “coining” (as he describes it) the word savon. (There is no sugges- 
tion from either side that the word savon is of French derivation.) 

He testified that he did not remember having read such articles prior 
to thinking of sAvon, and he also testified that he did not remember having 
seen an illustrated article in a national magazine of general circulation 
dealing with one of the Meadville group’s stations, which featured the 
word SAVE. 


2. The following cases have held descriptive names comparable to SAVON GAS 
invalid as trademarks: DUMORE (do more) for electrically driven machines, Wisconsin 
Electric Co. v. Dumore Co., 35 F.2d 555, 3 USPQ 232 (19 TMR 496) (6th Cir. 1929), 
cert. granted 281 U.S. 710, 74 L.Ed. 1132, 50 S.Ct. 333 (1930), cert. dismissed 282 
U.S. 813, 75 L.Ed. 728, 51 S.Ct. 214 (1931); No-D-cA (no decay) for tooth paste, 
No-D-Ka Dentifrice Co. v. 8. 8. Kresge Co., 24 F.2d 726 (18 TMR 203) (D.C., Mass., 
1928) ; WORNOVA and SLIPOVA (worn over and slip over) for clothing, Wornova Mfg. 
Co. v. McCawley §& Co., 11 F.2d 465 (16 TMR 371) (2nd Cir., 1926); DYANSHINE (dye 
and shine) for shoe polish, Barton vy. Rez-Oil Co., 2 F.2d 402 (14 TMR 455) (3rd Cir., 
1924), reversing on other grounds 288 F. 878 (13 TMR 156) (D.C., W.D. Pa., 1923), 
modified on rehearing on other grounds 29 F.2d 474 (18 TMR 267) (3rd Cir., 1928); 
STABRITE (stay bright) for metal polish, In re Chas. R. Long, Jr. Co., 280 F. 975 
(12 TMR 176) (D.C., C.A., 1922); TExTUL (textile oi!) for wool cleaner, Jn re Swan 
§ Finch Co., 259 F. 990 (9 TMR 397) (D.C., C.A., 1919); NUGRAPE (new grape) for 
soft drink, National Nu Grape Co. v. Guest, 69 F.Supp. 863, 73 USPQ 184 (37 TMR 
354) E.D. Okla., 1946), aff’d 164 F.2d 874, 75 USPQ 229 (37 TMR 848) (10th Cir.. 
1947), cert. den’d 3233 U.S. 874, 92 L.Ed 1150, 68 S.Ct. 903, 77 USPQ 676 (1948). 
Cf. General Sh-e Vorporation v. Rosen, 112 F.2d 561, 45 USPQ 590 (30 TMR 438) 
(C.A., 4th), where the word FRIENDLY as applied to shoes was held to meet the test «° 
being fanciful and requiring some exercise of the imagination. 
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It is also to be noted that a gasoline service station was incorporated 
in Maryland under the name of SAVE-MORE, INCORPORATED in August, 
1950. Also, as already stated, the Maryland corporate defendant was 
incorporated under the laws of this State as SAVE 5 STATIONS, INC. in 
November, 1949. 

The plaintiff’s also seek to derive support from alleged imitation of 
their station design by the defendants. The facts seem to be that the use 
of multiple pumps at a single gasoline “island” was not originated by any 
of the parties to this suit, but such a design had been used by others else- 
where, including corporations in the Meadville group, before the plaintiffs 
established their first Savon Gas station and long before the plaintiffs first 
used such a design at any of their stations. The same comments are appli- 
cable to placing islands at an angle to the highway upon which a station 
abuts. 

The effort of the plaintiffs to show that the defendants imitated the 
color of the plaintiffs’ station shows the contrary to be the fact and also 
shows that the plaintiffs have closely followed the color design of the pumps 
of a large oil company. Indeed, the plaintiffs’ Pulaski Highway station was 
formerly operated as a service station dispensing products of that very 
company. 

The plaintiffs’ main contention on the subject of trademarks and trade 
names rests upon the premise that they have established a secondary 
meaning for SAVON GAS, which entitles that name to protection in Maryland 
or at least in the Baltimore area, even though it may not constitute a tech- 
nical trademark and even though it may be descriptive in its primary 
significance. They cite the substantial amounts of money which they have 
spent for advertising the name SAVON aas, and the advertising media which 
they have employed. A careful review of the evidence fails to convince us 
that SAVON GAs has acquired a secondary meaning as defined in the National 
Shoe case, supra, and in the case of Baltimore Bedding Co. v. Moses, 182 
Md. 229, 34 A.2d 338, 59 USPQ 405 (34 TMR 17). In the National Shoe 
ease, Judge Henderson quoted from the Baltimore Bedding case a passage 
taken from Merriam Co. v. Sealfield, 198 F. 369, 373, in which it was said 
that “It [secondary meaning] contemplates that a word or phrase origi- 
nally, and in that sense primarily, incapable of exclusive appropriation 
with reference to an article on the market because geographically or other- 
wise descriptive, might nevertheless have been used so long and so exclu- 
sively by one producer with reference to his article that, in that trade and to 
that branch of the purchasing public, the word or phrase had come to 
mean that the article was his product; in other words, had come to be, to 
them, his trademark.” 

Though a trade name is broader in scope than a trademark, yet “When 
a trade name denominates goods and is affixed to them, there is, as a prac- 
tical matter, little legal difference between it and a trade mark.” Restate- 
ment, Torts, § 716, Comment a, pp. 559, 560. 
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Putting the name on the pumps from which gasoline is dispensed is 
regarded as affixing the name to the goods. Restatement, Torts, § 719, 
Comment b. 

What was said in the National Shoe case with regard to proof of 
secondary meaning is opposite in the present case. It was there stated, 
113 USPQ at 384 (47 TMR 851, 856): “In Drive It Yourself Co. v. North, 
supra (148 Md. 609, 130 A. 57), a company that had been in business for 
eighteen years sought to enjoin a competitor from using the Name SAUNDERS 
DRIVE IT YOURSELF SYSTEM. The respondent was a branch of a large organi- 
zation with branches in many cities that had recently opened a branch in 
Baltimore. The Court held there was no proof of secondary meaning and 
found (p. 618) that it ‘would certainly not be justified in holding that the 
public generally in Baltimore understands the “drive it yourself” business 
to mean the appellant’s business.’ As stated in Nims, Unfair Competition 
and Trade Marks (4th ed.) § 334: ‘Secondary meaning must be proved 
by a fair preponderance of the evidence of an association between the 
name * * * and * * * seller in the minds of a substantial number of those 
members of the public who normally would be interested in the product 
and who might be purchasers of it.’ See also Hecht Co. v. Rosenberg, 165 
Md. 116, 119, 18 USPQ 14, 15 (23 TMR 339), and Neubert v. Neubert, 163 
Md. 172, 174.” 

What seems to be the principal evidence in support of the plaintiffs‘ 
elaim of having established a secondary meaning for SAVON GAs consisted 
of evidence of the cost of their signs and advertising and the testimony of 
their advertising agent. He described the advertising campaigns and media 
which the plaintiffs had employed and then testified: “I think I can safely 
say that the name has an established standing in the community as a result 
of all this effort.” This falls considerably short of meeting the test restated 
in the National Shoe case and quoted above, and little, if anything is added 
to its weight by the testimony of one of the proprietors of the SAVE-MORE 
stations with regard to confusion between SAVE-MORE filling stations and 
SAVON GAS stations. We hold that the plaintiffs have failed to establish a 
secondary meaning for their otherwise merely descriptive trade name. 
Accordingly, the following statement of the law in the National Shoe case, 
supra (213 Md. at 338, 113 USPQ at 384, 47 TMR 851, 856) is controlling: 
“Tt is the general rule, although there are cases to the contrary, that in the 
absence of proof of secondary meaning, no injunctive relief may be granted 
even though there is a possibility of confusion. See Note, 150 A.L.H. 1067. 
The Maryland cases cited seem to be in accord with the general rule.” 

Finally, even if there were sufficient proof of secondary meaning, the 
plaintiffs encounter the express finding of the trial judge that the defen- 
dants’ use of the name SAVE WAY does [not] and will not cause confusion to 
the ordinary purchaser. Most of the plaintiffs-appellants’ argument in this 
Court was directed to an attempt to upset that finding. 











Vol. 48 T. M.R. A. & H. TRANSPORTATION v. SAVE WAY STATIONS 317 


On the question of confusion of products, the appellants urge that 
elements of appearance,* sound,‘ and meaning® and their probable effect 
upon the ordinary purchaser® and evidence of actual confusion’ must all 
be taken into account. It is, however, true, as Nims, op. cit., § 320, points 
out that “The names, marks and devices themselves are the most important 
evidence * * *.” The correctness of the rules invoked as general proposi- 
tions of law may be conceded. However, each case of alleged unfair compe- 
tition must turn upon its own facts. Baltimore Bedding Co. v. Moses, 182 
Md. 229, at 237, 34 A.2d 338, 59 USPQ 405, 409 (34 TMR 17). 

The plaintiffs rely heavily upon the opinion of Judge Macgill in the 
Circuit Court for Howard County in a suit brought by themselves as plain- 
tiffs against a corporation known as Lewpie, Inc. to enjoin the use of the 
trademark and trade name SAVE-GO in connection with the operation of 
Lewpie’s service station. That case did not come to this Court on appeal. 
Judge Macgill found that “both parties * * * operate in the same territory, 
that the plaintiffs first employed the trade name which they now seek to 
protect, that the stations operated by the parties are basically similar in 
appearance and operation and that the sound and appearance of the trade 
names are sufficiently similar to be mistaken, one for the other by the casual 
or unwary purchaser.” 

Though we cannot tell with certainty, we get the impression that the 
validity of the plaintiffs’ trademark or trade name was not in controversy, 
nor does the opinion lead us to believe that the defendant in that case 
sought to assert any right to use the word SAVE in some manner which 
would avoid confusion with the plaintiffs’ name and thus challenge any 
exclusive right of the plaintiffs to use the word SAVE in connection with 
service stations of the type here involved. Judge Macgill’s opinion does, of 
course, lend support to the plaintiff’s contention as to similarity of names 
in the instant case. 

We note that Judge Macgill referred to testimony before him, which 
he seems to have considered in connection with the imitation of the plain- 
tiffs’ stations by the defendant, to the effect that the plaintiffs’ multi-island 
design of its stations, with the service islands “placed according to the 
traffic angles developed,” was “unique in the eastern part of the United 
States.” The evidence on this matter in the present case is, as we have 
already noted, quite to the contrary—partly, we may add, by Mr. Waller’s 
own admission. 


3. Citing Esso Standard Oil Co. v. Sun Oil Co., 229 F.2d 37, 108 USPQ 161 (46 
TMR 444), cert. den. 351 U.S. 973, 109 USPQ 517 (UNIVIS v. SUNVIS) ; Simmons V. 
Royal Bedding Co., 5 F.Supp. 946 (23 TMR 464) (BEAUTY REST Vv. BEAUTY SLEEP) ; 
Cloroz Chemical Co. vy. Chlorit Mfg. Co., 25 F.Supp. 702, 39 USPQ 430 (29 TMR 28) 
(CLOROX V. CHLORIT) and other cases which seem to involve similarity of sound also. 

4. Citing, inter alia, Western Oil Refining Co. v. Jones, 27 F.2d 205 (18 TMR 432) 
(SILVERFLASH VY. SUPERFLASH) ; Brown-Forman Distillery Co. v. Bloch Liquor Importers, 
99 F.2d 708, 39 USPQ 304 (28 TMR 579) (OLD FORESTER V. OLD FOSTER). 

5. American Lead Pencil Co. v. Gottlieb, 181 F. 178 (KNOXALL V. BEATSALL). 

6. Florence Mfg. Co. v. Dowd, 178 F. 73. 

7. Standard Oil Co v. Michie, 34 F.2d 802 (19 TMR 361). 
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Whatever the record or the controversies may have been in the SAVE-GO 
ease, the decision of the Circuit Court for Howard County in that case 
is not binding against the present defendants, who were not parties to 
that suit nor is it a precedent binding upon this Court, though we may 
have (as we do) great respect for the views of the Judge who decided it. 
This case must stand on its own record and facts. 

The plaintiffs’ contentions in the present case on the subject of confu- 
sion seem to lead almost inescapably to the proposition that, although theo- 
retically a competitor may use the word SAVE in connection with his 
business, practically he cannot do so, except with a disclaimer of connection 
with the plaintiffs or perhaps by using a word or phrase of such length as 
to be useless as a slogan, without unfair competition with the plaintiffs’ 
rights in SAVON, SAVON GAs and their newer version of $avon Ga$, which 
features converting each “S” into a dollar sign. This would amount to 
giving the plaintiffs the full benefit of a trademark, although, as we have 
held, their alleged trademark is invalid. See Bliss, Fabyan & Co. v. Aileen 
Mills, 25 F.2d 370 (18 TMR 334) (4th Cir.). 

The record clearly establishes what is a matter of common knowledge— 
that gasolines sold at filling stations not operating under the brand name 
of a major oil producer are customarily sold at lower prices than those 
sold at stations identified with the brand name of a major producer. Such 
a price differential, which may vary from time to time, but which is often 
about 2¢ a gallon on ordinary gasoline and about 3¢ a gallon on premium 
gasoline, is at the foundation of the business of stations selling gasoline 
not bearing a major brand name. The saving which gasoline users may 
effect by patronizing such station is what brings in customers. This is 
simply a fact of life in the business in which the plaintiffs and defendants 
are engaged. It existed and was known long before the plaintiffs thought of 
the name SAVON. The words SAVE or SAVINGS seem quite appropriate to 
describe a (perhaps the) principal characteristic of the business in which 
the parties are engaged. 

In these circumstances, we think it clear that the defendants have the 
right to use the common and descriptive word sAVE in promoting the sale of 
their gasoline. Even if the plaintiffs had established a secondary meaning 
for SAVON as applied to gasoline, they could not prevent the defendants 
from using such a descriptive word as SAVE, so long as it was not so used 
as to mislead the ordinary purchaser into thinking that the goods sold by 
the defendants were those sold by the plaintiffs. In the latter event, the 
defendants might be required to take appropriate steps to avoid confusion, 
but would not be prohibited from using the word save. See the National 
Shoe case, supra, and Neubert v. Neubert, 163 Md. 172, 161 A. 16. (The 
latter case involved the use of a family surname in the same kind of busi- 
ness.) Unless some possibility of confusion on the part of the average pur- 
chaser were shown, there would be no occasion for granting an injunction. 
This was the view of the Chancellor, and he expressly found that there 








Vol. 48 T. M. R. IRIZARRY v. HARVARD COLLEGE ET AL. 319 
was no present or prospective confusion due to the defendants’ use of the 
name SAVE WAY. 

On this phase of the case, our problem under Rule 886 of the Maryland 
Rules is simply to determine whether or not the finding of the Chancellor 
on this question of fact was clearly erroneous. In our judgment a finding 
of clear error would not be warranted upon the evidence before us. Most 
of the testimony as to actual confusion related to the SAVE-MORE stations 
and the plaintiffs’ stations, not to the defendants’ Save way station. Other 
testimony was that of a retired executive of a large oil company who 
admitted that he had little familiarity with the plaintiffs’ business. There 
was also testimony of a real estate agent who seems quite casually to have 
assumed that the new SAVE Way station was a SAVON station because when 
he first read SAVE WAY it said sAVON to him. 

To us SAVE WAY neither sounds nor looks like SAVON or SAVON GAS. The 
arrangement of the letters in the signs used by the plaintiffs and by the 
defendants is different. The plaintiffs spell out SAVON or SAVON GAS or 
$aVON GA$ on a single line in block letter. (Their signs are not uniform.) 
The defendants also use block letters, but write save horizontally and way 
vertically below the word save. Even after making allowance for the 
limited education and limited intelligence which the plaintiffs attribute 
to their customers, we still cannot say that the trial judge was clearly in 
error. He saw and heard the witnesses, saw the exhibits and examined the 
premises. 

We find it unnecessary to prolong this opinion further by going into 
the defense that saAvon infringes SAVE-MORE and is not entitled to protec- 
tion against a third entrant into the field using the name save way or by 
going into the defense based upon the fact that the defendants are using 
a part of the corporate name of Maryland Save Way Stations. 

In accordance with the views above expressed, the decree appealed 
from is affirmed. 





IRIZARRY v. PRESIDENT AND FELLOWS OF 
HARVARD COLLEGE et al. 


No. 5252—C. A. 1 — October 28, 1957 


CopYRIGHTS—PROTECTION OF IDEA 
UNFAIR COMPETITION—BASIS OF RELIEF—TRADE SECRETS—CONFIDENTIAL DISCLOSURE 
Plaintiff appeals from dismissal of complaint against Harvard and Dean 
Griswold of Law School which alleged that a series of reports on foreign tax systems 
published by Harvard Law School embodies an idea which was owned exclusively 
by plaintiff. Evidence shows that plaintiff wrote Griswold requesting his suggestions 
on a loose-leaf Argentinian tax service which was to be supplemented with similar 
services for other Latin American nations. Griswold requested information as to 
the services he was to render. Further correspondence as to services and compen- 
sation. Negotiations terminated by Griswold. Plaintiff published Argentine tax 
service. Subsequently Harvard Law School, in cooperation with United Nations, 
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published a series of reports on tax systems known as World Tax Series. Plaintiff 
makes no claim that defendants have copied the text of his loose-leaf tax service 
but simply claims that they have stolen his idea. Plaintiff has no property right in 
idea unless it was original and novel conception. Voluntary public disclosure of 
an idea by originator makes it public property. Idea will be protected only if it 
is acquired under such circumstances that the law will imply a contractual or 
fiduciary relationship between the parties. No such relationship here. Affirmed. 


Action by J. Irizarry y Puente v. President and Fellows of Harvard 
College and Erwin N. Griswold for misappropriation of idea. Plaintiff 
appeals from District Court of Massachusetts from judgment for defendants. 
Affirmed. 


J. Irizarry y Puente, pro se. 

Charles B. Rugg (Oscar M. Shaw, James Vorenberg, Joan Toland Bok, and 
Ropes, Gray, Best, Coolidge & Rugg on the brief) of Boston, Massa- 
chusetts, for appellees. 


Before Maris (by assignment from Third Circuit), WoopBury, and Har- 

TIGAN, Circuit Judges. 

Maris, Circuit Judge. 

The plaintiff has appealed from the summary judgment of the District 
Court for the District of Massachusetts dismissing his complaint against the 
defendants, the President and Fellows of Harvard College and Erwin N. 
Griswold, Dean of the Harvard Law School. The complaint alleged in 
essence that a series of reports on foreign tax systems which the Harvard 
Law School is preparing makes use of an idea which the plaintiff owned 
exclusively and which the defendants stole from him. Counts one and four 
of the complaint allege that the defendants converted to their own use 
the plaintiff’s idea for a tax service disclosed in correspondence between the 
plaintiff and Griswold in 1950. Counts two and three allege that Griswold 
deceived the plaintiff into disclosing his plans for a tax service. Damages, 
and accounting for profits, and injunctive relief were sought. 

The plaintiff based his claim upon correspondence passing between 
himself and Griswold in the spring and summer of 1950. Admittedly there 
were no other contacts between the parties. The correspondence began with 
a letter of May 17, 1950 from the plaintiff to Griswold which sought to 
enlist Griswold’s cooperation in looking over the text of a loose-leaf service 
on Argentine tax law which the plaintiff had prepared and which he 
planned to follow with similar services on the tax law of other Latin- 
American nations. The plaintiff stated in the letter that these services were 
to be “along the lines of the Tax Services published in this country on 
federal and state taxes by Prentice-Hall or Commerce Clearing House” and 
that he planned to divide the material into two parts, Part I to be “a text 
statement of the law on taxation” based “on the statutes, regulations, 
administrative decisions, court decisions, executive decrees, ete.” and 
Part II to consist “of the annotated statutes, along the lines of U.S. Code 
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Annotated.” A copy of the format of Part I was enclosed. In the letter 
the plaintiff also stated that a “survey has been conducted among 1500 
important business and banking institutions and leading law firms through- 
out the country in order to determine the measure of interest in such 
Service, and that the response has been considerable and very favorable.” 

Griswold replied under date of May 22, 1950 that he found himself 
interested and requested further information as to just what he would be 
expected to do and the terms proposed. By letter of May 25, 1950 the 
plaintiff outlined to Griswold the contemplated steps in the proposed 
publication, giving further information as to the part Griswold was to take 
in it and some general suggestions as to compensation. Griswold’s job was 
stated to be to see that the “statement of Argentine law as given in Part I” 
was in such form that it would “be understood by an American executive 
or lawyer.” Replying on the same day Griswold wrote the plaintiff that 
he remained interested but still felt the need for more specific and definite 
information. The plaintiff then wrote Griswold under date of May 29th 
suggesting a meeting. A copy of the format of Part II of the Argentine 
Federal Tax Law Service consisting of about 50 pages of printed text was 
mailed to Griswold. The remainder of the correspondence was devoted 
solely to the effort to arrange a meeting. The effort was unsuccessful, the 
two men never met, and the correspondence ended with a letter from 
Griswold dated August 18, 1950 in which he informed the plaintiff that 
he did not “care to pursue the matter further.” 

The plaintiff’s Argentine Federal Tax Law Service, to which he referred 
in his letters to Griswold, was published and copyrighted in 1951. It is a 
large looseleaf service with text and annotations of the statutes and regu- 
lations and analytical material, priced at $300.00. 

The Harvard Law School, in cooperation with the United Nations, is 
engaged in the preparation and publication of a series of reports on national 
tax systems of countries throughout the world known as the “World Tax 
Series.” It was stated at bar that the first two of these reports, those for 
the United Kingdom and Brazil, were published in the spring of 1957 after 
the entry of the judgment here on appeal. The project for these reports 
grew out of discussions starting in October 1950 between representatives of 
the United Nations and the Harvard Law School. Ever since 1947 the 
Fiscal Commission of the United Nations has had the responsibility of 
gathering information on international finance systems to be published in 
the form of loose-leaf services with an International Tax Law Reporter as 
a part thereof. In 1951 the Fiscal Commission and the Economie and 
Social Council of the United Nations passed resolutions approving and 
authorizing the project of publishing a world tax service with the possible 
cooperation of universities in the undertaking. Pursuant to these resolu- 
tions the cooperation of Harvard University was enlisted but work was 
not started until 1954 when financial support was secured. A prototype 
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submitted to the District Court, which conforms to one of the subsequently 
published volumes produced at bar, shows that they are comparatively 
small permanently bound books summarizing a country’s tax system. The 
price of the United Kingdom and Brazilian reports is stated to be $15.00 
and $10.00, respectively. 

The defendants moved for summary judgment in their favor. Affidavits 
and depositions were filed by both parties from which the District Court 
concluded that there was no genuine issue as to any material fact. The 
District Court granted the defendants’ motion on the ground that there was 
nothing novel or original in the idea of a foreign tax service which the 
plaintiff disclosed to Griswold and that the plaintiff accordingly had no 
proprietary rights in that idea upon which to base his complaint. 

The judgment of the District Court must be affirmed because of the 
lack of novelty and originality of the plaintiff's idea. The reasons for 
reaching this conclusion are ably stated in the opinion filed in the District 
Court by Chief Judge Sweeney, 149 F.Supp. 33, 113 USPQ 249, with which 
we are in full accord. We need only point out here that in contending that 
it was immaterial whether the idea of a foreign tax service which he 
disclosed to Griswold was a novel one the plaintiff mistakenly relies upon 
the rules laid down in copyright cases. It may be conceded that if the 
defendants were being charged with having copied the text of the plaintiff’s 
copyrighted Argentine Federal Tax Law Service it would be immaterial 
that the idea of a foreign, or even an Argentine, tax law service was an 
old and well known one. But the plaintiff does not suggest that the defen- 
dants copied the text of his loose-leaf foreign tax law service; he says that 
they stole from him the idea of publishing such a service. However, unless 
that idea was a novel and original conception with him he had no property 
right in it which he could enforce as against the defendants. Smoley v. 
New Jersey Zinc Co., 3 Cir. 1939, 106 F.2d 314, 42 USPQ 401. 

The defendants urge that the judgment may be supported upon other 
grounds. While the ground taken by the District Court is sufficient we think 
it proper to discuss two of these other grounds briefly since we agree that 
they, too, support the judgment. 

The unconditional public disclosure of an idea by the originator makes 
it the property of all and operates to deprive the originator of any further 
proprietary rights in it. Bristol v. Equitable Life Assur. Soc. of United 
States, 1892, 132 N.Y. 264, 30 N.E. 506; Havighurst, The Right to Compen- 
sation for an Idea, 1954, 49 Northwestern U. L. Rev. 295, 301. Here the 
plaintiff informed Griswold in his first letter that he had already disclosed 
his idea to “1500 important business and banking institutions and leading 
law firms throughout the country.” Moreover the complaint itself states that 
“Tn 1949 the plaintiff caused to be printed a limited number of copies of the 
formats of Parts I and II in their final form, each format consisting of about 
fifty pages of printed text, and the said printed formats were used by plain- 
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tiff to secure pre-publication orders for the Argentine volume or service, and 
based on such formats, a number of orders were so secured.” Thus the plain- 
tiff had no basis for a claim against the defendants even if we should assume 
that the idea had been novel and original with him before such disclosure 
and that it was actually taken and used by the defendants. 

An idea, as distinguished from the copyrighted contents of a book or a 
patented device or process, is accorded no protection in the law unless it is 
acquired and used under such circumstances that the law will imply a con- 
tractual or fiduciary relationship between the parties. Chadwick v. Covell, 
1890, 151 Mass. 190, 23 N.E. 1068. In the present case it is perfectly clear 
that no such implied contractual or fiduciary relationship arose. For the 
plaintiff’s initial letter to Griswold, which was wholly unsolicited, disclosed 
and described the plaintiff’s entire idea. All that Griswold ever requested 
from the plaintiff was further information as to the part the plaintiff wished 
him to take and the financial arrangements which the plaintiff proposed. 
Such a gratuitous unsolicited disclosure as the plaintiff made to Griswold 
could not impose upon the defendants a contractual or fiduciary relation- 
ship. Gromback Productions v. Waring, 1944, 293 N.Y. 609, 59 N.E. 2d 425; 
Laughlin Filter Corp. v. Bird Machine Co., 1946, 319 Mass. 287, 65 N.E. 2d 
545, 69 USPQ 23. 

The judgment of the District Court will be affirmed. 


THE CHAMPION PAPER AND FIBRE COMPANY v. 
NATIONAL ASSOCIATION OF MUTUAL 
INSURANCE AGENTS 


No. 13826—C. A., D. C.— October 31, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 

Action for trademark infringement and unfair competition seeking to enjoin 
defendant’s use of a symbol of an armored knight on horseback and carrying a 
banner which is almost identical with the armored knight used by plaintiff for 
many years. Plaintiff abandoned claim under Lanham Act and proceeded solely on 
theory of trademark dilution. District Court rejected dilution theory and dismissed 
complaint on ground that mark was used on noncompeting services which precluded 
confusion. Evidence shows wide use of armored knight as trademark, including over 
20 registrations, some prior to plaintiff’s use. Therefore mark is not a strong mark 
calling for application of dilution theory since it already has been diluted long 
since. Affirmed. 


Action by The Champion Paper and Fibre Company v. National Asso- 
ciation of Mutual Insurance Agents for trademark infringement and unfair 
competition. Defendant appeals from District Court for District of Colum- 
bia from judgment dismissing complaint. Affirmed. 

Case below reported at 47 TMR 621. 
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W. Brown Morton, of New York, N.Y. (Clarence M. Fisher, of Washington, 
D.C., on the brief), for appellant. 

James H. Littlepage (Hubert G. King, on the brief), of Washington, D.C., 
for appellee. 


Before PRETTYMAN, MILLER, and Fauny, Circuit Judges. 
MILER, Circuit Judge. 

The Champion Paper and Fibre Company sued in the United States 
District Court for the District of Columbia to enjoin the National Associa- 
tion of Mutual Insurance Agents from using its trademark “or any other 
eolorable imitation” thereof and from otherwise infringing thereon. The 
complaint described the action as one “for trademark infringement arising 
under the trademark laws of the United States * * * and a related action 
for unfair competition.” 

Champion is engaged in manufacturing and selling paper products and 
other articles. It uses in connection therewith a trademark, first registered in 
1927, which is a drawing of a medieval armored knight on horseback carry- 
ing a pennon on which the words CHAMPION PAPERS are inscribed. The 
Association, adequately described by its name, uses a trademark almost 
identical with Champion’s except for slight differences in the accoutre- 
ments of the horse and rider and except that the words MUTUAL INSURANCE 
instead of CHAMPION PAPERS appear on the banner. 

The complaint alleged that Mutual’s mark “as it is used in commerce, 
is a colorable imitation of plaintiff’s trademark and is likely to cause confu- 
sion or mistake as to the source of origin of the services furnished by defen- 
dant and constitutes an infringement on plaintiff’s trademark.” It also 
alleged that “Defendant is unfairly competing with plaintiff as defendant’s 
mark, as it is used in commerce, will destroy the value and distinctiveness 
of plaintiff’s trademark and the good will created by plaintiff in said trade- 
mark * * ® .” . 

But in the hearing in the District Court, Champion abandoned its 
allegation that its action arises under the trademark laws of the United 
States,’ as appears in the following colloquy between court and counsel: 


“The Court: Do you claim any right to recover under the Lanham 
Act? 

Mr. Morton: No, sir. 

The Court: Or do you proceed under general equitable principles? 

Mr. Morton: We do not claim any damages, or any right to re- 
cover under the Lanham Act, but it is just on the general equitable 
principles, on the doctrine of dilution, which has become law in several 
States.” 


1. The remedy for trademark infringement provided in § 32 of the Lanham Trade- 
mark Act, 15 U.S.C. § 1114 (1952), is limited to infringement which is likely to cause 
confusion or mistake: to deceive purchasers as to the origin of the goods or services. 
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The District Court rejected the doctrine of dilution, which it described 
as being “that one who employs the trademark of another, even though not 
on competing goods or services, detracts from its value.” It held that 
Mutual’s use of the mark in connection with noncompeting services was so 
foreign to Champion’s use as to preclude any identification or confusion 
between the two, and so granted Mutual’s motion to dismiss. 148 F. Supp. 
123, 112 USPQ 285 (47 TMR 621) (D.C. D.C. 1957). 

Appellant repeats here what it said in the District Court: that it does 
not rest its case on the Lanham Act, “but on the general principle that 
courts of equity may restrain as unfair competition any action with respect 
to the unauthorized use of another’s property which causes damage to the 
property owner or destroys the value of his property.” 

Four states have enacted anti-dilution statutes, but there has been no 
federal legislation on the subject. Appellant seeks to have us hold that the 
doctrine of dilution affords ground for equitable relief in the absence of 
statutory enactment; that is to say, it asks us to adopt the doctrine. The 
wisdom of doing so in advance of congressional consideration may well be 
doubted. But, for another reason, we express no opinion as to the desir- 
ability of the doctrine of dilution: the appellant’s cause would not be helped 
if we should now announce its adoption. 

This is so because a drawing of a mounted mail-clad knight has long 
been used by many as a trademark. The record shows more than 20 reg- 
istrations of such a drawing. To be sure, the attitudes and embellishments 
of the knight and his mount vary considerably from mark to mark, but the 
general theme is the same. One exhibit shows a trademark registered in 
1917—ten years before Champion’s registration—which depicts a knight 
and charger with the word CHAMPION on a scroll above them. Another, 
registered in 1908, shows the word CHAMPION emblazoned on the banner 
carried by the knight. 

In the circumstances, it is clear that Champion’s mark is not such a 
strong original conception that imitation of it is actionable infringement 
under the dilution doctrine. It was already diluted when it was adopted 
in 1927, and has since been further weakened by the registration and use 
by others of many similar marks. Pro-Phy-Lac-Tic Brush Co. v. Jordan 
Marsh Co., 165 F. 2d 549, 76 USPQ 146 (38 TMR 177) (1st Cir. 1948) ; 
Esquire Inc. v. Esquire Slipper Manufacturing Co., 243 F. 2d 540, 113 
USPQ 237 (47 TMR 821) (1st Cir. 1957). 

It follows that, even if the doctrine of dilution were in effect in this 
jurisdiction, the appellant could not prevail. 

Affirmed. 
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CHAPPELL & CO., INC. et.al. v. 
PALERMO CAFE CO., INC. 


Nos. 5228-9 —C. A. 1 — October 31, 1957 


CopyrkIGHTS—DAMAGES—J URY TRIAL 

CouRTS—APPELLATE PROCEDURE 

CouRTtTS—MOTIONS 

Actions for copyright infringement seeking injunction and damages of not less 

than $250. to which defendant claims right to jury trial. Plaintiffs moved to strike 
defendant’s demand for a trial by jury. Plaintiffs filed stipulation waiving evidence 
of actual damage and waived damages in excess of statutory minimum. Court denied 
motion stating it was bound by a prior decision and after trial held that plaintiffs’ 
copyright was infringed by defendant’s and issued injunction. Court failed to 
award damages on theory damages would have to be assessed by jury. Both parties 
appeal. Whole case was equitable in nature as to which defendant had no consti- 
tutional or statutory right to a jury trial. However, the injunction was not a 
“final decision” within the statute since that part of the Complaint seeking damages 
still remained undetermined and hence the appeal by plaintiffs must be dismissed. 
Absolute right to jury trial is confined to actions at law. Since action was equitable 
in nature defendant had no right to demand jury trial in any aspect of claim. 
Argument that claim of damages in lieu of proof of actual damages resulting from 
infringement is a penalty which is inherently beyond the power of a court of equity 
to enforce is invalid. 


Action by Chappell & Co., Inc. et al. v. Palermo Cafe Co., Inc. for copy- 
right infringement. Both parties appeal from District Court for District 
of Massachusetts from order granting injunction. Affirmed. 


Walter Powers (Bertram H. Loewenberg and Walter Powers, Jr., on the 
brief), of Boston, Massachusetts, for plaintiffs. 

Joseph J. Hurley (Joseph F. O’Connell, Jr., on the brief), of Boston, 
Massachusetts, for defendant. 


Before MaGrupER, Chief Judge, and Woopsury and Hartiean, Circuit 

Judges. 

Maarupber, Chief Judge. 

These cross-appeals seem to us to present very simple questions; per- 
haps the seeming simplicity is a deceptive one. 

Plaintiffs brought suit in the United States District Court for the Dis- 
trict of Massachusetts for infringement of two separate, still extant copy- 
rights, pursuant to 17 U.S.C. §101(a) and (b). The prayer of the com- 
plaint was, first, for an injunction against future infringements, and, 
second, that “the defendant be decreed to pay such damages as to the Court 
shall appear proper, but not less than Two Hundred and Fifty Dollars 
($250.00) to each plaintiff in each cause of action herein.” There was also 
a prayer for allowance of reasonable attorneys’ fees and for such further 
relief “as may be just and equitable.” 
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Defendant, having filed its answer, duly filed a document entitled 
“Defendant’s Claim for Jury Trial” as follows: “Now comes the Defendant 
in the above entitled case and claims trial by jury.” This document contains 
the notation that it was “Allowed” by the district judge on December 17, 
1956. 

The plaintiffs, on March 26, 1956, had filed a motion “for an order 
striking the defendant’s demand for trial by jury and transferring the 
ease to the non-jury calendar on the ground that no right of trial by jury 
exists under the Constitution or the laws of the United States as to the 
issues therein stated.” Later, on December 4, 1956, plaintiffs filed a “stipu- 
lation and waiver” reading: “The plaintiffs stipulate that they will offer 
no specific evidence of actual damages suffered by any of them at the trial 
of the above-entitled action, and waive their claims to recover any damages 
in excess of the statutory minimum damages required by U.S.C. Title 17, 
Section 101.” 

On the next day, December 5, 1956, the district court held a hearing on 
plaintiffs’ motion to strike defendant’s demand for a jury trial. The motion 
was taken under advisement, and was denied by the district judge on De- 
cember 10, 1956. On December 17, 1956, he filed an opinion explaining why 
he had denied the motion. In this opinion Judge Wyzanski made clear that 
if the point were a new one in the District of Massachusetts he would have 
been inclined to rule that the whole case before him was one within the 
equity jurisdiction, as to which the defendant had no right to a jury trial. 
See Chappell & Co., Inc. v. Palermo Cafe Co., Inc., 146 F. Supp. 867, 112 
USPQ 378, 379 (1956). But in view of the fact that Judge Ford had 
recently ruled in a similar case that the defendant had a right to demand 
a jury trial, the district judge followed Judge Ford’s ruling, obedient “to 
our practice in this District of following the recent rulings of brother 
judges which are not inescapably erroneous.” 

Shortly thereafter the district court proceeded, without objection, so 
far as appears, to hold a hearing on the application for an injunction, in 
the course of which evidence was taken on the issue of infringement. 
The district court issued its findings of fact to the effect that the two plain- 
tiffs each owned a copyright on a named musical composition, and that the 
defendant on November 16, 1955, without plaintiff’s knowledge or consent, 
had made a public performance for profit of the two musical compositions 
for the entertainment and amusement of the patrons in defendant’s place 
of business. It is not suggested by defendant that these findings lacked ade- 
quate support in the evidence; the only question raised was to the propriety 
of the district court’s determining this issue of infringement itself rather 
than awaiting a determination of such issue by a jury. 

In accordance with the foregoing findings of fact, the district court on 
December 21, 1956, entered a “permanent injunction” forbidding defendant 
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to make future infringements of the two copyrights. Appeals from this 
order of December 21, 1956, were taken both by plaintiffs and by defendant. 

We shall first consider the appeal taken by the plaintiffs. Of course, 
they find no fault with the terms of the injunction granted in their favor, 
so far as it forbids future infringements. Their objection is that the district 
court committed error in not adding to its injunction an award of the stat- 
utory minimum damages of $250.00 for each infringement. The reason 
the district court declined to make any award of damages was the fact, as 
noted above, that it had felt constrained to allow a demand for a jury trial 
on the issue of damages, and this jury issue was still outstanding. 

For the reasons which we shall detail in considering defendant’s ap- 
peal, it seems to us that the whole case before the district court was equitable 
in nature, as to which the defendant had no constitutional or statutory right 
to a jury trial; and in an yevent, that as soon as plaintiffs, on December 4, 
1956, filed their waiver of a claim for anything but the minimum statutory 
damages under the so-called “in lieu” clause of §101(b), there was certainly 
nothing left for jury determination, once infringement had been found as 
a fact. Therefore, it seems to use pretty clear that the district court was 
in error in not awarding the statutory minimum damages. 

However, this is only a dictum on our part, as we think it is inescapable 
that the district judge’s injunction of December 21, 1956, though properly 
titled a “permanent injunction,” was not a “final decision” within the mean- 
ing of 28 U.S.C. §1291, since there still remained in the district court, to be 
disposed of in one way or another, so much of the complaint as sought an 
award of damages. See Catlin v. United States, 324 U.S. 229, 233 (1945). 

Therefore, technical as it may seem, we are obliged to dismiss the appeal 
by the plaintiffs (No. 5228) for lack of jurisdiction. No doubt when the 
ease gets back to the district court, that court, upon motion, will proceed 
to make the award of minimum statutory damages as it is required to do 
under 17 U.S.C. §101(b). 

There remains to consider the cross-appeal by the defendant. Certainly 
this cross-appeal is within our jurisdiction under 28 U.S.C. §1292(1), since 
defendant is entitled to an immediate appellate review of an injunction 
issued against it, even though that injunction may be in the nature of an 
interlocutory judgment. 

17 U.S.C. §101 (61 Stat. 661) provides in part as follows: 


“$101. Infringement. 

If any person shall infringe the copyright in any work protected 
under the copyright laws of the United States such person shall be 
liable: 

(a) Injunction—To an injunction restraining such infringement; 

(b) Damages and profits ; amount ; other remedies.— 

To pay to the copyright proprietor such damages as the copyright 
proprietor may have suffered due to the infringement, as well as all 
the profits which the infringer shall have made from such infringement, 
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* * * or in lieu of actual damages and profits, such damages as to the 

court shall appear to be just, and in assessing such damages the court 

may, in its discretion, allow the amounts as hereinafter stated, * * * and 

such damages shall in no other case exceed the sum of $5,000 nor be 

less than the sum of $250, and shall not be regarded as a penalty * * * .” 
If this statute were all there was to the case, it is clear that defendant would 
have no right to a jury trial with respect to any issue. 

The Congress, in authorizing the Supreme Court of the United States 
to issue rules of civil procedure, inserted a provision, perhaps out of abun- 
dant caution, making clear that no rule so promulgated should modify the 
substantive rights of any litigant or impair the right of trial by jury as at 
common law and declared by the Seventh Amendment to the Constitution of 
the United States. (48 Stat. 1064) So the Supreme Court, in promulgating 
the civil rules, expressly provided in Rule 38(a) that: “The right of trial 
by jury as declared by the Seventh Amendment to the Constitution or as 
given by a statute of the United States shall be preserved to the parties 
inviolate.” 

But this so-called right of trial by jury was not unlimited. When the 
Constitution was adopted, there already existed, from ancient times, a dis- 
tinction between actions at law and suits in equity. Only in the former was 
there any right to jury trial. See National Labor Relations Board v. Jones 
& Laughlin Steel Corp., 301 U.S. 1, 48 (1937). Thus, if a vendor had 
brought an action for damages for breach of contract to purchase land, 
this proceeding of courses would have been on the law side of a federal 
district court, and the defendant as of right could have demanded a jury 
trial on any disputed issues of fact as to the making of the contract, its 
breach, or the amount of damages resulting therefrom. See 5 Moore, Federal 
Practice 34-35 (2d ed. 1951). But if the vendor had chosen to file a bill in 
equity asking for a decree of specific performance of the contract, the dis- 
trict court as a court of equity would have had jurisdiction to give complete 
relief in one lawsuit, and thus could itself, in addition to decreeing specific 
performance, award damages for the past breach of contract, by way of 
“incidental” relief. This was so, even though the result was to cut out the 
defendant from a right to jury trial which would have been his had the 
vendor chosen to sue only for breach of contract. In other words, the whole 
complaint seeking specific performance and incidental damages would have 
been within the jurisdiction of the district court as a court of equity. 

Defendant concedes the correctness of the foregoing. He concedes that 
the district court as a court of equity would have been free to determine and 
award “actual damages” as incidental to the relief by way of injunction 
against future infringements. But he insists that the just damages to be 
awarded under 17 U.S.C. §101(b) “in lieu of actual damages and profits” 
cannot be deemed to be incidental to the award of equitable relief, but 
must be held to be a separate claim exclusively legal in nature, as to which 
the defendant is entitled as a matter of law to a jury trial on all issues 
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involved, including the issue of infringement. Therefore, he says that the 
district court committed an abuse of discretion in proceeding to a trial of the 
application for an injunction, and a determination of the issue of infringe- 
ment as a part thereof, since the finding of infringement by the court, on 
principles of res judicata, would preclude a subsequent jury trial on the 
overlapping issue of infringement in connection with the claim for damages. 
For this reason defendant contends that the district court committed re- 
versible error in granting the injunction now under review, for that injunc- 
tion rested upon a previous finding of fact that there had been infrigement. 

It is true that as a result of the combination of law and equity in the 
Federal Rules of Civil Procedure, and Rule 18(a) as to joinder of claims, 
a plaintiff may now unite as separate counts in a single complaint a claim 
purely equitable in nature and a claim purely legal in nature. But as 
pointed out by us in Orenstein v. United States, 191 F. 2d 184, 190 (1951), 
a separate and distinct cause of action for damages in the nature of a 
penalty does not lose its character as an action at law, as to which a right 
of jury trial attaches, and become merely an equitable adjunct, by reason of 
being joined in a single complaint with another cause of action of an 
equitable nature. 

However, as we also said in Orenstein v. United States, supra, since the 
order of trial is within the discretion of the district judge, a district court 
does not necessarily commit an abuse of discretion by proceeding first to a 
trial and determination of the cause of action in equity, even though such 
trial and determination may preclude a new trial and determination by a 
jury of an overlapping issue in a pending cause of action strictly legal in 
nature. This would be particularly true in a case like the one at bar, where 
the district court proceeded, without objection, so far as appears, to hear 
and determine all the issues involved in an equitable claim which was un- 
doubtedly before it, the defendant having made no motion seeking a con- 
tinuance by the district court of the issue of infringement to await a jury 
determination of that issue in connection with the pending claim for 
damages. 

The foregoing would be a complete answer to defendant’s attack on 
the injunction issued by the district court. However, we do not rest our 
decision on that ground, inasmuch as we regard the present complaint under 
17 U.S.C. §101(b) as being in its entirety a claim invoking the equity juris- 
diction of the district court, so that defendant had no right to demand a 
jury trial in any aspect of the claim. 

We reject the asserted distinction between a claim for actual damages 
from the infringement, and a claim for just damages in lieu of proof of 
actual damages or profits resulting from the infringement, as provided in 
17 U.S.C. §101(b). It cannot be said that the award of the minimum statu- 
tory damages under the “in lieu” clause constitutes the infliction of a pen- 
alty which is inherently beyond the power of a court of equity to enforce. 


: 
' 
, 
: 
| 
| 








Vol. 48 T. M.R. MARCALUS MFG. v. WATSON, COM’R OF PATENTS 331 





17 U.S.C. §101(b) expressly provides that the imposition of damages by a 
court under the “in lieu” clause “shall not be regarded as a penalty.” 
Furthermore, the Supreme Court, in Brady v. Daly, 175 U.S. 148 (1899), 
explicitly held that such a provision does not constitute a penal statute. 
The Court said (p. 154): “It is evident that in many cases it would be 
quite difficult to prove the exact amount of damages which the proprietor 
of a copyrighted dramatic composition suffered by reason of its unlawful 
production by another, and yet it is also evident that the statute seeks to 
provide a remedy for such a wrong and to grant to the proprietor the right 
to recover the damages which he has sustained therefrom. * * * In the face 
of the difficulty of determining the amount of such damage in all cases, the 
statute provides a minimum sum for a recovery in any case, leaving it open 
for a larger recovery upon proof of greater damage in those cases where 
such proof can be made.” 

The “in lieu” clause of the copyright statute was again before the 
Supreme Court in F. W. Woolworth Co. v. Contemporary Arts, Inc., 344 
U.S. 228, 95 USPQ 396 (1952). The Court pointed out that it would be 
difficult indeed to devise a short and simple formula for determining the 
measure of damages recoverable for actionable wrongs; that the necessary 
flexibility to do justice in the variety of situations which copyright cases 
present “can be achieved only by exercise of the wide judicial discretion 
within limited amounts conferred by this statute” (p. 232, 95 USPQ at 
398): that “the statute empowers the trial court in its sound exercise of 
judicial discretion to determine whether on all the facts a recovery upon 
proven profits and damages or one estimated within the statutory limits is 
more just.” (P. 234, 95 USPQ at 399) 

In No. 5228, a judgment will be entered dismissing the appeal for 
lack of jurisdiction. 


In No. 5229, a judgment will be entered affirming the injunction issued 
by the district court. 


No costs on appeal in either case. 





MARCALUS MANUFACTURING CO., INC. v. 
WATSON, Com'r of Patents 


No. 5513-55 —D. C., D. C.—November 1, 1957 


COMMON LAW TRADEMARKS—IN GENERAL 
Trademark is an arbitrary sign, word, or design, or any of them in combina- 
tion, used by manufacturer or dealer in a particular product to differentiate his 
goods from other similar articles, and which has been accepted by the public as a 
distinguishing mark for that purpose. 
It is a question of fact whether mark that plaintiff desires to register is in 
fact a distinguishing mark and has been accepted by public as such. 
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REGISTRABILITY—COLOR MARKS 
Geometric figure of a particular color may be registered as a trademark pro- 


vided it is in fact the distinguishing mark of applicant; where maroon oval was 
not accepted by public as a distinguishing feature of plaintiff’s goods, but merely 
served as background for actual mark, and was never used alone on packages, it 


is not a trademark. 


CouRTS—EVIDENCE 
Court admits testimony of survey interviewer as exception to hearsay rule, but 


under particular circumstances of case, attaches little probative value to survey. 


Action under 35 U.S.C. 145 by Marcalus Manufacturing Co., Inc. v. 
Robert C. Watson, Commissioner of Patents, trademark application Serial 
No. 511,488, filed October 25, 1946. Complaint dismissed. 

See also 46 TMR 211. 

J. Preston Swecker and William L. Mathis, of Washington, D.C., and 

Robert F. Beck, Paterson, New Jersey, for plaintiff. 

Clarence W. Moore, for defendant. 
Hourtzorr, District Judge. 

This is an action against the Commissioner of Patents to review his 
denial of an application made by the plaintiff for the registration of a trade- 
mark. The trademark in question consists of an oval colored maroon. 
Nothing is written or printed on the trademark, and no other figure or 
matter is superimposed on it. The question is whether a maroon oval and 
nothing else, may be registered as a trademark in behalf of the plaintiff. 

Plaintiff is the manufacturer and distributor of various paper products 

such as paper napkins, paper handkerchiefs, and other similar commodities. 
Most of these articles are sold under the trade name MARCAL; a few under 
the trade name KITCHEN CHARM, and at least one under the name MARCAL 
FREEZER PAPER. Each of the packages in which the goods are sold to the 
public bears on its face the maroon oval on which is superimposed either 
the name MARCAL, the name KITCHEN CHARM or the name MARCAL FREEZER 
PAPER. The maroon oval is never used on packages sold to the public with- 
out the superimposition on it of one of the arbitrary names just mentioned. 
To be sure, some of the cartons in which the goods are shipped to retail 
outlets or wholesaler distributors, carry the maroon oval on it without 
any legend or inscription. These cartons do not reach the ultimate con- 
sumer, who, whenever he buys any of the plaintiff’s products always pur- 
chases a container bearing the maroon oval with the arbitrary name 
superimposed or printed on it. These arbitrary names have been registered 
as trademarks. 

In the Patent Office the Examiner of Trademarks refused registration 
on the ground that the “oval merely serves as a background for the actual 
mark, or at best, but a fragment of the over-all design of the package.” 

On appeal the Assistant Commissioner of Patents affirmed the action 
of the examiner, stating that, 107 USPQ 154, 155 (46 TMR 211): 


“Tt is clear from an examination of the specimens that this ellipse 
or oval of varied sizes and shapes is a part of the color design of the 
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boxes and wrapping paper and is used, not as a trademark, but as a 
background for the display of its registered trademark MARCAL and 
for other informational material—with or without the trademark.” 


Again, the Assistant Commissioner stated: 


“The maroon ellipse or oval of various sizes and shapes which is 
used by this applicant as a part of its package design and as back- 
ground for its trademark MARCAL as well as other informational ma- 
terial, is not used as, and does not perform the function of a trade- 
mark.” 


A trademark is an arbitrary sign, word, or design, or any of them in 
combination, used by the manufacturer or dealer in a particular product 
to differentiate his goods from other similar articles, and which has been 
accepted by the public as a distinguishing mark for that purpose. In each 
instance it is a question of fact whether the mark that the plaintiff desires 
to register as his trademark is in fact such a distinguishng mark and has 
been accepted by the public as such. Much depends upon the facts of each 
ease. Consequently, although on first reading, some of the cases in this 
narrow field seem difficult to reconcile, on further analysis they are all 
consistent with each other and they are distinguishable on the basis of the 
factual situation and the evidence that was presented. 

There is no doubt that a geometrical figure of a particular color may 
be registered as a trademark provided it is in fact the distinguishing mark 
of the applicant and is associated in the minds of the public with the ap- 
plicant’s goods. Thus, in Layton Pure Food Co. v. Church & Dwight Co. 
(C.C.A. 8th), 182 F. 24, it was held in an opinion of Walter H. Sanborn, 
Circuit Judge, that a picture of an annular band colored in a specific tint 
was a proper trademark. The Court pointed out, however, that the trade- 
mark must be acquired by adoption and by use so persistent and continuous 
that it comes to distinguish in the eyes and thought of the purchaser and 
of those who seek to purchase the goods of its owner from those of other 
makers and sellers. The Court found in that case that the mark there 
involved met this test. 

In Hygienic Products Co. v. Coe, 66 App. D.C. 98, 101, 29 USPQ 458, 
462 (26 TMR 600), the Court of Appeals for the District of Columbia 
sustained the right to register a trademark consisting of a rectangular 
yellow panel bounded by a contrasting dark blue border applied to a can 
or other package containing the applicant’s goods. The Court reached that 
conclusion, however, on the basis of the evidence in the case before it, for 
it stated: 


“There is testimony in the record tending to show that this trade- 
mark indicates the origin and ownership of the goods to those who are 
familiar with the goods and their use. There is also testimony in the 
record tending to show that the public, in purchasing these goods from 
dealers, identifies the goods by the mark, registration of which is here 
sought.” 
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On the other hand, the Court of Appeals for the Third Circuit, in 
Campbell Soup Co. v. Armour and Co., 175 F.2d 795, 81 USPQ 430 (39 
TMR 566), held that Campbell Soup Company was not entitled to register 
as a trademark, an endless white band running around a container or a 
wrapper, the rest of which was red. 

The latest case involving a somewhat similar situation is a decision of 
the Court of Customs and Patent Appeals in the Application of Hillerich 
and Bradsby Co., 204 F.2d 287, 289, 97 USPQ 451 (43 TMR 967), 452-453. 
In that case the applicant was the manufacturer and distributor of baseball 
bats. It sought to register as a trademark, an oval imprinted upon its bats. 
The oval had inserted in it the words LOUISVILLE SLUGGER, which did not 
constitute a part of this specific trademark. The Court held that the oval 
alone could not be registered as a trademark, pointing out that: 


““* * * buyers never see applicant’s bats with only the oval thereon. 
Consequently, it is clear that usage of the oval per se has never been 
attempted as an origin-designating medium. The oval, not being in- 
herently distinctive, must acquire that quality through such usage 
and association as will establish in the minds of the buying public that 
the oval on a bat clearly indicates a bat manufactured by the applicant. 
Proof indicative of the fact that the oval has enjoyed long and exten- 
sive usage in connection with other registered word trademarks does 
not fulfill that burden, but on the contrary would appear to make the 
applicant’s task more difficult.” 


There is no inconsistency between this decision and the case of Hygienic 
Products Co. v. Coe, 66 App. D.C. 98, 29 USPQ 458 (26 TMR 600), decided 
by the Court of Appeals for this Circuit, which has already been discussed. 
In the latter case, as has already been stated, the testimony tended to show 
that the public accepted the trademark in question as indicative of the 
origin and ownership of the goods. 

The question then in its ultimate analysis to be decided by this Court 
is whether the Patent Office erred in finding as a matter of fact that the 
maroon oval was not accepted by the public as a distinguishing feature of 
the plaintiff’s goods, but merely served as a background for the actual 
mark, namely, the word MARCAL, which as has been noted has been regis- 
tered as a trademark. The evidence, as has been stated, is conclusive and 
undisputed that the maroon oval has never been used alone on packages 
sold to the public. It always forms the background for the word MARCAL 
or some other distinguishing name. A great many photographs have been 
introduced showing displays of plaintiff’s goods in stores and elsewhere. 
In every instance the package carrier the word MARCAL or other similar 
name superimposed on a maroon oval. In fact one of the photographs 
contains a large sign placed on a wall above the display. That sign contains 
an oval in which is printed the word MARcAL. The oval is not maroon, but 
white. In other words, in that instance at least the plaintiff considered 
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the distinguishing mark of its goods the word MARCAL rather than the 
maroon oval on which it is imprinted in most instances. 

The plaintiff, in an effort to show that the public accepts the maroon 
oval as a distinguishing mark of its goods, offered in evidence two surveys 
made by an expert interviewer. The survey in each instance was conducted 
in what is popularly known as a supermarket, that is, a store in which 
food products and other cognate goods, such as the plaintiff’s products, 
are sold. One of the surveys was made in a large store in mid-Manhattan, 
New York; the other in a similar store in a city in Connecticut. The inter- 
viewer in each instance stopped numerous customers in the store and 
showed them a package containing the maroon oval without the word 
MARCAL or any other legend printed on it. The interviewer then asked 
that person whether he or she could identify the goods which were marketed 
in the package. Some of them said they did not know, while a great many 
others identified the package as being one in which MARCAL products were 


dispensed. 

The Court admitted this evidence over objection on the ground that it 
was admissible as an exception to the hearsay rule. One of the exceptions 
to the hearsay rule is that utterances of a third person made in the witness’ 
presence may be admitted in evidence if they disclose that person’s state 


of mind, but only for the purpose of disclosing his state of mind and not 
as proof of the facts therein stated. The Court is of the opinion that this 
evidence was admissible under that exception. A similar conclusion was 
reached by the Court of Appeals in the Third Circuit in United States v. 
88 Cases, More or Less, etc., 187 F.2d 967. 

A different question would be presented if the survey were a poll 
of public opinion and its purpose were to ascertain what numbers of the 
public thought about a particular subject. Such evidence would hardly 
come within this exception to the hearsay rule, and therefore the Court’s 
ruling in admitting the testimony was limited to the specific type of survey 
here involved. 

When we come, however, to weigh the probative value of this survey 
we are confronted with other considerations. Both surveys were made in 
stores in which the plaintiff’s goods were marketed. At the time the ques- 
tion was asked, the person to whom the inquiry was addressed could either 
see the plaintiff’s goods or had previously seen them, because they were 
located either in that person’s line of vision or in the vicinity of the place 
where the person was standing. It became almost a guessing contest. 
The situation would be entirely different if such a survey were taken in a 
place in which the goods were not located and where the goods were not 
in the immediate vicinity so that they could be seen. Consequently the 
Court is unwilling to predicate any finding of fact on the basis of this 
survey, but regards this evidence as insufficient to overcome the findings 
of fact made by the Patent Office. 
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In the light of the foregoing discussion the Court finds no basis for 
overruling the Patent Office and reaching a different conclusion that it did 
in what is in the ultimate analysis, a question of fact. 

Accordingly, the Court will grant judgment for the defendant, dis- 
missing the complaint on the merits. 

Counsel may submit proposed findings of fact and conclusions of law. 





CRANE COMPANY v. CRANE et al., doing business as 
CRANE HEATING CO. 


No. 6082 —D. C., N. D. Ga., Atlanta Div. —November 7, 1957 


COURTS—PLEADING AND PRACTICE 
An action to restrain trademark infringement is equitable in nature and not- 
withstanding a claim for damages incidental to such relief no right to a jury trial 
exists. 


Action by Crane Company v. Alonzo H. Crane and Mary Alice Crane, 
doing business as Crane Heating Co., for trademark infringement and un- 
fair competition. Plaintiff moves to strike demand for jury trial. Motion 
granted. 


Haas, Holland & Blackshear and M. H. Blackshear, of Atlanta, Georgia, and 
Byron, Hume, Groen & Clement and Gerrit P. Groen, of Chicago, 
Illinois, for plaintiff. 

Joseph J. Fine and D. W. Rolader, of Atlanta, Georgia, for defendants. 


SLOAN, District Judge. 

The above action is brought under the trademark and unfair competi- 
tion laws of the United States and the State of Georgia, plaintiff alleging, 
in brief, that defendants have unlawfully and willfully infringed plaintiff’s 
trademark of CRANE and its trade name of CRANE co. and have competed 
unfairly by offering for sale and selling heating products under the name 
of CRANE and CRANE HEATING COMPANY and have misled purchasers into 
believing that “defendants’ products are plaintiff’s products and originate 
with plaintiff” and that defendants threaten to continue to infringe plain- 
tiff’s trademark its trade name and to compete unfairly with plaintiff to 
its irreparable injury. Plaintiff prays for injunction, accounting, attor- 
ney’s fees and expenses, costs, and for such other relief as the Court may 
deem just. 

The defendants have filed a demand for a trial by jury of all of the 
issues in the cause and plaintiff has filed a motion to strike the demand for 
a jury trial on the ground that the action is one cognizable by a court of 
equity and is not one for which trial by jury is preserved by the Seventh 
Amendment to the Constitution of the United States, any statute of the 
United States, or by Rule 38 of the Federal Rules of Civil Procedure. This 
motion to strike defendants’ demand for a trial by jury is now before the 
Court for determination. 
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The Seventh Amendment to the Constitution of the United States 
provides : 


“In suits at common law, where the value in controversy shall 
exceed Twenty Dollars, the right of trial by jury shall be pre- 
served * * * .” 


Rule 38(a) of the Federal Rules of Civil Procedure provides that: 


“The right of trial by jury as declared by the Seventh Amend- 
ment to the Constitution or as given by a statute of the United States 
shall be preserved to the parties inviolative.” 


Actions for injunctions are equitable in nature and it has long been 
settled that trial by jury does not extend to equity cases. Labor Board v. 
Jones & Laughlin, 301 U.S. 1; Borton v. Barbour, 104 U.S. 128, 133, 134, 
36 L.Ed. 672. 

If a claim is one properly equitable in character, there is no right to 
trial by jury on an issue of damages that is incidental to the equitable 
relief sought by plaintiff, the general rule being that equity having acquired 
jurisdiction of a cause it should dispose of the entire controversy. Camp v. 
Boyd, 229 U.S. 552, 57 L.Ed. 1317; Greene v. Lowisville & I. R. Co., 244 
U.S. 499, 520, 61 L.Ed. 1280. 

It appearing to the Court that the complaint here is one seeking 
equitable relief and that the issue of damages is merely incidental to the 
equitable relief sought, it is concluded that this is not a case in which trial 
by jury is preserved under the Constitution or laws of the United States, 
and it is therefore 

Ordered that the motion of plaintiff to strike defendants’ demand for 
a trial by jury be, and the same is hereby granted, and such demand is 
hereby stricken. 





THE WARNER BROTHERS COMPANY v. JANTZEN, INC. 
No. 42—C. A. 2— November 12, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
No likelihood of confusion exists between a’LURE for brassieres and CURVALLURE 
for similar products, the defendant having always used its mark along with its 
well-known trademarks JANTZEN and the picture of a diving girl. 


Action by The Warner Brothers Company v. Jantzen, Inc. for trade- 
mark infringement and unfair competition. Plaintiff appeals from District 
Court for Southern District of New York from judgment dismissing com- 
plaint. Affirmed; Lumbard, Circuit Judge dissenting with opinion. 

Case below reported at 47 TMR 607. 


Harry R. Pugh, Jr. (E. Cummings Sanborn and Donald E. Degling on the 
brief), of New York, N.Y., for appellant. 
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Harry Cohen and Levisohn, Niner & Cohen (Edwin Levisohn on the brief), 
of New York, N.Y., for appellee. 
Before CLarK, Chief Judge, and LUMBaRD and Moorg, Circuit Judges. 


Per CURIAM. 

The plaintiff asks too much in seeking a private monopoly in the com- 
mon word “allure” as applied to certain articles of feminine adornment 
and apparel. As the court found on competent evidence, this word or 
coined words derived therefrom “have, for a long period of years, been 
utilized as advertising for various types of feminine accoutrements such as 
girdles, bust pads, hosiery, swim suits, coats, sweaters, dresses, skirts, under- 
garments and the like, by both the defendant and other manufacturers.” 
150 F. Supp. 531, 533, 112 USPQ 429, 430 (47 TMR 607, 608). Plaintiff 
relies on a trademark registered in 1932-33, but even then it betrayed some 
weakness in finding it necessary to embellish the common word to contrive 
the more fanciful a’LURE as the mark for its brassieres. But in so crowded 
a field of competitive advertising as that for the trade in women’s goods, 
where rival claims are pressed continuously without let or pause over 
the air and through the printed page, it is not conceivable that consumers 
lack awareness of the existence of the trade rivalry involved. Nor, we 
apprehend, are there buyers still so naive as to regard the quite differing 
A’LURE and CURVALLURE brassieres as inevitably the product of a single 
manufacturer, even without the added factor found that defendant did 
not use its coined word alone, but always joined it with its own widely 
known trademark consisting of the name JANTZEN and a representation of 
a diving girl. Insistent American advertising, whatever its faults, has 
surely induced a certain degree of sophistication and wariness in us all. 
Accordingly we agree with Judge Cashin’s conclusion of noninfringement 
and accept his convincing opinion, D.C.S.D.N.Y., 150 F. Supp. 531, 533-534, 
112 USPQ 429, 430-431 (47 TMR 607, 608-609), as our own. 

Affirmed. 


LUMBARD, Circuit Judge (dissenting). 

In my opinion the policy of our trademark laws, and the increasing 
awareness of the desirability of guarding the public against possible con- 
fusion regarding the origin of merchandise and at the same time protecting 
from commercial piracy the rights which the trademark laws are designed 
to create and protect, require that we resolve any doubts in favor of those 
who own and use valid trademarks. Warner Brothers should be protected 
in their right to use A’LURE in the promotion and sale of their brassieres; 
the public should not be subjected to the possible confusion which may be 
caused by Jantzen’s use of CURVALLURE to sell their competing products. 

Warner Brothers Company is the owner of the trademark a’LURE which 
it first registered for brassieres in 1933, and continued by renewal in 1953. 
It has used that mark since 1932. The District Court has found the mark 
to be valid, but it has ruled that it was not infringed by Jantzen’s use of 
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CURVALLURE in advertising and marketing its brassieres. Although Jantzen 
contested the validity of the trademark in the District Court there is no 
cross-appeal from this finding, which my brothers accept. Therefore 
the only question is whether the plaintiff’s valid trademark was infringed. 

Since the District Court rested its finding of non-infringement pri- 
marily on the visual and phonetic dissimilarities between the trademarks 
themselves, this Court need not accord the conclusions reached below as 
great weight as is ordinarily required. We “are in as good a position as 
the trial judge to determine the probability of confusion.” Miles Shoes, Inc. 
v. R. H. Macy & Co., Inc., 199 F.2d 602, 95 USPQ 170, 171 (42 TMR 911) 
(2 Cir. 1952), cert. den. 345 U.S. 909, 96 USPQ 457 (1953). 

The similarity of CURVALLURE to the plaintiff’s a’LURE is such as to 
make it probable that some prospective customers may be confused or 
deceived as to the source of the goods. While there is some phonetic dis- 
similarity, the similarity is significant. Both words are the products of the 
advertiser’s imagination and they seek to benefit from a feminine predilec- 
tion for French fashions by appearing to be French both visually and 
phonetically. See La Touraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 
115, 70 USPQ 429 (36 TMR 271) (2 Cir. 1946), cert. den. 329 U.S. 771, 
71 USPQ 328 (1946). Both words apply to nearly identical products and 
both use the same root word “allure.” The brassiere industry has many 
styles of a single product. Even if a customer should think that CURVALLURE 
and A’LURE identified different styles of brassieres, there is considerable 
possibility that the customer would believe that the two marks designate 
different styles from the same source. 

Nor does the use of the word WARNER’s before A’LURE or the word 
JANTZEN’s before CURVALLURE appreciably diminish the likelihood of confu- 
sion. As this Court pointed out in Miles Shoes, Inc. v. R. H. Macy & Co., 
Inc., supra, “the fact that the goods on which the marks are affixed are 
identical together with the additional fact that the two words are closely 
alike in sound, make confusion likely.” There it was held that MILES 
GROPALS infringed GRO-SHOE even though this Court took note that the visual 
similarity might not be confusing. 

Jantzen did not commence the sale of brassieres until 1949 or 1950. 
Having chosen late in the game to enter the brassiere field in which the 
plaintiff had been established since 1902, and in which it had used the trade- 
mark A’LURE since 1932, the defendant should be required “in the selection 
of a trade name or trademark” to “keep far enough away to avoid all 
possible confusion.” Northam Warren Corporation v. Universal Cosmetic 
Co., 18 F.2d 774, 775 (17 TMR 203) (7 Cir. 1927). 

Indeed in 1953 Jantzen gave up the use of CURVALLURE after receiving 
a protest from the plaintiff. There is no reason why Jantzen should have 
resumed the use of CURVALLURE in 1955 unless it thought to reap some 
of the benefits of the $680,000 which Warner’s had expended in advertising 
that trademark for more than 20 years. Both the English and French 
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Harry Cohen and Levisohn, Niner & Cohen (Edwin Levisohn on the brief), 
of New York, N.Y., for appellee. 
Before CLarK, Chief Judge, and LUMBaRp and Moore, Circuit Judges. 


PER CURIAM. 

The plaintiff asks too much in seeking a private monopoly in the com- 
mon word “allure” as applied to certain articles of feminine adornment 
and apparel. As the court found on competent evidence, this word or 
coined words derived therefrom “have, for a long period of years, been 
utilized as advertising for various types of feminine accoutrements such as 
girdles, bust pads, hosiery, swim suits, coats, sweaters, dresses, skirts, under- 
garments and the like, by both the defendant and other manufacturers.” 
150 F. Supp. 531, 533, 112 USPQ 429, 430 (47 TMR 607, 608). Plaintiff 
relies on a trademark registered in 1932-33, but even then it betrayed some 
weakness in finding it necessary to embellish the common word to contrive 
the more fanciful a’LURE as the mark for its brassieres. But in so crowded 
a field of competitive advertising as that for the trade in women’s goods, 
where rival claims are pressed continuously without let or pause over 
the air and through the printed page, it is not conceivable that consumers 
lack awareness of the existence of the trade rivalry involved. Nor, we 
apprehend, are there buyers still so naive as to regard the quite differing 
A’LURE and CURVALLURE brassieres as inevitably the product of a single 
manufacturer, even without the added factor found that defendant did 
not use its coined word alone, but always joined it with its own widely 
known trademark consisting of the name JANTZEN and a representation of 
a diving girl. Insistent American advertising, whatever its faults, has 
surely induced a certain degree of sophistication and wariness in us all. 
Accordingly we agree with Judge Cashin’s conclusion of noninfringement 
and accept his convincing opinion, D.C.S.D.N.Y., 150 F. Supp. 531, 533-534, 
112 USPQ 429, 430-431 (47 TMR 607, 608-609), as our own. 

Affirmed. 


LUMBARD, Circuit Judge (dissenting). 

In my opinion the policy of our trademark laws, and the increasing 
awareness of the desirability of guarding the public against possible con- 
fusion regarding the origin of merchandise and at the same time protecting 
from commercial piracy the rights which the trademark laws are designed 
to create and protect, require that we resolve any doubts in favor of those 
who own and use valid trademarks. Warner Brothers should be protected 
in their right to use A’LURE in the promotion and sale of their brassieres; 
the public should not be subjected to the possible confusion which may be 
caused by Jantzen’s use of CURVALLURE to sell their competing products. 

Warner Brothers Company is the owner of the trademark a’LURE which 
it first registered for brassieres in 1933, and continued by renewal in 1953. 
It has used that mark since 1932. The District Court has found the mark 
to be valid, but it has ruled that it was not infringed by Jantzen’s use of 
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CURVALLURE in advertising and marketing its brassieres. Although Jantzen 
contested the validity of the trademark in the District Court there is no 
cross-appeal from this finding, which my brothers accept. Therefore 
the only question is whether the plaintiff’s valid trademark was infringed. 

Since the District Court rested its finding of non-infringement pri- 
marily on the visual and phonetic dissimilarities between the trademarks 
themselves, this Court need not accord the conclusions reached below as 
great weight as is ordinarily required. We “are in as good a position as 
the trial judge to determine the probability of confusion.” Miles Shoes, Inc. 
v. R. H. Macy & Co., Inc., 199 F.2d 602, 95 USPQ 170, 171 (42 TMR 911) 
(2 Cir. 1952), cert. den. 345 U.S. 909, 96 USPQ 457 (1953). 

The similarity of CURVALLURE to the plaintiff’s a’LURE is such as to 
make it probable that some prospective customers may be confused or 
deceived as to the source of the goods. While there is some phonetic dis- 
similarity, the similarity is significant. Both words are the products of the 
advertiser’s imagination and they seek to benefit from a feminine predilec- 
tion for French fashions by appearing to be French both visually and 
phonetically. See La Touraine Coffee Co. v. Lorraine Coffee Co., 157 F.2d 
115, 70 USPQ 429 (36 TMR 271) (2 Cir. 1946), cert. den. 329 U.S. 771, 
71 USPQ 328 (1946). Both words apply to nearly identical products and 
both use the same root word “allure.” The brassiere industry has many 
styles of a single product. Even if a customer should think that cURVALLURE 
and a’LURE identified different styles of brassieres, there is considerable 
possibility that the customer would believe that the two marks designate 
different styles from the same source. 

Nor does the use of the word WARNER’s before A’LURE or the word 
JANTZEN’s before CURVALLURE appreciably diminish the likelihood of confu- 
sion. As this Court pointed out in Miles Shoes, Inc. v. R. H. Macy & Co., 
Inc., supra, “the fact that the goods on which the marks are affixed are 
identical together with the additional fact that the two words are closely 
alike in sound, make confusion likely.” There it was held that MILES 
GROPALS infringed GRO-SHOE even though this Court took note that the visual 
similarity might not be confusing. 

Jantzen did not commence the sale of brassieres until 1949 or 1950. 
Having chosen late in the game to enter the brassiere field in which the 
plaintiff had been established since 1902, and in which it had used the trade- 
mark A’LURE since 1932, the defendant should be required “in the selection 
of a trade name or trademark” to “keep far enough away to avoid all 
possible confusion.” Northam Warren Corporation v. Universal Cosmetic 
Co., 18 F.2d 774, 775 (17 TMR 203) (7 Cir. 1927). 

Indeed in 1953 Jantzen gave up the use of CURVALLURE after receiving 
a protest from the plaintiff. There is no reason why Jantzen should have 
resumed the use of CURVALLURE in 1955 unless it thought to reap some 
of the benefits of the $680,000 which Warner’s had expended in advertising 
that trademark for more than 20 years. Both the English and French 
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languages are rich in synonyms and words of suggestive power as shown 
by PLUS BRA and FOREVER UPLIFT BRA formerly used by Jantzen. Against 
this background we should resolve any possible doubt as to the likelihood 
of confusion and deception in favor of the plaintiff., Judge Learned Hand 
wrote in 1915 in Lambert Pharmacel Co. v. Bolton Chemical Corp., 219 F. 
325, 326 (5 TMR 38) (S.D.N.Y.): 


“In choosing an arbitrary trade name, there was no reason what- 
ever why they should have selected one which bore so much resemblance 
to the plaintiff’s ; and in such cases any possible doubt of the likelihood 
of damage should be resolved in favor of the plaintiff. * * * There is 
always a fringe of possible customers, next year’s for instance, with 
whom such opportunities are to be disregarded, people who have heard 
vaguely the old name or seen it in advertisements and who fail to carry 
it with accuracy in their memory. Among these confusion is eminently 
possible, and that possibility, if not a remote speculation, is quite 
enough.” 


The views expressed in Lambert and Northam Warren, supra, have 
been reenforeced by authority and opinion in the intervening years. Judi- 
cial protection of trademarks is not static; it changes with changing con- 
cepts of commercial morality. Recent years have brought a pronounced 
tendency toward guarding even more jealously the rights vesting under the 
trademark laws in order better to protect the public. Thus the Lanham 
Act, 15 U.S.C.A. §1051 et seq., passed by the Congress in 1946 and taking 
effect in July 1947, was designed to make more effective “the well estab- 
lished rule of law protecting both the public and the trademark owner” in 
the language of the report of the Congressional Committees sponsoring this 
legislation. 1946 U.S.C. Congressional Service 1274. 

Judge Goodrich took note of the trend toward higher standards in 
Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 144, 98 USPQ 86 (44 TMR 
39) (3 Cir. 1953), cert. den. 346 U.S. 867, 99 USPQ 491 (1953) where 
the Court held that the defendant’s use of JOHNSON’s COTTON TIPs infringed 
plaintiff’s registered trademark Q-TIPS, writing at page 145; 98 USPQ at 
87 (44 TMR 41): 


“Tt is worth pointing out, at the start of our discussion, that we are 
in a field where the tendency of the law ‘has been in the direction of 
enforcing increasingly higher standards of fairness or commercial 
morality in trade. The tendency still persists.’ Restatement, Torts, 
Volume ITI, page 540.” 


The enforcement of such higher standards is precisely what the facts of 
this case require. As it seems to me that the conclusion reached by my 
brothers ignores what I believe to be the salutary trend of the law, I vote 
to reverse the finding of non-infringment and to grant the relief prayed 
for by the plaintiff. 
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JAMES BURROUGH, LTD. et al. v. FERRARA et al. 
New York Sup. Ct., Spec. Term, N. Y. Co. — November 13, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 
The use of the word BEEFEATER as the name of a restaurant serving food and 
liquor is likely to create confusion with and to dilute the distinctive quality of 
plaintiff’s trademark BEEFEATER for gin. 





Action by James Burrough, Ltd. et al. v. Ferrara et al. for unfair 
competition. Judgment for plaintiff. 
See also 47 TMR 517. 


Lauterstein & Lauterstein, of New York, N.Y., for plaintiffs. 
William J. O’Hara, of New York, N.Y., for defendants. 


PARELLA, Justice. 

The plaintiff James Burrough, Ltd., is an English corporation which 
for over one hundred years has distilled and marketed a gin under the trade 
name BEEFEATER, which is sold in many countries and has been imported 
into the United States in substantial quantities since 1946. The name 
BEEFEATER was registered by the said plaintiff in Great Britain in 1909 
and in the United States in 1933. It has also been registered in thirty-seven 
countries, and registration now is pending in six additional countries. It is 
printed on the labels of the bottles in which the gin is sold and upon the 
cartons in which the bottles are packed. 

The plaintiff Kobrand Corporation, a New York corporation, is the 
American distributor and sells BEEFEATER gin to retail package liquor stores 
as well as to restaurants, cafes and bars. There are over twenty-five 
thousand such purchasers throughout the United States. It appears also 
that in the New York metropolitan area some of the BEEFEATER gin sold to 
restaurants, bars and package liquor stores is manufactured by Kobrand 
Corporation. 

Kobrand Corporation and its distributors have expended within the 
United States since 1946 large sums of money in advertising and promoting 
the sale of BEEFEATER gin, which is extensively advertised in leading maga- 
zines having nationwide circulation and in many newspapers throughout 
the country as well as on theater programs. During the period between 
1953 and April, 1957. BEEFEATER gin was sold in this country of a whole- 
sale value of over $7,800,000. In 1956 alone the sale of BEEFEATER gin at 
wholesale amounted to nearly $4,000,000, and in the first four months of 
1957 to more than $1,500,000. In the State of New York, BEEFEATER gin 
of a wholesale value of over $890,000 was sold during the year 1956, and 
during the first four months of 1957 such sales in this state amounted to 
almost $310,000. Within the greater city of New York and the nearby 
counties of Nassau, Suffolk and Westchester the wholesale value of BEEF- 
EATER gin sold in 1956 was more than $640,000, and during the first four 
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months of 1957 it was more than $220,000. In the metropolitan area of 
New York, approximately 620 restaurants, 110 clubs, 75 hotels and over 
900 retail liquor stores are current purchasers of BEEFEATER gin. 

The evidence abundantly established that the word BEEFEATER has defi- 
nitely acquired a special or secondary meaning, and is identified in the 
public mind with plaintiff’s product. It is useless to discuss the historical 
origin of the word and its divers meanings. It is, of course, a familiar fact 


that for centuries the term BEEFEATER has been applied to yeomen of the 
guard stationed at the Tower of London. 

The corporate defendant was organized in the state of New York in 
January of 1957 under the corporate name of THE BEEFEATER, INC. The 
primary purpose of the defendant’s business is to operate a restaurant 
selling food and liquor. Among the purposes included in its certificate of 
incorporation are the purchase and sale at retail of all kinds of alcoholic 
liquor. Before the defendants’ restaurant was opened, at No. 141 East 
Forty-fifth Street in the City of New York, where it now is located, and 
before the defendants had expended any substantial sums of money in 
advertising its name or in erecting signs, the plaintiffs’ attorneys wrote 
to the defendants objecting to the use by them of the BEEFEATER name. 
This protest was disregarded. 

I am of the opinion that the use by the defendants of the name BEEF- 
EATER would enable them, however unblameworthy their motive, to enjoy 
the benefits of plaintiffs’ extensive advertising and of the large expenditures 
of money by the plaintiffs over many years. Plaintiffs’ labors and the 
money they spent have certainly given to the word BEEFEATER a secondary 
meaning of great monetary value. I also believe that this case is well 
within the ambit of subdivision 3 of section 368-c of the General Business 
Law, which reads as follows: “Likelihood of injury to business reputation 
or dilution of the distinctive quality of a trade name or trademark shall be 
a ground for injunctive relief in cases of trademark infringement or unfair 
competition, notwithstanding the absence of competition between the parties 
or the absence of confusion as to the source of goods or services.” Moreover, 
as the defendants purvey food and liquor, the relationship between their 
business and that of the plaintiffs is such that, if they be allowed to use 
the name BEEFEATER, people will naturally infer an association or connec- 
tion of some sort between BEEFEATER gin and the defendants’ restaurant. 
It is reasonable to suppose that their confidence in the quality of BEEFEATER 
gin would induce people to patronize the BEEFEATER restaurant. 

The word beefeater is not now in common usage. For example, it is 
not an antonym of the word vegetarian. It would sound strange and forced 
if it were to be applied to a human being or even to an animal (though 
apparently the buffalo bird is sometimes called beefeater, a fact not known 
to many patrons of restaurants or imbibers of gin). It is not used in com- 
mon speech to describe a person who prefers beef to pork or lamb or eggs 
or vegetables, although defendant’s expert witness sought to give it that 
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meaning. One does not speak of a waterdrinker or breadeater or fisheater 
or beefeater, as this witness, whose testimony I do not accept, suggested. 
This is not modern English usage, certainly not American or New York 
usage. 

The said anti-dilution statute (subdivision 3 of section 368-c of the 
General Business Law) entitles the plaintiffs to protection. Apart from the 
statute, there is here also a species of unfair competition. Inns, taverns, 
saloons and restaurants conduct business of a sort which is not unrelated 
to that of a manufacturer and seller of alcoholic beverages. Also, as Mr. 
Justice Steuer remarked in granting a temporary injunction in this case, 
113 USPQ 233, 234: “Plaintiff’s product has one of its more important 
outlets to the public through restaurants. It is true that defendant’s type 
of restaurant does not feature potables but it admits that it sells liquors 
to its patrons. Association and identification in the public mind is more 
than a mere possibility. In a community more than usually name conscious 
the incidences of such an unusual and striking appellation is almost certain 
to arouse conjecture and then assumption of identity. It is not to be dis- 
puted that plaintiff is not required to put its reputation in defendant’s 
hands, no matter how capable those hands may be.” 

That the plaintiffs have licensed a few eating places to use the BEEF- 
EATER name is nothing from which these defendants can take any advantage. 
The plaintiffs are free to place their valuable property right represented 
by that name in the keeping of persons of their own choice. The individual 
defendant and his corporation are not among those thus selected by the 
plaintiffs. 

There will be judgment here in favor of the plaintiffs and against the 
defendants. 

The defendants, their agents, servants and employees are enjoined from 
operating under the name THE BEEFEATER or under any similar name. In 
this connection, it is noted that during the pendency of the action and not- 
withstanding the subsistence of a temporary injunction the defendants have 
ealled their restaurant THE BEEFER. I do not consider this a similar name. 
Accordingly, they may if they wish continue to use it, although it is hard 
to see why any proprietor of an eating and drinking place should be willing 
to give it a name so unappetizing and having such unpleasant connotation. 
If the defendants are really serious about continuing to call their place 
of business THE BEEFER they will not use a type or style of lettering or 
symbols or devices resembling those used by the plaintiffs. 

As a temporary injunction was granted at the outset and as it is ap- 
parent that the plaintiffs have thus far not sustained any substantial 
damages, the defendants will not be required to account for profits, and no 
monetary damages will be awarded to the plaintiffs. 
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The foregoing represents the decision of the court in accordance with 
section 440 of the Civil Practice Act. 

Settle judgment on notice. 

The plaintiffs will have taxable costs and disbursements. 

Ninety days to make a case. 





APPLEBAUM et al. v. SENIOR 
No. 17,415— Calif. D. Ct. App. Ist D.—November 14, 1957 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
STATE STATUTES—CALIFORNIA 

JUNIOR BOOT SHOP is only dressed-up way of saying “children’s shoe store” 

and words are not qualified for registration for trademark under California law. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 

Where party relies on doctrine of secondary meaning, he must of course 
establish that the term in fact has acquired in the minds of the public an identifica- 
tion with his business, Actual fraud is unnecessary and proof that public will 
probably confuse two businesses because of similarity of names is all that need 
be made in order to entitle plaintiff to injunctive relief. 

Respondent, to prove his good faith in use of his business name, introduced 
letters from various firms throughout country doing business under name; on 
question of good faith, hearsay coming to knowledge of respondent might well be 
held competent but, if not, evidence was only cumulative. 


Action by Joseph J. Applebaum et al. v. Donald Senior for unfair com- 
petition. Plaintiffs appeal from California Superior Court, Contra Costa 
County from judgment for defendant. Affirmed. 


Albert F. Skelly, of San Francisco, California, for appellants. 
John A. Nejedly, of Walnut Creek, California, for respondent. 


Doo.Lina, Justice. 

Plaintiffs appeal from a judgment denying them an injunction against 
the use of the name JUNIOR BOOT sHOP by defendant in the conduct of a shoe 
store for children in Walnut Creek in Contra Costa County. 

On August 1, 1937, appellants and one Mullany opened a shoe store 
for children’s shoes in San Francisco adopting the name JUNIOR BOOT SHOP. 
On July 16, 1937, they formed a California corporation under the name 
THE JUNIOR BOOT SHOP and on December 15, 1942, a certificate of doing busi- 
ness under the fictitious name of JUNIOR BOOT SHOP was filed by them with 
the county clerk in San Francisco. These parties reincorporated in 1946 
under the name JUNIOR BOOT SHOP, INC. and a second certificate of doing 
business under the name of JUNIOR BooT sHoP was filed with the San Fran- 
cisco county clerk by these appellants in 1949. The business grew and a 
store was established in San Mateo County in 1948. Later that year appel- 
lants brought all of the stock of the corporation from Mullany and his wife 
under an agreement by which the Mullanys received the San Mateo store 











Vol. 48 T. M. R. APPLEBAUM v. SENIOR 345 





with the right to use the name JUNIOR BOOT SHOP in San Mateo County. 
A second store was opened by appellants in San Francisco and at the time 
of trial appellants had two stores in San Francisco and a third store in 
San Anselmo in Marin County. A large part of their business is in ortho- 
pedic and corrective footwear for children and they draw business from 
orthopedists and pediatricians who refer children needing such footwear 
to them. They advertise in various ways and expended for advertising 
in 1955 approximately $6,500. At the trial they introduced records of their 
business done outside of San Francisco from which it appears that they 
had 558 customers for children’s footwear in 41 of the California counties. 

In 1951 the respondent opened his store for children’s footwear in 
Walnut Creek. He had been for some months previously employed by 
Mullany in his JUNIOR BooT SHOP in San Mateo County. He testified that 
Mullany suggested that he use the name SENIOR’S JUNIOR BOOT SHOP 
because he thought the combination made a catchy name. Since opening 
the store he has continuously operated under the name SENIOR’s JUNIOR 
Boot SHOP. A photograph of his store front shows the word SENIOR’s in 
script and the words JUNIOR BOOT SHOP in Roman capitals. The word 
SENIOR’s is comparable to the other words in size and equally legible. It is 
unmistakably an integral part of the business name. Respondent has ad- 
vertised only in newspapers published in Contra Costa County and his 
customers are mainly from Walnut Creek and the territory immediately 
surrounding it. He has had two or three customers from San Francisco. 
After respondent opened his store in Walnut Creek, appellants knew that 
he was operating under the name SENIOR’s JUNIOR BOOT SHOP and they ex- 
changed shoes with respondent when one store was out of a particular shoe 
which a customer wished to buy and the other store happened to have it 
in stock. This mutual accommodation between appellants’ stores and 
respondent’s store continued for “a couple of years.” 

In February of 1955 appellants formally requested respondent to 
discontinue the use of the words JUNIOR BOOT sHOP and when he refused 
they commenced this action. The action went to trial in December 1955. 

The words JUNIOR BOOT SHOP are descriptive of the type of business in 
which the two adversaries are engaged. The word “shop” is descriptive of 
a place of business and is the practical equivalent of “store.” The word 
“boot,” while more strictly descriptive of a high shoe, is nonetheless fre- 
quently used to describe “shoes” in general. The word “junior,” whose 
primary meaning is “younger,” has acquired in common speech the sec- 
ondary meaning of “juvenile” or “youthful.” JUNIOR BOOT SHOP is only a 
dressed-up way of saying “Childrens Shoe Store.” The words as such “are 
not subject to exclusive appropriation” (Fidelity etc. Co. v. Federal etc. 
Co., 217 Cal. 307, 317, 16 USPQ 457, 23 TMR 175) and could not qualify 
for registration as a trademark. Bus. & Prof. Code, § 14242, subd. e. 

However, appellants argue that as applied to their business the words 
have acquired a secondary meaning. Academy of Motion Picture Arts & 
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Sciences v. Benson, 15 Cal.2d 685, 688-690, 46 USPQ 488 (30 TMR 563) ; 
H. Moffat Co. v. Koftinow, 104 Cal.App.2d 560, 564-565. Where a party 
relies on the doctrine of “secondary meaning” he must of course establish 
that the term in fact has acquired in the minds of the public an identifica- 
tion with his business. Appellants produced no direct evidence that the 
name JUNIOR BOOT SHOP has acquired any such identification in the minds 
of the public generally, and particularly no evidence that it has acquired 
such a meaning in the minds of the public in Contra Costa County which, 
with negligible exceptions, is the area from which respondent draws his 
trade. Appellants introduced evidence of advertising, some of which, by 
newspaper and by television for 13 weeks in 1952, reached residents of 
Contra Costa County. They introduced business records showing 33 cus- 
tomers resident in Contra Costa County—of these 15 had bought goods 
from them in 1955, and the other 18 had last made purchases in 1954 or 
1953. We can take judicial notice that by the 1950 census Contra Costa 
County was shown to have a population of 298,984. Gov. Code, § 28020. 
Upon a total population of that size the impact of appellants’ trade name 
as indicated by 33 customers in the entire county over a three-year period 
might well impress the trial judge as inconsequential. 

The question of unfair competition is one of fact for the trial court 
and depends in the last analysis on whether the public is likely to be de- 
ceived. Schwartz v. Slenderella Systems of Calif., 43 Cal.2d 107, 112, 102 
USPQ 177 (44 TMR 1170) ; D & W Food Corp. v. Graham, 134 Cal.App.2d 
668, 677, 107 USPQ 24 (45 TMR 1318) ; Beverly Hills Hotel Corp. v. Hilton 
Hotels Corp., 134 Cal.App.2d 345, 350, 106 USPQ 224 (45 TMR 1204); 
Grant v. California Bench Co., 76 Cal.App.2d 706, 707-708, 71 USPQ 214; 
Lerner Stores Corp. v. Lerner, 162 F.2d 160, 73 USPQ 524 (37 TMR 452). 

The Lerner case, last cited, in many of its facts is not dissimilar from 
the one presented by this record. The plaintiff was a chain store operator 
with a store in San Francisco but none in San Jose. Defendant opened a 
store in San Jose and plaintiff sought to enjoin his use of the name LERNER’S. 
The trial court refused an injunction and the Circuit Court affirmed. 
Plaintiff had introduced evidence that it had some customers from San 
Jose, estimated at 324 transactions per year. (162 F.2d 161, 73 USPQ 524, 
37 TMR 452.) The appellate court said of this evidence: “In view of the 
record a finding to the effect that appellant had established a substantial 
nucleus of business in San Jose would be lacking in evidentiary support.” 
(162 F.2d 163, 73 USPQ 526.) 

While actual fraud is unnecessary and proof that the public will 
probably confuse the two businesses because of the similarity of names is 
all that need be made in order to entitle the plaintiff to injunctive relief 
(Schwartz v. Slenderella Systems of Calif., supra) the court in this case 
found not only that respondent’s use of the name was not fraudulent but 
further found that it is not true that the use of such name will tend, or is 
likely, to deceive plaintiffs’ customers, or that plaintiffs’ customers would 
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be likely to be, or were being, misled or that there is likehood and great 
danger that customers exercising ordinary care will be deceived and misled 
by the imitation and use of said name. These findings negatived the only 
allegations of plaintiffs’ complaint which charged unfair competition and, 
as we have indicated, are supported by the reasonable inferences which 
the court could properly draw from the evidence educed. Since the court 
could properly conclude that the name JUNIOR BOOT SHOP was not generally 
identified with plaintiffs’ business among the public of Contra Costa 
County its findings above summarized are supported by the evidence and 
the inferences properly to be drawn therefrom. As the Supreme Judicial 
Court of Massachusetts succinctly said in C. A. Briggs Co. v. National 
Wafer Co., 215 Mass. 100: “Where the secondary meaning of the words 
was unknown, no purchaser could have understood them in any but their 
primary sense, and no purchaser could have been deceived by their use.” 

Appellants rely on a finding that plaintiffs have acquired and now 
command an extensive patronage throughout the northern half of the 
State of California and now enjoy an extensive good will under said ficti- 
tious name. This finding also follows the allegation of the complaint. It 
falls short of a finding that the name has acquired a secondary meaning in 
that area by which the public would identify the business with the name 
or be confused or misled into believing that SENIOR’s JUNIOR BOOT SHOP had 
any connection with appellants’ business, and this is particularly true as 
to Contra Costa County from which respondent draws his trade. The find- 
ings must be construed if reasonably possible to support the judgment and 
must be read together and reconciled for that purpose. 4 Cal.Jur.2d, 
Appeal and Error, § 571, p. 444. So construed the findings support the 
judgment. Appellants’ main reliance is upon cases where the secondary 
meaning of the name was well established in the area involved and such 
eases may be readily distinguished on that ground. 

Two subsidiary points are urged by appellants. The court found that 
appellants had established a good will and extensive business in Northern 
California for orthopedic shoes, but not for nonorthopedic footwear. The 
finding is not material since the important and controlling finding is that 
there is no probability of public confusion from the similarity of names. 
However, so far at least as Contra Costa County is concerned, and that 
is the pivotal area in this case, the finding is supported by the testimony 
of appellant Joseph Applebaum on cross-examination : 


“Q. What percentage of the sales of your shoes to customers in 
Contra Costa County relates to special orthopedic shoes, would you 
say? *** <A. I’d say most of it. 

“Q. Most of it. You’d say about 90 per cent? <A. Yes.” 


Respondent to prove his good faith in the use of his business name 
introduced letters from various firms in the United States doing business 
under the name JUNIOR BOOT SHOP. This is objected to as hearsay. On 
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the question of good faith hearsay coming to the knowledge of respondent 
might well be held competent, but if not the evidence was only cumulative. 
Appellant Joseph Applebaum himself testified to knowledge of a JUNIOR 
BOOT SHOP, in Seattle, a NADEAU’s JUNIOR BOOT SHOP, and two children’s 
shoe stores operated under the name McPHEE’S JUNIOR BOOT SHOP, One in 
Berkeley and the other in San Leandro, California. Even if error, the 
admission of cumulative evidence of other JUNIOR BOOT sHOPsS cannot be held 
prejudicial. 
Judgment affirmed. 
KAUFMAN, Presiding Justice, and DRAPER, Justice, concurred. 





SNAP-ON TOOLS CORPORATION v. 
WINKENWEDER & LADD, INC. 


No. 11991 —C. A. 7—December 10, 1957 


CoMMON LAW TRADEMARKS—CONFUSINGLY SIMILAR MARKS 
Action for trademark infringement and unfair competition by Snap-On Tools 
Corporation against the use by defendant of term SNAP-ON DRAWERS. Defendant 
argues that it should be free to use the term SNAP-ON under the theory of the 
“Shredded Wheat” case but the Court holds the cited case to be distinguished. 
Plaintiff has manufactured tools and cabinets since 1920 and drawer units 
since 1933 under its mark SNAP-ON and its business amounts to over $22,000,000 a 
year. Evidence shows plaintiff has acquired a secondary meaning in the term 
SNAP-ON and defendant began the use of the name SNAP-ON DRAWERS with knowledge 
of plaintiff’s prior and extensive use of its trademark. Therefore the evidence 
amply supports the Trial Court’s finding of infringement and unfair competition 
and the injunction will be affirmed. 
COURTS—PLEADING AND PRACTICE 
Court will disregard and criticize unauthorized communications by counsel 
discussing cases referred to on argument submitted after argument. 


Action by Snap-On Tools Corporation v. Winkenweder & Ladd, Inc. 
for trademark infringement and unfair competition. Defendant appeals 
from District Court for Northern District of Illinois from judgment for 
plaintiff. Affirmed. 

Case below reported at 47 TMR 207. 


Norton L. Penney and Richard B. Finn, of Chicago, Lllinois, and Frank 
Zugelter, of Cincinnati, Ohio, for appellant. 
Harry C. Alberts and Casper W. Ooms (Robert C. Williams on the brief), 
of Chicago, Illinois, for appellee. 


Before Magor, FINNEGAN, and Hastinos, Circuit Judges. 


FINNEGAN, Circuit Judge. 

Snap-On Tools Corporation, plaintiff, manufactures and sells tools and 
eabinets bearing the name SNAP-ON, its trademark, and defendant solicits 
orders for specialty drawers sold as SNAP-ON DRAWERS, which are manufac- 
tured by the Snap-On Drawer Company of Morrow, Ohio. This suit was 
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commenced for unfair competition in the trade and for trademark infringe- 
ment because, as plaintiff alleges, the name SNAP-ON DRAWERS and firm name 
SNAP-ON DRAWER CO. are colorable imitations of plaintiff’s trademark and 
corporate name contraction SNAP-ON. Relying on common law rights, plain- 
tiff asked for and received, injunctive relief against infringement by, and 
unfair competition in, defendant’s use of plaintiff’s trade name and mark. 
The scope of that restraint, arrived at after the district court heard and 
received extensive evidence, is as follows. Defendant is restrained from, 111 
USPQ 394, 397 (47 TMR 207, 212) : 


(a) Using the word SNAP-ON or any reproduction, counterfeit, 
copy or colorable imitation thereof, as a brand name or trademark for 
cabinets, and specifically for drawer units; 


(b) Using the word SNAP-ON or any reproduction, counterfeit, 
copy or colorable imitation thereof, in any firm or corporate name or 
business style, to wit: SNAP-ON, SNAP-ON DRAWER CO., Or SNAP-ON 
DRAWER COMPANY, in connection with the production, sale or distribu- 
tion of cabinets or boxes for any purpose; 


(c) Engaging in the sale or distribution of any drawers or cabi- 
nets bearing the trademark SNAP-ON or any reproduction, counterfeit, 
copy, or colorable imitation thereof; and 


(d) Doing any act or thing calculated to induce the belief that 
the defendant or its merchandise is in any way connected with the 
plaintiff or plaintiff’s products. 


As one of the chief grounds for reversal and remandment of the final 
judgment, entered below, defendant stresses Kellogg Co. v. National Biscutt 
Co., 305 U.S. 111, 118, 39 USPQ 296, 299 (28 TMR 569) (1938). Such 
heavy reliance is, however, misplaced. Inapplicability of that opinion to 
the facts now before us is quickly shown in these two significant aspects 
mentioned by Mr. Justice Brandeis when explaining the Kellogg factual 
background: (1) “Since during the life of the patents SHREDDED WHEAT 
was the general designation of the patented product, there passed to the 
public upon the expiration of the patent, not only the right to make the 
article as it was made during the patent period, but also the right to apply 
thereto the name by which it had become known * * * [citing and quoting]” 
and, (2) “* * * [T]o establish a trade name in the term SHREDDED WHEAT 
the plaintiff must show more than a subordinate meaning which applies to 
it. It must show that the primary significance of the term in the minds 
of the consuming public is not the product but the producer. This it has 
not done.” 

The current appeal involves points diametrically opposed to the two 
enumerated in Kellogg, supra. Item 1 is offset by finding of fact numbered 
7, entered in the district court: 


“Plaintiff’s applications to the United States Patent Office for 
registration of its trademark sNAP-ON under Section 2(f) of the Trade- 
mark Act of 1946, for hand tools, automobile service tools, etc.; metal 
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tool boxes, tool trays, tool chests and table high supprts therefor; 
gauge blocks and strips, measuring calipers and micrometers, etc. ; 
have proceeded to the point of publication and oppositions Numbered 
29567, 30428, and 29565, by Snap-On Drawer Company; no final deci- 
sion having yet been made.” 


From the evidence in the record before us we are satisfied that the find- 
ings of fact made by the district judge corresponding to point 2 in Kellogg, 
as well as the others he made, are not clearly erroneous, Fed. Rules Civil 
Procedure, Rule 52, 28 U.S.C., and we refuse to set them aside. 

This is a comparatively simple instance of where a manufacturer, the 
plaintiff at bar, engaging in a national and international business, has 
continuously produced roughly 4000 different tools and tool containers or 
cabinets, since 1920. All of these items are sold under plaintiff’s trade name 
and mark, and since the evidence supports the findings of fact, certain of 
them are reprinted below, 111 USPQ 394, 395-396 (47 TMR 207, 209): 


“Under its trademark sNAP-ON, plaintiff has sold individual drawer 
units since 1933, and plaintiff presently has in its line an individual 
drawer unit as well as multiple drawer units intended for vertical 
stacking for build-up into various combinations. 

“In the year 1920 plaintiff’s predecessor adopted and used, and 
plaintiff now uses, on its various tools and cabinets the trademark 
SNAP-ON presently in the forms as shown in plaintiff’s exhibits 1-D, 
3-D, 5-D and 35-D. Since 1920, said use of the trademark SNAP-ON has 
been continuous and without interruption throughout the United 
States and in many foreign countries. 

“The plaintiff, Snap-On Tools Corporation, is known in the trade 
and generally referred to by the contraction SNAP-ON which is also its 
principal trademark impressed in various styles on its products, cata- 
logs, and brochures. About 85% of its tools presently bear the trade- 
mark SNAP-ON and the remainder are identified with the trademarks, 
BLUE POINT, SUPREME, and VACUUM GRIP. All these products are sold as 
SNAP-ON TOOLS, and all the cabinets have thereon the name SNAP-ON or 
SNAP-ON TOOLS. 

“The annual volume of business done by plaintiff under its trade- 
mark and name SNAP-ON as described above, in 1949-50 amounted to 
$15,370,820, and presently amounts to more than $22 million each 
year. The sales volume from 1940 to 1950, inclusive, amounted to 
$143 699,035. 

“Plaintiff spends, and has for many years spent, large sums of 
money in advertising its tools and cabinets sold under its trade name 
or mark SNAP-ON, or both, and has established a reputation for de- 
pendability for its products by a liberal policy of tool replacement 
which plaintiff pursues as an effective measure of maintaining the good 
will of its customers. 

“Plaintiff’s trademark SNAP-ON means, and has meant for many 
years prior to defendant’s use, to the trade and public, when applied 
to tools and cabinets, the products of the plaintiff. The trade name 
SNAP-ON TOOLS CORPORATION and its contraction SNAP-ON means and has 
meant the plaintiff to the trade and public for many years prior to 
defendant’s use on the accused drawer units. 
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“As a result of plaintiff’s large and extensive and long continued 
sales of tools and cabinets sold under its trademark SNAP-ON and be- 
cause of the long continued and extensive advertising of plaintiff’s 
products featuring the trademark and name SNAP-ON, said trademark 
and name have become well-known and impressed upon the mind of 
the trade and public as identifying plaintiff and plaintiff’s products 
as well as indicating origin with plaintiff, and have become distinctive 
of plaintiff and its products and have acquired a secondary meaning 
indicating plaintiff and its products. 

“Plaintiff has built up and now has a valuable good will in its 
trademark and name SNAP-ON. In 1949-1950, plaintiff’s good will in 
and to the trademark and name SNAP-ON was valued at a sum in excess 
of $2,800,000. upon recognized accounting methods of determination. 

“After the adoption and use by plaintiff of its trademark SNAP-ON 
for tools and cabinets, and after said trademark had acquired a dis- 
tinctiveness with the trade and public as indicating plaintiff’s tools 
and cabinets, the defendant began the solicitation of sales of cabinets, 
and, specifically drawer units bearing the name SNAP-ON DRAWER on the 
handles and the trade name SNAP-ON DRAWER CO., MORROW, OHIO im- 
pressed on the body thereof, as shown in plaintiff’s exhibits 4-D, 4-D-1, 
and 21-D. 

“After the adoption and use by plaintiff of its trademark and 
name SNAP-ON for tools and cabinets and after said trademark and 
name had acquired a distinctiveness with the trade and public as indi- 
cating plaintiff and plaintiff’s products in connection with tools and 
cabinets, the defendant began soliciting orders for the accused drawers 
produced by the Snap-On Drawer Company of Morrow, Ohio, and 
began the distribution in eleven states of brochures of said Snap-On 
Drawer Company. 

“The defendant through the Snap-On Drawer Company as its 
source of supply, and in the capacity of factory sales agent for said 
Company, adopted and began the use of the name SNAP-ON DRAWER 
and the trade name SNAP-ON DRAWER CO., MORROW, OHIO, on the accused 
drawers with full knowledge of plaintiff’s prior and extensive use of 
its trademark and name, and with full knowledge that the trade and 
public associate the trademark SNAP-ON when applied to or used in 
connection with tools and cabinets with plaintiff and plaintiff’s prod- 
ucts. 

“Defendant’s use of SNAP-ON as the dominant part of the trade- 
mark, trade name and business styles, to-wit: SNAP-ON DRAWER, SNAP-ON 
DRAWER CO., and SNAP-ON DRAWER COMPANY, is likely to cause confusion 
or mistake, and to deceive purchasers as to the source or origin of the 
accused drawers in that the trade and public are likely to attribute 
these goods to source or origin with plaintiff or with a concern con- 
nected with plaintiff. 

“Defendant’s use of SNAP-ON is without the consent of plaintiff, 
and against its express will. 

“Plaintiff has requested the defendant to discontinue use of 
SNAP-ON, but defendant has refused and continues to use SNAP-ON. 

“All drawers which have been sold by defendant, or for which 
defendant solicited orders, which bear the words SNAP-ON DRAWER, also 
bear in clearly legible type the words: SNAP-ON DRAWER CO., MORROW, 
OHIO; however, the latter words and the word DRAWER in SNAP-ON 
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DRAWER, are in smaller, less distinct and noticeable type than the word 
SNAP-ON. 

“No evidence was introduced which proved that plaintiff had actu- 
ally suffered any pecuniary damage because of defendant’s solicitation 
of orders for drawers having thereon the word SNAP-ON as a trademark 
and SNAP-ON DRAWER CO., as a trade name.” 


We think there is abundant evidence adequately supporting the find- 
ings disclosed in this record that SNAP-ON means the plaintiff corporation 
in the market place where the contested items are brought for sale. SNAP-ON 
now stands for the plaintiff and its products, this we think is what is 
encompassed by the phrase “secondary meaning.” Jewel Tea Co., Inc. v. 
Kraus, 187 F.2d 278, 283, 88 USPQ 14, 16-17 (41 TMR 409) (7th Cir. 
1951). The name of the plaintiff manufacturer has become the sign of a 
physical thing, e.g. the product. The relation between the sign and object 
has been categorized by advertising and other investments of time, effort 
and capital, consequently defendant’s contentions posited on generic names 
or terms are inapposite. 

Defendant’s detailed argument on the adequacy of jurisdictional 
grounds only requires reference to the total opinion in Seagram-Distillers 
Corporation v. New Cut Rate Liquors, Inc., 245 F.2d 453 (7th Cir. 1957) 
where this court described the so-called “Class B” cases. In any event the 
district court found the value of plaintiff’s trademark to be in excess of 
$2,000,000 and, we think, correctly rejected defendant’s jurisdictional 
challenge. 

After briefing and oral arguments were heard, counsel for each party 
addressed letters to members of the panel which had the case under advise- 
ment. These communications rehashing certain cited authorities were un- 
warranted and unauthorized. We have disregarded both such letters. 

The judgment appealed is affirmed. 





ROGER & GALLET v. JANMARIE, INC. 
Appl. No. 6302 —C. C. P. A.— October 10, 1957 


REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Motion by appellant to vacate Commissioner’s decision on remand is denied. 


Opposition proceeding No. 32,406 by Roger & Gallet v. Janmarie, Inc., 
application Serial No. 618,742 filed September 13, 1951. Appellant moves 
to vacate Commissioner’s of Patents decision dismissing opposition. Motion 
denied. 

Choate, Ronalds, Reynolds & Hollister (William A. Moore, of counsel), 
of New York, N.Y., for appellant. 


Before JoHNSON, Chief Judge, and O’CoONNELL, WORLEY, RicH, and JACKSON 
(retired), Associate Judges. 
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PER CURIAM. 

On June 10, 1957, in an opinion reported at 44 C.C.P.A. (Patents) 
965, 245 F.2d 505, 114 USPQ 238 (47 TMR 1126), this court reversed a 
decision of the Assistant Commisisoner of Patents (opinion reported at 109 
USPQ 16, 46 TMR 627) and remanded the case to the Patent Office for 
further proceedings not inconsistent with our opinion. 

On August 6, 1957, the Assistant Commissioner rendered a decision, 
reported at 114 USPQ 406 (47 TMR 1406). A petition for reconsideration 
was denied on September 6, 1957. 

Counsel for appellant then moved in this court, on October 3, 1957, 


(1) to vacate the said decision of Assistant Commissioner Leeds 
dated August 6, 1957, because it is not within the scope of actions con- 
templated or allowed under the remand of this Court for further pro- 
ceedings not inconsistent with its said decision of June 10, 1957; and 


(2) to direct the reinstatement of the original decision of the exam- 
iner herein sustaining the opposition as an action consistent with its 
aforesaid decision of June 10, 1957; and 


(3) to grant opposer ten (10) days within which to reply to affi- 
davits and memoranda, if any, filed in oppositon of this motion; and 


(4) for such other and further relief as to the Court may seem 
just and proper. 


Assuming without deciding that we have jurisdiction (in the absence 
of an appeal from the decision sought to be vacated) or authority to vacate 
a decision of the Commissioner, since we find nothing in the decision of the 
Commissioner inconsistent with our opinion, the motion is denied. 


INTERNATIONAL TELEPHONE AND TELEGRAPH 
CORPORATION v. INTERNATIONAL 
RECTIFIER CORPORATION 


No. 33,752 — Commissioner of Patents — October 11, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
INTERNATIONAL for selenium rectifiers and photocells is likely to be confused 
with products of International Telephone and Telegraph Corporation which manu- 
factures these products among many kinds of electronic equipment. 


Opposition proceeding by International Telephone and Telegraph 
Corporation v. International Rectifier Corporation, application Serial No. 
655,415 filed October 27, 1953. Applicant appeals from decision of Examiner 
of Interferences sustaining opposition, Affirmed. 


Edward D. Phinney, Robert J. Berry, and Rayson P. Morris, of New York, 
N. Y., and J. Pierre Kolisch, of Portland, Oregon, for opposer-appellee. 
D. Gordon Angus, of Pasadena, California, for applicant-appellant. 
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LEEpDs, Assistant Commissioner. 

An application has been filed to register INTERNATIONAL for selenium 
rectifiers and photocells, use since October 2, 1947 being asserted. 

Registration has been opposed by International Telephone and Tele- 
graph Corporation which manufactures many kinds of electronic equipment, 
including selenium rectifiers and photocells. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The following statement in a booklet published by opposer in 1952 is 
generally supported by the record: 


“Today, IT&T is one of the world’s largest producers of electronic 
equipment. The International System includes 32 manufacturing com- 
panies with some 72 plants and approximately 11,000,000 square feet 
of floor space in 19 countries, an export organization with hundreds of 
sales outlets around the world, a trading corporation engaged in 
importing to the United States, three central laboratory companies in 
as many countries, 12 telephone, radiotelephone, or radiotelegraph 
companies in seven countries, as well as a cable and radiotelegraph sys- 
tem linking the United States with the rest of the world, and three 
marine radio companies that design, install, manufacture, or operate 
shipboard communication equipment, operate shore stations for com- 
munication with ships at sea, and maintain service depots or agencies 
in 181 of the world’s great seaports.” 


The record shows that opposer’s corporate name, International Tele- 
phone and Telegraph Corporation, dates from 1920, and one of its sub- 
sidiaries (a manufacturing company) is named International Standard 
Electrie Corporation. Opposer’s publications and promotion booklets fea- 
ture the word INTERNATIONAL, for example, “International Communications 
Review,” “The International Review of the International Telephone and 
Telegraph Corporation,” and “International System News.” Opposer is 
known in the fields of communications and electronics variously as INTER- 
NATIONAL, INTERNATIONAL SYSTEM, INTERNATIONAL TEL & TEL, and IT&T. 
These designations have resulted from opposer’s own use of such words and 
terms and from the not uncommon habit of the American people to contract, 
shorten and abbreviate long corporate names. 

In 1928, opposer’s German subsidiary commenced the development of 
selenium rectifiers, and in 1932 such rectifiers were produced commercially 
by opposer’s associated company in Europe. In 1938, selenium rectifiers and 
photocells were introduced in the United States by opposer’s subsidiary, 
International Telephone Development Company, under the trademark IT&T. 
The mark was registered for rectifiers in 1940' and for photocells in 1942.? 
In 1941, International Telephone Development Company changed its name 
to International Telephone and Radio Manufacturing Corporation; and 


1. Reg. No. 383,719, issued Dec. 24, 1940. 
2. Reg. No. 392,899, issued Jan. 20, 1942. 
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in 1942, this corporation merged with opposer’s subsidiary Federal Tele- 
phone Company to form the subsidiary Federal Telephone and Radio Cor- 
poration. From 1942 to 1953, this subsidiary corporation manufactured 
and sold selenium rectifiers under the trademark FEDERAL. In 1953 this 
subsidiary merged with and became a division of opposer, and it continued 
to manufacture and sell selenium rectifiers and photocells and other elec- 
tronic equipment under the trademark FEDERAL. The packages and pack- 
aging material for the rectifiers and photocells, however, feature prom- 
inently AN IT&T ASSOCIATE, as well as FEDERAL TELEPHONE AND RADIO COMPANY, 
A DIVISION OF INTERNATIONAL TELEPHONE AND TELEGRAPH CORPORATION. 

Since prior to applicant’s asserted first use, opposer has advertised, 
over its own name, in magazines of general and special (i.e. military) 
circulation FEDERAL selenium rectifiers as being MADE BY FEDERAL—ASSOCIATE 
OF IT&T. Such advertisements have, since at least 1950, featured 1T&T most 
prominently, together with the composite symbol here reproduced: 





This composite symbol is featured with the abbreviation 1T&T in opposer’s 
advertising of products made by it and its associates, whether such products 
be home freezers, television receivers, phonograph-radios, radio and tele- 
vision transmitting equipment, selenium rectifiers, telephone switching 
equipment, or others. Opposer’s wide and diversified line of electronic 
equipment, products and parts, including selenium rectifiers, have been 
promoted together as “Products Distributed by the International System.” 

Since 1939, opposer has spent on the average more than $200,000 
annually for institutional advertising in which it identifies itself with its 
associated companies, by use of its corporate name, the abbreviation thereof, 
and the composite symbol reproduced above. The purpose of such adver- 
tising appears to have been to build a public consciousness of opposer and 
its associated companies as a unit, and to promote a consciousness of the 
relationship between them and their products. 

Applicant’s record shows that it was organized in 1947 for the purpose 
of manufacturing selenium rectifiers and photocells. Applicant presently 
has seven manufacturing plants from which its products are distributed to 
industrial users and through jobbers to electrical contractors, machine shop 
operators, maintenance and construction men and others who have use for 
such rectifiers and photocells. 

Originally, applicant labeled its rectifiers with silver and black labels 
showing “Selenium Rectifier” in script at the top, informational material 
on the major central portion, and applicant’s name and address in small 
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block type at the bottom. The individual boxes in which applicant’s 
rectifiers were packaged from 1949 to 1954 showed : 


International Rectifier Corporation 
SELENIUM RECTIFIER; 


and an illustration of the rectifier reproduced on two sides of the package 
showed INTERNATIONAL R. C. thereon. 

From 1949 to at least 1952, applicant marked its products INT'L. R. Cc. 
It also abbreviated its commercial name in this fashion. 

In 1952, applicant commenced using the word INTERNATIONAL in a true 
trademark sense, the labels showing at the top thereof INTERNATIONAL in 
prominent capital and lower case letters followed by “Selenium Rectifier” 
in smaller stylized type face, with applicant’s corporate name and address 
appearing at the bottom. 

In 1954, it changed its packages to show on the illustration of the 
rectifier the word INTERNATIONAL arcuately displayed above and “Rectifier” 
displayed below the tie bolt. 

In 1952, applicant’s trade periodical advertising was changed from 
corporate name identification to its rectifiers, i.e., INTERNATIONAL RECTIFIER 
CORPORATION SELENIUM RECTIFIERS, to trademark identification, i.e., INTER- 
NATIONAL SELENIUM RECTIFIERS. Its advertising has been further changed 
to feature INTERNATIONAL most prominently in applicant’s commercial 
name. 

It is apparent from the foregoing recitation of facts that applicant has 
used INTERNATIONAL as a trademark for its products only since 1952. 

As was correctly stated by the Examiner of Interferences, “the only 
question for determination therefore is whether or not the applicant’s 
partial appropriation of the opposer’s corporate name ‘is of such character 
that under the facts of the particular case, it is calculated to deceive or 
confuse the public to the injury of the corporation to which the name 
belongs.’ American Steel Foundries v. Robertson, 269 U.S. 372, 1926 C.D. 
289 (16 TMR 51).” 

The facts disclosed by the record lead to the conclusion that a substan- 
tial number of purchasers of selenium rectifiers and photocells, upon hearing 
of or seeing INTERNATIONAL selenium rectifiers are likely, in view of 
opposer’s pioneering and developments in this field and of opposer’s use of 
the word INTERNATIONAL in connection with its advertising of such items, to 
attribute the origin of applicant’s products to opposer or to THE INTER- 
NATIONAL SYSTEM, or to assume that applicant, as the maker of rectifiers 
and photocells, is one of opposer’s associated companies. Registration of 
INTERNATIONAL to applicant, with the statutory presumptions flowing 
therefrom, would constitute legal injury or “damage” to opposer within the 
purview of Section 13 of the statute. 

The decision of the Examiner of Interferences is affirmed. 
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PERMA-STONE COMPANY v. HAWORTH, doing business as 
KROMA-STONE HOME IMPROVEMENT 


No. 34,716— Commissioner of Patents — October 15, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
KROMA-STONE for building wall facing simulating stone masonry is likely to 
be confused with PERMA-STONE for molds used in building construction and similar 
products. 


Opposition proceeding by Perma-Stone Company v. Lester C. Haworth, 
doing business as Kroma-Stone Home Improvement, application Serial No. 
674,970 filed October 18, 1954. Applicant appeals from decision of Exam- 
iner of Interferences sustaining opposition. Affirmed. 


Ira Milton Jones, of Milwaukee, Wisconsin, for opposer-appellee. 
Gardiner & Zimmerman, of Oakland, California, for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register KROMA-STONE for building 
wall facing simulating stone masonry and the cement composition to which 
the facing is made, use since October 11, 1954 being asserted. 

Registration has been opposed by the registrant of PERMA-STONE for 
molds for use in building construction ;' for cementitious surfacing, artificial 
stone, and coloring admixtures and other ingredients in powdered form for 
incorporation into concrete, plaster and cement mortars ;? and for the service 
of casting of stone-like facings of a cementitious material directly upon 
building walls and other surfaces by means of molds, shaped to simulate 
natural stone.® 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record consists of the pleadings, a stipulation of facts on behalf of 
opposer, together with exhibits, and applicant’s application. 

It appears from the record that the parties are competitors in so far 
as each is engaged in the sale of materials for making stone-simulated 
building wall facings. Opposer has been so engaged since 1929, and during 
the period 1946 to 1955, an estimated $210,000,000.00 worth of opposer’s 
simulated stone facings were applied to buildings. During the same period, 
opposer spent an average of $100,000.00 annually in advertising its peErMa- 
STONE products and services through all modern consumer and trade media. 
Opposer’s simulated stone can be made, and is applied, in various colors; 
and the presence of KRoMA (“chroma” misspelled) in applicant’s mark 
suggests that its product, too, is available in various colors. 


1. Reg. No. 281,621, issued Mar. 24, 1931 to a predecessor, renewed and published 
in accordance with Sec. 12(c) on Aug. 23, 1949 by such predecessor. 

2. Reg. No. 439,000, issued June 1, 1948 to a predecessor. 

3. Reg. No. 587,412, issued Mar. 23, 1954. 
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It is apparent that opposer had long had a well-established market for 
simulated stone sold under the mark PERMA-STONE at the time applicant 
entered the field in 1954 with its KROMA-STONE simulated stone. 

Ultimate purchasers of simulated stone are home owners and owners 
of other types of buildings, but the components for making and molding 
simulated stone ordinarily are purchased by architects, building contractors 
and others associated with the building arts; and the simulated stone is 
molded and applied by their employees. 

Giving due consideration to the products involved, the persons to whom 
and the conditions under which the products are sold and applied, and the 
marks themselves, and resolving in opposer’s favor such doubt as may 
exist, it is concluded that at least a substantial segment of the purchasers 
and users of simulated stone will be likely to be led by the mark to associate 
KROMA-STONE With PERMA-STONE and to believe that the KROMA-STONE 
product is another product put out by opposer, or is a product in some way 
associated or connected with opposer. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 





EX PARTE CANHAM 


Commissioner of Patents — October 29, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register CHAMPIONS ON FILM for educational and training 
films but registration was refused as being merely descriptive. However, films do 
not feature “champions” but techniques for championship performance and mark 
is suggestive only and will be published. 


Application for trademark registration by Donald B. Canham, Serial 
No. 10,842 filed June 25, 1956. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Reversed. 


Charles E. Fonville, of Detroit, Michigan, for applicant. 


LEEps, Assistant Commissioner. 

An application has been filed to register CHAMPIONS ON FILM for edu- 
cational and athletic training films and motion pictures, use since February 
1, 1955 being asserted. 

Registration has been refused on the ground that CHAMPIONS ON FILM, 
is merely descriptive of applicant’s motion picture films. 

It appears from the record that applicant makes 16 millimeter “loop’ 
films of scoring plays in basketball and football, and of track events, 
wrestling holds and cheerleading routines. These films are sold, together 
with printed commentaries, to high school and college coaches and athletic 
directors. The examiner seemed to hold to the opinion that the films fea- 


? 





Vol. 48 T. M. R. COLE CHEM. CO. v. COLE PRODUCTS CO. 359 


tured individuals as champions, whereas the brochures in the record indi- 
cate that they feature techniques for championship performance. 

CHAMPIONS ON FILM does not appear to be a mark which, when applied 
to the goods of the applicant, is merely descriptive of them. It is only 
suggestive. 

The decision of the Examiner of Trademarks is reversed and the mark 
should be published in accordance with the provisions of Section 12(a). 





COLE CHEMICAL COMPANY v. H. A. COLE 
PRODUCTS COMPANY 


No. 6594 — Commissioner of Patents — October 29, 1957 


CANCELLATION PROCEDURE—IN GENERAL 

Petition to cancel Supplemental Registration of H. A. COLE’s for pine oil dis- 
infectant on basis of registration of CoLE’s for pharmaceuticals, lotions and disin- 
fectants. Evidence shows that petitioner has used mark COLE’s for many years on 
many products and has widely advertised mark. Respondent knew of petitioner’s 
use prior to its application to register H. A. COLE’S since it had been enjoined by 
petitioner in previous litigation over same marks. Confusion is inevitable and 
registration should not have issued and it will be canceled. 


Cancellation proceeding by Cole Chemical Company v. H. A. Cole 
Products Company, Registration No. 610,862 issued August 16, 1955. Reg- 
istrant appeals from decision of Examiner of Interferences granting 
petition. Affirmed. 


Bruninga & Sutherland, of St. Louis, Missouri, for petitioner-appellant. 
John B. Hosty, of Chicago, Illinois, for respondent-appellee. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration’ of H. a. 
COLE’s, issued August 16, 1955, for pine oil disinfectant and turpentine used 
for cleaning purposes. 

Petitioner is registrant of coLE’s for a full line of pharmaceuticals ;? 
for disinfectants, deodorants and fungicides for household, industrial and 
institutional use ;* for cold cream, hand lotion, eye drops, mouth wash and 
personal deodorants ;* and for pharmaceuticals, disinfectants and fungi- 
cides.® 

The Examiner of Interferences granted the petition, and respondent 
has appealed. 


Reg. No. 610,862. 

Reg. No. 274,159, issued Aug. 19, 1930, renewed. 
Reg. No. 563,761, issued Sept. 9, 1952. 

Reg. No. 578,295, issued Aug. 4, 1953. 

Reg. No. 595,427, issued Sept. 21, 1954. 


Oy 29 BO 
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The record shows that petitioner has used the trademark coLE’s dis- 
played both in script and in block letters, for many years. Its sales of 
pharmaceuticals under the mark commenced in 1911; its use of the mark 
was extended to disinfectants, and to household and industrial deodorants 
and fungicides prior to 1940; and its use of the mark was extended to 
cosmetics prior to 1952. The record shows that petitioner makes a pine oil 
disinfectant which it sells under its mark coLer’s, and that its use of its 
mark on that specific product antedates respondent’s use by many years. 
Petitioner’s sales under its mark have increased from approximately $2400 
worth in 1916 to more than one and a third million dollars’ worth in 1955; 
and petitioner’s expenditures for sales promotion and advertising for the 
period 1933-1955 approximated $3,170,000. 

Respondent filed its application to register H. A. COLE’s for its pine oil 
disinfectant and turpentine on February 1, 1955. The members of respon- 
dent firm had knowledge of petitioner’s use of COoLE’s on its drugs and 
kindred commodities, including a pine oil disinfectant, at least as early 
as 1952 when petitioner filed a civil action in the District Court® for the 
Southern District of Mississippi and as a result of which the members of 
respondent firm were enjoined from the use of any reproduction, counter- 
feit, copy, or colorable imitation of the mark shown in petitioner’s Reg. 
No. 274,159, in connection with the sale, offering for sale, or advertising 
of pine oil disinfectant or any other goods on or in connection with which 
such use is likely to cause confusion or mistake or to deceive purchasers. 

Respondent contends that its mark is H. A. COLE’s and not COLE’s, but 
it is noted that the specimen labels submitted with the application to 
register show H. A. COLE’s (with COLE’s in large letters) only one time and 
“CoLE’s Pine Oil Disinfectant” twelve times. Confusion, mistake and decep- 
tion of purchasers seems inevitable under the circumstances of this case. 
Respondent clearly was not entitled to the registration at the time the 
application was filed, and the registration should therefore be canceled. 

The decision of the Examiner of Interferences is affirmed. 





ELECTROLUX CORPORATION v. ROSENBERG 
No. 34,821 — Commissioner of Patents — October 29, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register ELECTROJET for vacuum cleaners is opposed by registrant 
of ELECTROLUX for identical goods. Since the marks must be considered in their 
entireties confusion is deemed likely. 
REGISTRATION PROCEDURE—APPLICATION 
Application made by Rosenberg but goods made by Landers, Frary & Clark. 
No showing of control by Rosenberg. Evidence indicates that manufacturer is real 
user of mark without any showing of how use inures to benefit of applicant. Appli- 
cation should not have been published. 


6. Civil Action No. 1766. 
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Opposition proceeding by Electrolux Corporation v. Jerome D. Rosen- 
berg, application Serial No. 676,761 filed November 16, 1954. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Reversed. 


Watson, Leavenworth, Kelton & Taggart, of New York, N.Y., for opposer- 
appellant. 

Rudolph J. Jurick, of Newark, New Jersey, and Towson Price, of Montclair, 
New Jersey, for applicant-appellee. 


LEEps, Assistant Commissioner. 

An application has been filed to register ELECTROJET for vacuum clean- 
ers, use since November 9, 1954 being asserted. 

Registration has been opposed by the registrant of ELECTROLUX for 
electric vacuum cleaners ;! ELECTROLUX for electric vacuum cleaners, attach- 
ments and parts ;? ELECTROLUX and design for electric vacuum cleaners and 
accessories ;> and ELECTROLUX for air filters for use in vacuum cleaners.‘ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
and the application filed by applicant. 

Opposer is, by reason of its registrations, presumed to have the exclu- 
sive right to use ELECTROLUX on vacuum cleaners, accessories and parts. 
The only question is whether or not ELECTROJET, when applied to vacuum 
cleaners, so resembles ELECTROLUX as to be likely to cause confusion, mis- 
take or deception of purchasers. 

The goods are the same, and the marks are— 


ELECTROLUX 

ELECTROJET 
It seems to me that persons familiar with the ELECTROLUX vacuum cleaner 
would be likely, upon seeing, or hearing of, the ELECTROJET vacuum cleaner, 
to associate the latter with the former and assume that it is a new (and 
perhaps more modern and streamlined design for the “jet-age’”) vacuum 
cleaner put out by the producer of the former. 

In arriving at his conclusion, the Examiner of Interferences said, “the 
term ELECTRO which is the initial portion of each of the respective marks 
is a combining form denoting electric and can have no real distinctiveness 
when used on electrical products.” There is no question but that “electro” 
does have such a meaning, but it is doubtful that purchasers of ELECTROLUX 
vacuum cleaners stop to think of the meaning of “electro.” Moreover, the 
question of whether or not “electro” can have any “real distinctiveness” 


Reg. No. 195,691, issued Mar. 3, 1925 to a predecessor, renewed by opposer. 
Reg. No. 284,377, issued June 23, 1931 to a predecessor, renewed by opposer. 
Reg. No. 356,561, issued May 3, 1938 to a predecessor. 

Reg. No. 545,686, issued July 24, 1951. 








362 THE TRADEMARK REPORTER Vol. 48 T. M. R. 


when used on electrical products is beside the point. The marks must be 
considered in their entireties. It is believed that there is real likelihood of 
confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is reversed. 

There is a matter concerning the application which was not commented 
upon below. The application was filed by Jerome D. Rosenberg, and the 
specimens, which are booklets containing instructions for using the vacuum 
cleaner, show that the cleaner is a product of Landers, Frary & Clark, New 
Britain, Conn. The booklets contain a service guarantee by Landers, Frary 
& Clark. The Examiner of Trademarks noted these facts and required ex- 
planation and appropriate action. Applicant responded as follows: 


“In response to the examiner’s inquiry with respect to ownership 
of the mark sought to be registered, it is pointed out that applicant, 
Jerome D. Rosenberg, is the exclusive and true owner of the mark 
ELECROJET. 

“The vacuum cleaner carrying the mark ELECTROJET is made ac- 
cording to applicant’s specification by the Landers, Frary & Clark 
Company. Such specific device is made solely for applicant and the 
manufacturer has no rights whatsoever in the trademark ELECTROJET.” 


For some inexplicable reason, this response was accepted by the ex- 
aminer, and the mark was published. There is nothing in the record which 
indicates what, if any, relationship exists between applicant and Landers, 
Frary & Clark,® or how applicant is the “true-owner” of the mark, or what 
specifications are furnished by applicant. The statements are in contradic- 
tion with the specimens which indicate that Landers, Frary & Clark manu- 
factures the vacuum cleaner, sells it under the mark and guarantees it as 
to service. It appears that such use as has been made of the mark has been 
made by Landers, Frary & Clark and not by applicant, and the record is 
completely silent on how the use of the mark by Landers, Frary & Clark 
inures to the benefit of applicant, if, in fact, it does. There is nothing in the 
record which supports applicant’s statement that he owns the mark. Regis- 
tration is therefore refused without regard to the opposition. 





SEALY, INCORPORATED v. SIMMONS COMPANY 
No. 34,195 — Commissioner of Patents — October 29, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register BABY POSTURE for mattresses which is opposed by 
registrant of POSTUREPEDIC and outline drawing of woman’s torso for mattresses 
and box springs. Evidence shows that various manufacturers make and sell mat- 
tresses and box springs to opposer’s specifications and trademarks and pay fee to 
opposer who provides national advertising. Opposer makes mattresses in three 


5. Landers, Frary & Clark owns a registration of JET-99 for vacuum cleaners and 
accessories, Reg. No. 588,539, issued April 20, 1954. 
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sizes which it designates as BABY POSTUREPEDIC, CHILDREN’S POSTUREPEDIC or POS- 
TUREPEDIC. Applicant uses BABY POSTURE on label beneath which appears “Made 
by Simmons.” Evidence shows that mattresses are purchased with care and usually 
with knowledge of manufacturer and, since opposer normally displays the mark 
POSTUREPEDIC with SEALY and uses BABY POSTUREPEDIC to describe its crib mattresses, 
confusion is deemed unlikely. 
REGISTRATION PROCEDURE—INTERFERENCE—EVIDENCE 

Labels attached to pleadings but not otherwise identified by witnesses will not 

be considered. 


Opposition proceeding by Sealy, Incorporated v. Simmons Company, 
application Serial No. 666,603 filed May 18, 1954. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Reversed. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for opposer-appellee. 
Soans, Anderson, Luedeka & Fitch, of Chicago, Illinois, for applicant- 
appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register BABY POSTURE for mattresses, 
use since May 6, 1954 being asserted. 

Registration has been opposed by the registrant of POSTUREPEDIC, with 
a line drawing of the back of the torso of a woman, for mattresses and box 
springs,’ and POSTURE PILLOW for mattresses, mattress foundation units and 
box springs.’ 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that it has entered into agreements with manu- 
facturers of mattresses, box springs, sofa beds and possibly other bedding 
products, under the terms of which the manufacturers make bedding prod- 
ucts in accordance with opposer’s specifications and sell them under certain 
trademarks as specified by opposer. A fee is paid to opposer by such 
manufacturers. Opposer advertises bedding products under the marks 
in nationally circulated magazines and by national radio and television; 
and opposer furnishes or approves all local advertising by the manufac- 
turers of bedding products under the marks. 

Opposer has registered SEALY, POSTUREPEDIC, with a line drawing of 
the back of a torso of a woman, and POSTURE PILLOW, and possibly other 
marks for bedding products made and sold under the aforementioned 
agreements. Opposer claims also to have used, through its contractors, 
BABY POSTUREPEDIC as a trademark. There were attached to the opposer’s 
pleading three labels, one showing SEALY in an upslanted script above BABY 
POSTUREPEDIC in block letters; another showing SEALY in upslanted script 
above POSTUREPEDIC in capital and lower case letters, and the back of the 
torso of a woman at the left of these marks; and one showing SEALY in an 
upslanted script above POSTURE PILLOW in block letters and the word REGAL 


1. Reg. No. 569,105, issued Jan. 13, 1953. 
2. Reg. No. 370,139, issued Aug. 15, 1939. 
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appearing therebeneath. These labels were not identified by any witness 
and are therefore not evidence in the case. 

A label identified as having been used by one of opposer’s contracting 
manufacturers since 1952 shows SEALY in upslanted script above BABY 
POSTUREPEDIC in smaller script. 

National advertisements in the record feature “SEALY POSTUREPEDIC 
mattress”; “SEALY FIRM-0-REST POSTUREPEDIC mattress”; “SEALY POSTURE- 
PEDIC with exclusive Comfort-Gard”; “Come in and meet the sEALY Family 
of POSTUREPEDIC mattress—Baby’s tiny back gets a good, straight start— 
Growing children develop good posture that lasts a lifetime—mother and 
dad are free from nagging morning backache”; “SEALY POSTUREPEDIC 
Matched Sets—Inner Spring Type—Special Foam Rubber—Children’s— 
Baby Crib”; “Look for the sEaLty Label—If it isn’t a SEALY, it isn’t a 
genuine POSTUREPEDIC” ; 


“Tf It Isn’t a Genuine POSTUREPEDIC, It’s a Substitute. Look for 
the Registered Trade Mark PposTUREPEDIC and the BAREBACK GIRL. They 
mean it’s genuine * * * designed in cooperation with leading Ortho- 
pedic Surgeons. Insist on SEALY POSTUREPEDIC. Don’t pay as much— 


or less—and get less!” 
” * * 


“New Sealy 
Children’s 
POSTUREPEDIC 
Mattress” 

“Made in Twin Size Only, with 
Children’s Special Matching 
POSTUREPEDIC Box Spring.” 
~ * + 


“Sealy 
Baby 
POSTUREPEDIC 
Crib mattress” 


Opposer’s president testified that POSTUREPEDIC is the mattress usea 
by adults, CHILDREN’s POSTUREPEDIC is for children, and BABY POSTUREPEDIC 
is, of course, for babies; and when dealers order a POSTUREPEDIC mattress, 
“we assume that they are buying the so-called adult PoSTUREPEDIC, but when 
they want one for the children or the baby, it must be designated complete 
aS € BABY POSTUREPEDIC Or CHILDREN’S POSTUREPEDIC. 

It seems clear from the foregoing that opposer’s use of “Baby” in con- 
junction with POSTUREPEDIC and SEALY POSTUREPEDIC has been merely to 
describe a crib mattress and differentiate it from mattresses for children’s 
beds and those for adults’ beds; and the public has been adequately advised 
by advertising that there are three sizes of POSTUREPEDIC mattresses. 

The record is silent as to the extent of use or advertising of POSTURE 
PILLOW mattresses. Apparently opposer has abandoned its claim that “Baby 
Posture” is likely, when applied to mattresses, to cause confusion with 
POSTURE PILLOW. 
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Applicant’s record shows that in May of 1954 it commenced using 
BABY POSTURE as a trademark for crib mattresses. It has, since 1936, used 
CORRECT POSTURE’ as a mark for its crib mattresses; and since 1945 it has 
used also BABY BEAUTY‘ as a mark for its crib mattresses. Price lists in the 
record indicate that since May 17, 1954 corrRECT POSTURE, BABY POSTURE, 
and BABY BEAUTY crib mattresses have been included therein. COMFYDRY 
and FAIRYLAND crib mattresses appear in the later price lists. 


The labels used on such mattresses show BABY POSTURE in a stylized 
script above “crib mattress” in small block type. Therebeneath appears 
the price and at the lower part of the label appears: 


“Made by 
SIMMONS 


The greatest name in sleep” 


It is common knowledge that mattresses of all types, including crib 
mattresses, are purchased with some care, and purchasers are generally 
aware of manufacturers’ names. 


Considering the circumstances surrounding the purchase of mattresses 
in the usual retail outlets, and considering the highly suggestive nature 
of the word POSTURE when applied to mattresses, and considering the 
manner of opposer’s use and advertising of its POSTUREPEDIC mark con- 
jointly with SEALY, and considering opposer’s use of BABY POSTUREPEDIC 
merely to differentiate its POSTUREPEDIC crib mattresses from its other sizes 
of “posturepedic” mattresses, it is concluded that applicant’s mark BaBy 
POSTURE, when applied to mattresses, is not likely to create confusion, mis- 
take or deception of purchasers. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


SPORTEENS, INC. v. ALICE IN WONDERLAND 
FROCKS, INC. 


No. 5190 — Commissioner of Patents — October 29, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register SPORTEENS for women’s and children’s outer clothing is 
opposed by registrant of SPORTEES for dresses of woven fabrics. Marks so similar 
that confusion is inevitable. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Applicant took testimony but opposer rested on registration and filed no brief. 
Applicant incorporated in 1934 and has used SPORTEENS since that time. Sales have 


3. Reg. No. 512,536, issued July 19, 1949. 
4. Reg. No. 420,150, issued Mar. 26, 1946, published in accordance with Sec. 12(c) 
on June 29, 1948. 








366 THE TRADEMARK REPORTER Vol. 48 T.M.R. 


been nationwide with substantial advertising. Evidence of use prior to registrant’s 
date of 1940 rebuts presumption created by opposer’s registration and shifts burden 
of going forward to registrant which registrant failed to assume. Applicant entitled 
to registration and opposer’s registration will be canceled. 


Interference proceeding between Sporteens, Inc., application Serial No. 
652,086 filed August 20, 1953 and Alice in Wonderland Frocks, Inc., Regis- 
tration No. 381,028 issued September 10, 1940. Applicant appeals from 
decision of Examiner of Interferences for registrant. Reversed. 


Melvin A. Brandt, of Chicago, Illinois, for Sporteens, Inc. 
Alice in Wonderland and Frocks, Inc., pro se. 


LEEps, Assistant Commissioner. 

An application has been filed to register sPORTEENS for women’s, misses’ 
and children’s outer clothing, use since 1934 being asserted. 

An interference was instituted between the applicant and the registrant 
of sporTEEs for women’s, misses’ and children’s dresses of woven fabrics. 
The registration (No. 381,028) issued September 10, 1940. 

The marks of the parties, when applied to their goods, so resemble each 
other that confusion in trade would be inevitable. 

The burden of going forward to establish prima facie rights in its 
mark superior to registrant’s rights in its mark was upon applicant, and 
to this end applicant took testimony and introduced exhibits. Registrant 
presented no evidence of any kind, and neither filed a brief nor presented 
an argument. The first question, then, is whether applicant’s showing is 
sufficient to rebut the prima facie presumptions flowing to registrant from 
its certificates of registration, thereby shifting the burden of going forward 
to registrant. . 

The Examiner of Interferences found that applicant had failed to show 
prior and continuous use of the mark spoRTEENS, and ruled in favor of the 
registrant. 

Applicant’s record shows that it was incorporated under the name of 
SPORTEENS, INC. in 1934 for the primary purpose of manufacturing, selling, 
trading and dealing in junior and misses’ dresses and wearing apparel. 
Applicant’s president testified that he has been president of the corporation 
since it was organized; continuously since the business of the corporation 
started, applicant has used the sPORTEENS mark on skirts, blouses, jackets 
and other outer apparel which it manufactures; the mark is affixed to the 
garments by means of labels or hang tags, thirteen different types of which 
were identified and introduced in evidence; and all garments have always 
been labeled with a label or tag bearing the mark. In 1934, applicant sold 
SPORTEENS apparel to Bullock’s in Los Angeles, The Emporium in San Fran- 
cisco, Abraham & Straus in Brooklyn, Bon Marche in Seattle, R. H. Macy 
& Company in New York, Marshall Field & Co. in Chicago, Lipman & 
Wolfe in Portland, and A. Harris & Company in Dallas, and sales to these 
concerns have been continuous to date. Newspaper and magazine tear 
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sheets in the record show an advertisement of SPORTEENS apparel in the 
New York Times, six ads in “Mademoiselle” and one in “Vogue” in 1939; 
two advertisements in “Mademoiselle” in 1940; and in “Charm” and one 
in “Mademoiselle” in 1945; one in “Mademoiselle” and one in Women’s 
Wear Daily in 1955. In addition to such consumer advertisements of 
which those in evidence are, according to the testimony, only samples, 
applicant has advertised in trade papers continuously since the inception 
of the business. Sales are made throughout the United States, in Canada, 
Hawaii, South America and Africa. During the ten-year period ending 
1955, applicant’s gross sales under the mark amounted to between four 
and five million dollars annually; and advertising expenditures during 
the same ten-year period average one percent of gross sales, or forty 
to fifty thousand dollars per year. The witness testified that applicant’s 
early sales records had been destroyed, due to the fact that applicant 
had moved its business from its first location on 36th Street to 1372 Broad- 
way and later to the present address at 1369 Broadway. 

The record shows clearly that applicant was advertising its garments 
under the mark SPORTEENS in nationally circulated magazines prior to and 
at the time registrant filed its application to register SPORTEES on April 8, 
1940, and such advertising creates a presumption that apparel was being 
sold under the mark at that time. The testimony is unambiguous, consistent 
and convincing, and when coupled with the exhibits and the fact that ap- 
plicant’s name is SPORTEENS, INC., clearly is sufficient to show that applicant’s 
rights are at least equal, if not superior, to registrant’s. Applicant’s record 
rebuts the presumptions created by the registration, and the burden was 
thus shifted to registrant. It chose not to assume the burden, much less 
discharge it. Applicant is, on the record, entitled to the registration, sought, 
and Reg. No. 381,028 will be canceled in due course. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE THE FUSITE CORPORATION 
Commissioner of Patents — October 30, 1957 


REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
Application to register “the Y-shaped raised portion from which the terminals 
extend” for hermetic terminals. Record shows that terminals bear trademark FUSITE 
and that while some purchasers recognize raised Y portion of terminals as apypli- 
cant’s, it is not presently sufficient to indicate secondary meaning. 


Application for trademark registration by The Fusite Corporation, 
Serial No. 679,662 filed January 10, 1955. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Allen & Allen, of Cincinnati, Ohio, for applicant. 
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LEEDs, Assistant Commissioner. 

An application has been filed to register what is described as “the 
Y-shaped raised portion from which the terminals extend” for hermetic 
terminals. Use since March 4, 1946 is asserted. The word mark used by 
applicant on its terminals is FUSITE. 

Registration has been refused on the ground that the record fails to 
show that the subject matter of the application performs a trademark 
function. 

Applicant has appealed. 

It appears from the record that the subject matter of the application 
has been incorporated in and made a part of the design of applicant’s 
hermetic terminals for a number of years. It further appears that at least 
some of the purchasers of these terminals “recognize” the Y-shaped raised 
portion of the terminals as identifying applicant’s rusiTe terminals. Obvi- 
ously, many things which are not trademarks are recognizable and recog- 
nized; for example, specific automobiles are recognized by body design, 
specific tires by tread design, specific steel floor plate by tread design, 
specific cigarette lighters by shape or by design of a part, and so on. 

It is true that applicant’s hermetic terminals have this Y-shaped 
raised portion and others do not; and purchasers recognize applicant’s 
terminals by this Y-shaped raised portion when they see them. There is 
nothing in the record, however, to suggest that applicant did anything 
prior to 1957 to call attention to the design or to associate it in any way 
with applicant as the source of the terminals. All that was done was to 
picture faithfully not only these terminals, but other products of applicant 
as well, in brochures, bulletins and other material. In the March, 1957 
issue of “Refrigerating Engineering” applicant inserted a full-page adver- 
tisement headed “The distinctive ‘Cloverleaf’ or ‘Y’ configuration is the 
Shape of Trouble-free Production,” and one of the terminals was promi- 
nently pictured. It is this type of advertising and promotion which can 
bring about secondary meaning and trademark significance of such things 
as the subject matter of this application, but the showing in the present 
case is insufficient. 

The Examiner of Trademarks correctly refused registration, and his 
refusal is affirmed. 





THE PROCTER & GAMBLE COMPANY v. 
THE J. R. WATKINS COMPANY 


No. 34,731 — Commissioner of Patents — October 30, 1957 


REGISTRABILITY—IN GENERAL 
Application to register HAIR DREAM for hair dressing is opposed by registrant 
of DRENE for shampoo. Opposer’s mark used since 1934 with substantial sales and 
advertising. Record shows applicant has misspelled “Cream” as DREAM in phrase 
MARY KING HAIR DREAM and is therefore being used as the name of the goods rather 
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than as a trademark. As such it is incapable of registration on the Principal 
Register and qualifies only for Supplemental Register unless it is offered as part 
of mark MARY KING HAIR DREAM. 


Opposition proceeding by The Procter & Gamble Company v. The J. R. 
Watkins Company, application Serial No. 664,817 filed April 19, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed, but registration refused. 


Allen & Allen, of Cincinnati, Ohio, for opposer-appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register HAIR DREAM for a hair dressing 
preparation, use since February 17, 1954 being asserted. 

Registration has been opposed by the registrant of pRENE for shampoo.’ 

The Examiner of Interferences dismissed the opposition and opposer 
has appealed. 

Opposer’s record shows that it has used DRENE on shampoo since 1934; 
sales throughout the United States approximate twenty million packages 
annually; and more than a million dollars are being spent annually in 
advertising DRENE shampoo through all types of media, including radio 
and television. 

It is not doubted that opposer had built a substantial good will sym- 
bolized by its mark long before applicant commenced using HAIR DREAM 
for its hairdressing. It does not necessarily follow, however, that pur- 
chasers of DRENE would be likely, upon seeing applicant’s label with Har 
DREAM thereon, to associate applicant’s product with opposer’s product or 
with opposer as its producer. 

The following is a reproduction of applicant’s label. 


It is obvious that applicant has merely changed the “C” in “Cream” 
to “D” and made DREAM, and instead of labeling the product MARY KING 
HAIR CREAM, it is labeling it as MARY KING HAIR DREAM. This is to say that 
the words HAIR DREAM, as used by applicant, are not, and are not likely 


1. Reg. No. 406,680, issued Apr. 18, 1944, published in accordance with Sec. 12(c) 
on Apr. 6, 1948. 
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alone to function as, a trademark. They are being used as the name of 
the goods. 

The manner of use is such as to avoid likelihood of confusion with 
opposer’s DRENE shampoo, but it also is such as to preclude registration on 
the Principal Register of these words. 

Opposer sought to obtain an agreement from applicant that it would 
use the words HAIR DREAM only in association with the trademark MARY KING 
and in block lettering not more than one fourth the size of the lettering 
in the mark MARY KING, but was unable to do so. Opposer argues that, 
“Having secured the registration, J. R. Watkins could be expected to delete 
the mark MARY KING and feature HAIR DREAM as its registered mark, and 
it would be primarily then that obvious confusion with DRENE would result. 
The course of conduct of applicant as shown by the correspondence would 
suggest the foregoing as a reasonable expectation.” 

Such a result obviously would present a fact situation totally different 
from the present one, and the dismissal of the opposition on the facts here 
would not be res judicata in a later action involving such totally different 
facts. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. Registration to applicant is refused, however, on the 
ground that applicant’s manner of use of the words sought to be registered 
is such that they are registrable only on the Supplemental Register or, in 
the alternative, as a part of the mark MARY KING HAIR DREAM displayed as 
shown on the labels. 





ROUGH RIDER, INC. v. MID-AMERICAN 
MANUFACTURING COMPANY 


No. 33,732 — Commissioner of Patents — October 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register THE RANGE RIDER for denim or cotton work clothes 
and is opposed by registrant of ROUGH RIDER and design for men and boys’ trousers. 
Opposer’s mark in use since 1919 and sales are nationwide. Advertising has been 
substantial and in national magazines. Applicant commenced use of its mark in 
1953 and sales have been substantial. Evidence shows that opposer’s goods cover 
wide range of materials and styles particularly designed for sportwear and casual 
wear in contrast to applicant’s work wear. In view of differences in the use of 
goods and the dissimilarities of the connotations and suggestiveness of the marks 
when applied to the goods, confusion is deemed unlikely. 
REGISTRATION PROCEDURE—APPLICATION 
Registration will be withheld pending submission of evidence of use of mark 
on jackets and shirts prior to date of application. 


Opposition proceeding by Rough Rider, Inc. v. Mid-American Manu- 
facturing Company, application Serial No. 650,317 filed July 15, 1953. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 
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Naylor & Neal, of San Francisco, California, for opposer-appellee. 
Charles M. McKnight, of Tulsa, Oklahoma, for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register THE RANGE RIDER for men’s 
and women’s denim or cotton type work clothing, namely, pants, jeans, 
jackets and shirts, use since May 1, 1953 being asserted. 

Registration has been opposed by the registrant of ROUGH RIDER, with 
an illustration of a cowboy on a bucking horse, for men’s and boys’ pants, 
slacks and corduroy trousers.* 

The Examiner of Interferences sustained the opposition, and appli- 
cant has appealed. 

Opposer’s record shows that since 1919, opposer and its predecessors 
have used the mark ROUGH RIDER, displayed in various ways with an illus- 
tration of a cowboy on a bucking horse, for men’s and boys’ pants and 
slacks, and more recently the mark has been used on women’s skirts, slacks 
and pedal-pushers. Opposer’s garments are sold nationwide, sales since 
1945 having amounted to more than twenty-three million dollars in value. 
The ROUGH RIDER apparel has been widely advertised in both trade and 
consumer media, including radio, television and billboards. 

Opposer’s apparel for men and boys consists of slacks (or pants) made 
of “all kinds of wools, all kinds of rayons, nylons, corduroys and khakis,” 
and its apparel for women consists of skirts and slacks, “wools; skirts—fine 
skirts, and rayons, tweeds of all quality and fine qualities of fabrics that 
fit into skirts, some in slacks, ladies’ slacks.” The exhibits indicate that 
the items of men’s boys’ apparel of “new rich materials * * * flattering 
flannels * * * gabardines * * * worsted, dapple flansted * * * luxurious 
fabrics that keep their good looks through years of wear,” are advertised 
and promoted as “Action Tailored” for golf, sailing, cruising, lounging 
and general casual wear. The women’s skirts, slacks and pedal-pushers 
likewise are advertised and promoted for casual wear. Opposer’s apparel 
is advertised in such nationally circulated magazines as “Esquire,” “Holi- 
day,” and “True”; in magazines, including “Sunset” and “The Improve- 
ment Era,” circulated in the Western States; and in numerous college 
and university publications. 

Applicant’s record shows that in 1953 it commenced using RANGE RIDER 
and THE RANGE RIDER on denim jeans for men, women and boys. From 
May of 1953 to December 20, 1955, when testimony was taken, applicant 
sold approximately a half million dollars’ worth of jeans and western 
pants under the mark RANGE RIDER Or THE RANGE RIDER. 

The record is completely silent on any use of the mark presented for 
registration on jackets and shirts, but the testimony and exhibits are such 





1. Reg. No. 173,337, issued to a predecessor on Sept. 25, 1923, renewed by another 
predecessor; and Reg. No. 517,174, issued Nov. 1, 1949. 
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as to create a presumption that the mark is used only on jeans and western 
pants. 

Applicant’s only advertising of its RANGE RIDER jeans and pants has 
been in newspapers in cooperation with retailers. 

THE RANGE RIDER and ROUGH RIDER have some obvious similarities in 
both sound and appearance, but they also have some obvious dissimilari- 
ties. THE RANGE RIDER when applied to denim jeans and western pants 
suggests a cowboy riding the range. ROUGH RIDER when applied to slacks, 
pants, and skirts is likely to suggest Theodore Roosevelt’s “Rough Riders,” 
and if the cowboy on the bucking horse is noticed, it is likely to suggest 
a “bronco buster.” 

The same consideration is not likely to surround the purchase of the 
products, since applicant’s are ordinarily purchased for serviceability and 
functionality as work or “hard play” clothes, whereas opposer’s are ordi- 
narily purchased for desirability of fabric, color and tailoring. The “cir- 
cumstances” surrounding the purchase are therefore not the same. 

Considering all the facts in the record and the similarities and dis- 
similarities in the goods and the marks, and especially the connotations, 
mental associations or suggestiveness of the marks when applied to the 
respective goods, it is not believed that there is such resemblance as will 
be likely to cause confusion, mistake or deception of purchasers. The deci- 
sion of the Examiner of Interferences is reversed. 

In the event applicant finally prevails, however, registration will be 
withheld pending submission, within thirty days after final termination 
of the proceedings, of evidence of use of its mark on jackets and shirts 
prior to the filing of the application or of an amendment identifying the 
goods as “jeans and western pants.” 





EX PARTE GLOBE-UNION INC. 


Commissioner of Patents — November 1, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
P.E.C. is refused registration as being merely abbreviation for substantive name 
of goods (printed electronic circuit) and are used by applicant in a manner which 
directs attention to fact that mark is merely an abbreviation for such. 


Application for trademark registration by Globe-Union Inc., Serial No. 
699,797 filed December 12, 1955. Applicant appeals from decision of Ex- 
aminer of Trademarks refusing registration. Affirmed. 


John W. Michael, Gerrit D. Foster, and Bayard H. Michael, of Milwaukee, 
Wisconsin, and Spencer B. Michael, of Washington, D.C., for applicant. 


LEEDS, Assistant Commissioner. 

An application has been filed to register p.E.c. for electrical units 
having a circuit directly bonded to the surface of a ceramic body, use since 
September 12, 1947 being asserted. 
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Registration has been refused on the ground that the letters P.E.c. are 
merely a well known abbreviation for a substantive name of the goods and 
are used by applicant in a manner which directs attention to their meaning 
as the substantive name for the goods rather than as a trademark. Ap- 
plicant has appealed. 

The specimens submitted with the application are order blanks leaflets 
which show the registered trademark CENTRALAB; in addition, they show 
variously as registered the marks AUDET, FILPEC, and COUPLATE. In a panel 
at each end of the leaflets there appears one of the follows: 


CAT. NO. PC-150 
(P.E.C.)¢ 


CAT. NO. PC-50 
PACKAGED ELECTRONIC CIRCUIT 
(P.E.C.) t 


CAT. NO. PC-175 
PRINTED ELECTRONIC CIRCUIT 
(P.E.C.)+ 


A footnote shows “Trade Mark.” On the reverse side which contains the 
order blank, there appears, “Send the Printed Electronic Circuits listed 
in the quantity column,” or “Send the Packaged Electronic Circuits listed 
in Quantity column.” The explanatory material on the leaflets refers to 
“p.E.c. Special Replacement Plates—cENTRALAB manufacturers several spe- 
cial type Printed Electronic Circuit plates * * *.” 

Applicant’s technical bulletins in the nature of trade advertising show 
p.E.c.* with a footnote reading “P.E.c. means Printed Electronic Circuit, 
pioneered by Centralab”; “This tiny Printed Electronic Circuit embodies 
two capacitors and one resistor * * *”; “minature p.e.c. components” ; 
“Ampec three-stage P.E.c.* amplifier— * * * an outgrowth of Centralab’s 
continued pioneering research in Printed Electronic Circuit development” ; 
“*p E.c, triode couplates— * * * new Printed Electronic Circuit triode 
couplates in inter-stage audio coupling circuits * * * ”; “Centralab Pack- 
aged Electronic Circuits—Definitions: Packaged Electronic Circuits 
(P.E.c.) are complete electronic sub-assemblies of component parts including 
capacitors, resistors, inductors and wiring printed and bonded to a rugged 
ceramic base plate—Packaged Electronic Circuits offer many advantages— 
* * * the small space demands of P.E.c. * * * —P.E.C.’s resist shock * * * 
P.E.C.’s are given complete performance test * * * P.E.C.’s simplify auto- 
matic assembly methods.” 

Trade periodical advertising for 1953, 1954 and 1955 shows PEc with 
an asterisk and footnote reading “Trademark—Printed Electronic Cir- 
cuits.” 
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Applicant submitted thirteen mimeographed or otherwise duplicated 
affidavits executed by persons connected with radio and electronics manu- 
facturing or supply houses. These affidavits in substance recite that the 
affiant is employed by a company engaged in the sale of electronic equip- 
ment, including what is known in the trade as printed electronic circuits; 
he has known, for more than five consecutive years, of printed electronic 
circuits made and sold by applicant “under the trademark p.E.c.”; and 
during that period he has no knowledge of anyone else using P.E.C. in con- 
nection with printed electronic circuits. The additional statements to the 
effect that P.E.c. is recognized in the trade as a mark indicating origin in 
applicant and that said mark has become distinctive of applicant’s goods 
are mere conclusions of the affiant. 

It is clearly apparent from the foregoing that the letters P.E.c. are the 
initials of “printed [or packaged] electronic circuit”; that “printed elec- 
tronic circuit” is a trade term commonly used in the electronics trade; and 
that applicant has used P.E.c. synonymously with, and in the same manner 
as, “printed [or packaged] electronic circuit.” Considering applicant’s 
uses of P.E.c., and considering the habit of people of abbreviating long 
commercial names of products, it is obvious that P.E.c. does not and, under 
the facts, cannot distinguish applicant’s printed electronic circuits from 
those of others. 

The Examiner of Trademarks correctly held that the letters P.E.c. are 
merely an abbreviation for a substantive name of the goods and are used 
by applicant in a manner which directs attention to the fact that they are 
merely an abbreviation of the substantive name for the goods, and his 
refusal to register is affirmed. 





BEAUTYKOTE CORPORATION v. BEAUTYSHIELD 
CORPORATION 


No. 34,540 —Commissioner of Patents — November 4, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Showing by opposer of large-scale use and advertising is not essential to con- 
clusion of probable damage. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Marks BEAUTYKOTE and BEAUTYSHIELD when applied to paint or waterproof 
coatings have almost identical connotations, and that is sufficient to support a 
finding of likelihood of confusion. 


Opposition proceeding by Beautykote Corporation v. Beautyshield 
Corporation, application Serial No. 653,102 filed September 14, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Reversed. 


S. Michael Ress, of New York, N. Y., for opposer-appellant. 
Harry Price, of New York, N. Y., for applicant-appellee. 
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LEEps, Assistant Commissioner. 

An application has been filed to register BEAUTYSHIELD for “water- 
proofing compositions and paints consisting of resin emulsions with and 
without pigments dispersed therein, useful as coatings to be applied to 
ceramic materials such as brick walls, cellar walls, masonry and building 
structures of porous nature,” in other words, “waterproofing coatings and 
paints for masonry.” Use since May 1, 1953 is asserted. 

Registration has been opposed by the registrant of BEAUTYKOTE for 
ready-mixed paints, varnishes and paint enamels.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record leaves much to be desired, but it must be analyzed 
in the light of the presumptions flowing from opposer’s registration to 
determine whether or not it appears that opposer is likely to be damaged 
by the registration sought by applicant. 

Opposer’s registration which issued in 1934 and was renewed in 1954 
is prima facie evidence of opposer’s ownership of the mark, validity of 
the registration, and the exclusive right to use the mark on paints, varnishes 
and enamels. 

Opposer took the testimony of an employee of more than twenty years 
service who is in charge of advertising and various other administrative 
matters. She testified as to the organization of opposer in 1934 as an 
affiliate of Vita-Var Corporation, and she identified a letterhead used in 
1934 showing a can of BEAUTYKOTE paint as then labeled. The witness also 
identified a 1934 folder advertising BEAUTYKOTE products, two thousand of 
which were ordered and distributed. The 1935 Trademark Directory of 
the National Paint, Varnish and Lacquer Association listing BEAUTYKOTE 
products was identified. A photograph, identified as having been made 
in 1941, showing a seven-foot counter display of BEAUTYKOTE products in a 
G. C. Murphy store (a variety chain of some 300 stores) in McKeesport, 
Pennsylvania, is in the record. Invoices for BEAUTYKOTE products in 1947 
to S. H. Kress & Company are in the record, properly identified. The 1953 
Trademark Directory of the National Paint, Varnish and Lacquer Asso- 
ciation listing “BEAUTYKOTE Paint, Varnishes, Waterproofing, Enamels, 
etc.” is in evidence. Invoices for BEAUTYKOTE products in 1955 to Blank’s 
Wallpaper and Paints, Inc., Bluefield, West Virginia, were properly iden- 
tified and introduced. And a current 1956 BEAUTYKOTE label was identified 
by the witness and introduced in evidence. 

The Examiner of Interferences found that the record did not indicate 
continuity of sales and it did not show the extent of sales or any advertis- 
ing other than the 1934 folder. He stated that on the basis of the record, 
he was not persuaded that there was any likelihood of confusion. 


1. Reg. No. 315,725, issued Aug. 7, 1934, renewed and published in accordance 
with Sec. 12(c) on Sept. 18, 1951. 
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It seems to me that the record, although not very satisfactory, shows 
sufficient activity by opposer in connection with its use of the mark 
BEAUTYKOTE to support a finding of use prior to and at the time applicant 
filed its application in 1953 and current use, though maybe not on a large 
scale. Large scale use and advertising are not essential to a conclusion 
of probable damage. 

The products of the parties are, for all practical purposes, the same. 
The marks are BEAUTYKOTE and BEAUTYSHIELD. When applied to paint or 
waterproofing coatings, the two have almost identical connotations, and 
that is sufficient to support a finding of likelihood of confusion. Considering 
the fact that paint products are not frequently nor regularly purchased, 
and considering the fallibility of memory of purchasers when two marks 
create substantially the same commercial impression, it is concluded that 
applicant’s mark so resembles opposer’s previously registered mark as to 
be likely, when applied to its products to cause confusion and mistake of 
purchasers, with probable damage to opposer resulting therefrom. 


The decision of the Examiner of Interferences is reversed. 





EX PARTE PLASTONE COMPANY, INC. 


Commissioner of Patents — November 4, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—DISCLAIMERS 
WAX is common descriptive name for some automobile polishes, and applicant 


is requested to enter a disclaimer thereof. 


Application for trademark registration by Plastone Company, Inc., 
Serial No. 695,841 filed October 4, 1955. Applicant appeals from decision 
of Examiner of Interferences refusing registration. Affirmed. 


Smith, Prangley, Baird & Clayton, of Chicago, Illinois, for applicant. ‘ 


LEeEpDs, Assistant Commissioner. 
An application was filed to register as a trademark for automobile 


polish the mark reproduced below: 





AUTO POLISH was disclaimed. 

Registration was opposed by a manufacturer of waxes and polishes 
alleging probable damage from registration of the subject matter presented 
unless WAX is disclaimed. 
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The Examiner of Interferences granted applicant’s motion to dismiss 
the opposition for failure to state a claim upon which relief may be granted, 
and held that since wax is unregistrable, being a common descriptive name 
of the goods, applicant is not entitled to registration unless the word wax 
is disclaimed. 

Opposer appealed from the dismissal of the opposition, and applicant 
appealed from the refusal to register. The opposer’s appeal has been sus- 
pended pending final determination of applicant’s appeal. 

Applicant relies upon the following cases to support its position that 
a disclaimer of wax should not be required: Ex parte Norquist Products, 
Inc., 109 USPQ 399 (46 TMR 987) (Com’r., 1956) ; “X” Laboratories, Inc. 
v. Odorite Sanitation Service, 106 USPQ 327 (45 TMR 1367) (Com’r., 
1955); and Ex parte Maya de Mexico, 103 USPQ 158 (45 TMR 227) 
(Com’r., 1954). None of these cases in so far as they dealt with disclaimers 
is in point, since none involved the question of disclaimer of a common 
descriptive name of the product. The first involved a surname; the second 
involved a descriptive word incorporated into a compound mark; and the 
third involved a geographical term. 

Applicant cites Canada Dry Ginger Ale, Inc. v. Lipsey, 102 USPQ 447 
(45 TMR 324) (Com’r., 1954), in support of its position that the word 
wax is “so integrated in the composite term TURTLE WAX that it loses its 
generic or descriptive significance.” In that case, the mark involved was 
ROYAL CANADIAN, a term with a specific connotation, and the case is inappli- 
cable in that regard to the facts here. It is noted, however, that in that 
ease, applicant was required to delete the common descriptive name of 
the product from the drawing. 

WAX is a common descriptive name for some automobile polishes, and 
wax has long been used as an ingredient of automobile and other polishes. 
Whether or not applicant’s product is a wax product or contains wax is 
unimportant when the manner of applicant’s use is such as to lead pur- 
chasers to believe that it is a wax product like, or not unlike, wax polishes 
for automobiles theretofore used by such purchasers. 

Applicant’s use of wax is as a common descriptive name of the prod- 
uct, and common descriptive names and words used as common descriptive 
names are unregistrable. Unregistrable matter is required, by the provi- 
sions of Section 6 of the statute, to be disclaimed. Applicant is, therefore, 
required to enter a disclaimer of wax, and in the absence of such a dis- 
elaimer, registration is refused. 

The decision of the Examiner of Interferences is affirmed. 
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PRO-TECT-U AWNING SHUTTER CORPORATION v. 
BAKER-LOCKWOOD AWNING AND TENT COMPANY 


No. 34,953— Commissioner of Patents — November 4, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Applicant presented no evidence, so its first use is restricted to filing date of 
its application. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Purchasers familiar with PRO-TECT-U aluminum awning shutters and awnings, 
storm shutters, car portes, canopies and jalousies are unlikely to assume that 
PROTECTO air conditioner covers are another product in the same line, 


Opposition proceeding by Pro-Tect-U Awning Shutter Corporation v. 
Baker-Lockwood Awning and Tent Company, application Serial No. 
675,751, filed November 1, 1954. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. Affirmed. 


Wm. Douglas Sellers, of Pasadena, California, for opposer-appellant. 
C. Earl Hovey, of Kansas City, Missouri, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register PROTECTO, and background 
design, for a covering for portable window-type air conditioning units, 
use since September 1, 1954 being asserted. 

Registration has been opposed by a manufacturer which alleges prior 
and continued use of PRO-TECT-U on a revolving solarium. The Examiner of 
Interferences dismissed the opposition, and opposer has appealed. 

Opposer first used its mark in interstate commerce in 1950 on awning 
shutters, solariums and jalousies. 

Opposer’s present products consist of aluminum awning shutters, 
aluminum awnings, storm shutters, car portes and canopies, and jalousies. 

Opposer’s products appear to be of a nature which might be purchased 
either by the general public or building contractors through dealers in 
such products. 

Applicant presented no evidence, so its first use is restricted to Novem- 
ber 1, 1954, the filing date of its application. Its goods are limited to a 
covering for air conditioning units of the portable window-type, as iden- 
tified in its application. The product appears to be an ordinary consumer 
item sold at retail. 

The sole question is whether or not purchasers familiar with pPro- 
TECT-U aluminum awning shutters, aluminum awnings, storm shutters, car 
portes and canopies, and jalousies are likely to assume that PROTECTO air 
conditioner covers are another product in the same line. There is nothing 
in the record which leads to an affirmative answer. Applicant’s product, 
being designed to protect a window air conditioning unit from winter 
weather when it is not in use, is not in any way related to or associated 
with awnings, jalousies, shutters and the like. Although the products may 
have common purchasers, they are not purchased under the same circum- 
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stances and conditions, and it is not believed that any average purchaser 
would be led by applicant’s mark to believe that its product comes from 
opposer. The record will not support a finding of probable purchaser 
confusion. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE CONSULTING ENGINEER PUBLISHING CO. 


Commissioner of Patents — November 6, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 

Since statute precludes institution of interference between applications for 
registrations on Supplemental Register, practice is to send to issue application 
having earliest filing date and then refusing registration on later filed applications 
on ground of probable confusion with previously registered mark; although party 
filed its application to register on Principal Register earlier than applicant, appli- 
cation as originally filed was not sufficient for registration on Supplemental Register, 
since mark had not been in use for year preceding original filing date, and filing 
date of amendment must therefore be considered filing date of party. 


Application for trademark registration by Consulting Engineer Pub- 
lishing Co., Serial No. 26,922 filed March 26, 1957. Applicant petitions 
from decision of Examiner of Trademarks refusing registration. Decision 
vacated. 


Bosworth, Sessions, Herrstrom & Knowles, of Cleveland, Ohio, for appli- 
cant. 


LEEDS, Assistant Commissioner. 

Applicant has filed a petition to the Commissioner for review of the 
action of the Examiner of Trademarks refusing registration on the ground 
that a copending application for the same mark for goods identified in 
the same manner as applicant’s was being sent to issue on the Supplemental 
Register. 

The facts as reflected by the records are as follows: 


On September 20, 1956, McGraw-Hill Publishing Company, Inc., 
filed an application (S.N. 16,047) to register NUCLEAR ENGINEERING on 
the Principal Register for a “periodical publication”; asserting use 
since July 19, 1956. 

On March 26, 1957, applicant filed an application (S.N. 26,922) to 
register NUCLEAR ENGINEERING on the Principal Register for a “period- 
ical published and issued from time to time, directed to atomic energy 
and related subjects,” asserting use since April 12, 1954. 

Registration on the Principal Register was refused on both appli- 
cations on the ground that the mark, when applied to the applicant’s 
goods, was merely descriptive and unregistrable by reason of the pro- 
visions of Section 2(e) of the statute. 

On July 12, 1957, applicant filed an amendment transferring the 
application from the Principal Register to the Supplemental Register, 
submitting the required affidavit of lawful use in commerce on the 
goods for the year preceding the date of filing the application. 
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On August 2, 1957, McGraw-Hill Publishing Company, Inc., filed 
an amendment transferring its application from the Principal Register 
to the Supplemental Register, submitting the required affidavit of 
lawful use in commerce in connection with the goods for the year 
preceding the date of filing the application. 

On September 6, 1957, the Examiner of Trademarks advised applicant 
as follows: 

“Registration is refused for the reason that an application for the 
mark NUCLEAR ENGINEERING for a periodical publication was filed on 
September 20, 1956 by McGraw-Hill Publishing Company, Inc., and 
has been converted to the Supplemental Register. Under present 
Patent Office practice, said application is being sent to issue.” 


Since the statute, perhaps unfortunately, precludes the institution of 
an interference between applications for registration on the Supplemental 
Register, the Patent Office has followed a practice in the case of interfering 
applications to send to issue the application having the earliest filing date 
and then refusing registration on the later filed applications on the ground 
of probable confusion with the previously registered mark as provided by 
Section 2(d) of the statute. 

In determining which of the applicants in the present situation had 
the earlier filing date, Rule 2.75 governs. The rule reads as follows: 


“An application for registration on the Principal Register may 
be changed to an application for registration on the Supplemental 
Register and vice versa by amending the application to comply with 
the rules relating to the requirements for registration on the appro- 
priate register, as the case may be. The original filing date may be 
considered for the purpose of proceedings in the Patent Office provided 
the application as originally filed was sufficient for registration on the 
register to which amended. Otherwise, the filing date of the amend- 
ment will be considered the filing date of the application so amended. 
Only one such amendment will be permitted after an action by the 
examiner.” (Emphasis added.) 


Although McGraw-Hill Publishing Company, Inc., filed its application 
to register on the Principal Register earlier than applicant, the applica- 
tion as originally filed was not sufficient for registration on the Supple- 
mental Register, since the mark had not been in use for the year preceding 
the original filing date. The filing date of the amendment, therefore, must 
be considered the filing date of McGraw-Hill Publishing Company, Ince. 

Although applicant filed its application to register on the Principal 
Register later than McGraw-Hill Publishing Company, Inc., the applica- 
tion as originally filed was sufficient for registration on the Supplemental 
Register, and under Rule 2.75 the original filing date will be considered 
as applicant’s filing date for the purpose of this case. 

It clearly appears that under the provisions of the rule, applicant, 
and not McGraw Hill Publishing Company, Ine., is entitled to have its 
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application sent to issue. The action of the Examiner of Trademarks was 
erroneous and is hereby vacated. 

It appears from the application file, however, that applicant is not 
publishing a “periodical” within the ordinary commercial meaning of that 
term. Rather, applicant publishes “a monthly news bulletin.” Upon receipt 
of an amendment so identifying its goods, the examiner is instructed to 
send the application to issue on the Supplemental Register. 


E. J. BRACH & SONS v. SISCO-HAMILTON CO. 
No. 35,061 —- Commissioner of Patents — November 8, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
MISS MARJORIE’S for chocolate-covered cherries is not likely to be confused 
with MARGIE BELL for candy. 


Opposition proceeding by EF. J. Brach & Sons v. Sisco-Hamilton Co., 
application Serial No. 680,104 filed January 18, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Cromwell, Greist & Warden, of Chicago, Illinois, for opposer-appellant. 
Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois, for applicant- 
appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed to register MIss MARJORIE’s for chocolate 
covered cherries, use since 1939 being asserted.’ 

Registration has been opposed by the registrant of MARGIE BELL for 
candy.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record indicates that the parties have used their respective marks 
on their respective products for more than twenty years, and there is no 
evidence of any confusion having developed. The products are confec- 
tionery items of a nature which might be expected to emanate from a single 
source if sold under the same mark. 

Here, however, the marks are not the same. Opposer’s is: 


MARGIE BELL 
Applicant’s is: 
MISS MARJORIE’S 


MARGIE is a diminutive of MARJORIE, but there the similarity ceases. There 
is nothing which remotely suggests that purchasers, upon seeing MISS MAR- 
JORIE’s chocolate covered cherries, are likely to think of MARGIE BELL, or to 








1. An amendment submitted for consideration upon final termination of the oppo- 


sition recites use since 1933. 
2. Reg. No. 541,308, issued Apr. 24, 1951. 
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associate the cherries with opposer in any way. Applicant uses no surname 
with the baptismal name MARJORIE, and it is not likely that purchasers 
would, upon seeing MISS MARJORIE’s consciously or subconsciously add the 
surname BELL. 

There is nothing in the record which indicates that applicant’s mark is 
likely to cause any confusion, mistake or deception of purchasers. There 
are no facts from which probable damage can be inferred. 


The decision of the Examiner of Interferences is affirmed. 





EX PARTE GLOVECRAFT, INC. 
Commissioner of Patents — November 8, 1957 


REGISTRATION PROCEDURE—APPLICATION 
Registration is refused where there was no use of applicant’s mark in some of 
items recited in application prior to filing date thereof. 


Application for trademark registration by Glovecraft, Inc. Serial No. 
697,788 filed November 7, 1955. Applicant appeals from decision of Exam- 
iner of Interferences refusing registration. Affirmed. 


Victor M. Helfand, of New York, N. Y., for applicant. 


LEEps, Assistant Commissioner. 

This is an appeal from a refusal of registration by the Examiner of 
Interferences in an opposition filed by a shoe manufacturer wherein the 
opposition was dismissed. The ground of refusal was that applicant’s 
president had testified in a copending opposition between the same parties, 
in which this applicant was opposer, that there had been, up to the date 
the testimony was given, no use of applicant’s mark on some of the items 
recited in the application. 

The application was filed on November 7, 1955. Testimony was given 
by applicant’s president on February 29, 1956 in the copending opposition. 
The testimony is as follows: 


Q. 50. Mr. Kennedy, have you up to this date used the trademark 
THUNDERBIRD on slippers? 

A. Not yet. 

Q. 51. Does Glovecraft, Inc., have any definite plans for extend- 
ing the use to slippers? 

A. Yes, sir. 

Q. 52. What are those plans? 

A. For this fall season we intend to put a line of slippers under 
the THUNDERBIRD label. 

Q. 53. Has Glovecraft, Inc., taken any definite steps in that 
direction ? 

A. We have just written to our patent attorney to file an appli- 
cation to include slippers under our THUNDERBIRD label. The letter is 
in the mail. 
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Men’s, women’s and children’s slippers and moccasins are included in 
the present application as items upon which the mark had been used prior 
to the filing of November 7, 1955. 

Applicant’s attorney contends that the testimony “clearly shows lack 
of readiness and confusion and a failure to check the facts in preparation 
for the deposition,” and he argues that, “This lack of preparation is both 
understandable and excusable in view of the fact that the subject matter 
of the testimony was not relevant to the issues of the proceeding in which 
it was given.” The relevancy of the testimony cannot be seriously ques- 
tioned when it is considered that it was given in a proceeding in which 
applicant, as a party in position of plaintiff, was attempting to prove rights 
in THUNDERBIRD superior to those of a shoe manufacturer which was the 
party in position of defendant. It seems to me that the testimony clearly 
shows lack of readiness and a failure on the part of the agent then repre- 
senting applicant to check the facts in preparation for filing the applica- 
tion. 

The Examiner of Interferences was justified in refusing registration 
under the authorities cited (Star-Maid Dresses, Inc. v. Max Wiesen & 
Sons Co., Inc., 103 USPQ 149, 45 TMR 215 (Com’r., 1954); The Pure Oil 
Company v. Sherwood Refining Company, Inc., 106 USPQ 369, 45 TMR 
1493 (Com’r., 1955); and Wildroot Company Inc. v. Liakopoulos, 112 
USPQ 234, 47 TMR 525 (Com’r., 1957) ), and his refusal is affirmed. 


PINK LADY CORPORATION v. L. N. RENAULT & SONS, INC. 
No. 34,312 — Commissioner of Patents — November 18, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Application to register PINK LADY and design for wines which is opposed by 
registrant of PINK LADY for fruit juices. Under Lanham Act it is not necessary 
to determine whether goods in an opposition proceeding are of the same descriptive 
properties and rulings in other cases establish only the law of the particular case 
on the basis of the facts presented therein. Producers of citrus fruits and juices 
do not ordinarily produce wines and, therefore, it is not thought likely that they 
would be considered to emanate from the same source. Opposition dismissed. 


Opposition proceeding by Pink Lady Corporation v. L. N. Renault & 
Sons, Inc., application Serial No. 667,159 filed May 26, 1954. Opposer ap- 
peals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Herbert J. Jacobi, of Washington, D.C., for opposer-appellant. 
Beekman Aitken, of New York, N.Y., and Mason Fenwick & Lawrence, of 
Washington, D.C., for applicant-appellee. 


LEEpDs, Assistant Commissioner. 
An application has been filed to register PINK LADY, with a picture of 
a lady dressed in pink, for wines, use since November 1, 1950 being asserted. 
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Registration has been opposed by the registrant of prnK LaDy for fruit 
juices for food purposes,' for packaged grapefruit juices for beverage 
purposes,? and for Texas citrus fruit and canned orange and grapefruit 
juices for food purposes.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
and applicant’s application. 

Opposer’s registrations are prima facie evidence of opposer’s owner- 
ship of the mark PINK LADY, validity of the registrations, and opposer’s 
exclusive right to use PINK LADY on citrus fruits and citrus fruit juices. 

The only question presented is whether or not purchasers familiar 
with opposer’s PINK LADY citrus fruits and juices are likely, upon seeing 
PINK LADY wine, to associate the latter with the former and to attribute 
common source to the products. 

Opposer cites cases in which wine and grapejuice,* wine and citrus 
fruits, wine and canned fruits and vegetables,> wine and lemon soda,°® 
alcoholic beverages and fruit juices,’ aleoholic beverages and soft drinks,*® 
and table wines and oleomargarine® were held to be goods of the same 
descriptive properties, and the party in position of plaintiff succeeded in 
obtaining the relief sought. Opposer contends that the Examiner of Inter- 
ferences ignored these “controlling decisions” and “attempted to make 
new law.” Opposer seems to have overlooked the fact that it is no longer 
necessary to determine whether or not the goods of the parties to an opposi- 
tion proceeding are goods of the same descriptive properties; and opposer 
seems to have overlooked the further fact that the conclusions reached in 
each of the cited cases established only the law of the particular case on 
the basis of the facts presented therein. There is nothing in any of the 
cited decisions which is in any way controlling here. 

It is common knowledge that producers of citrus fruits and juices do 
not ordinarily, if ever, commercially produce wines. While the average 
purchasers of wines and citrus fruits and juices may often be the same, 


Reg. No. 379,760, issued to a predecessor on July 23, 1940. 

Reg. No. 381,642, issued to a predecessor on Oct. 1, 1940. 

Reg. No. 553,386, issued Jan. 15, 1952. 

. Reid, Murdoch & Co. v. Monarch Wine Co., Inc., 46 USPQ 278 (30 TMR 574) 
(Com’r, 1940). 

5. California Fruit Growers Exchange et al. v. Gonska et al., 61 USPQ 208 (34 
TMR 170) (N.D. Il, 1943). 

6. Ez parte The Grapette Company, Inc., 91 USPQ 63 (41 TMR 1120) (Com’r, 
1951). 

7. Gordon’s Dry Gin Company, Ltd. v. Terry, 51 USPQ 412 (32 TMR 39) (Com’r, 
1941). 

8. Puerto Rico Distilling Co. v. The Coca-Cola Co., 49 USPQ 660 (31 TMR 330) 
(C.C.P.A., 1941) ; White Rock Mineral Springs Co. v. Neurad, 33 USPQ 163 (27 TMR 
404) (Com’r, 1937); and Continental Distilling Co. v. Buston, 40 USPQ 566 (29 TMR 
246) (Com’r, 1939). 

9. Glidden Company v. E. & J. Gallo Winery, 55 USPQ 485 (33 TMR 173) (Com’r, 
1942). 
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the circumstances and conditions surrounding the purchase of such diverse 
products, and the mental attitudes and associations of such purchasers 
at the time of purchase, are not likely to be the same. There is nothing 
in the record which suggests that purchasers would be likely to associate 
wine with citrus fruits and juices, or to assume that such products marked 
PINK LADY came from the same producer. 

The record fails to show any facts which would support a finding that 
purchasers are likely to be confused between PINK LADy citrus fruits and 
juices and PINK LADY wine. 


The decision of the Examiner of Interferences is affirmed. 


B. FISCHER & CO., INC. v. MONROE 
TURKEY PROCESSING PLANT, INC. 


No. 6,488 — Commissioner of Patents —November 19, 1957 


CANCELLATION PROCEDURE—SUPPLEMENTAL REGISTER—E\VIDENCE 

Petition to cancel Supplemental Registration asTor for frozen turkey by 
registrant of HOTEL ASTOR for coffee and tea and AstToR for coffee, tea and spices. 
The evidence shows that petitioner has had substantial sales under the marks in 
question since 1905. Its seasoning products include poultry seasoning, sage, thyme, 
marjoram and celery seed, all of which are commonly used in preparing fowl which 
are roasted. The products are sold in the same outlets as fowl and might be thought 
to emanate from the same source and, therefore, since confusion is likely the petition 


to cancel is granted. 


Cancellation proceeding by B. Fischer & Co., Inc. v. Monroe Turkey 
Processing Plant, Inc., Registration No. 566,782 issued November 11, 1952. 
Petitioner appeals from decision of Examiner of Interferences dismissing 
petition. Reversed. 


Melvin A. Brandt, of Chicago, Illinois, for petitioner-appellant. 
Jacobi & Jacobi, of Washington, D.C., for respondent-appellee. 


LEEpDs, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration of ASTOR 
for frozen, ready-to-cook poultry’ by the registrant of HOTEL asToR for 
coffee, tea and substitutes,? and astor for coffee* and for tea and spices.‘ 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed. 

The facts established by the record were set forth by the Examiner of 
Interferences as follows: 





1. Reg. No. 566,782, issued Nov. 11, 1952. 

2. Reg. No. 62,171, issued to a predecessor on Apr. 23, 1907, renewed twice by 
petitioner. 

3. Reg. No. 154,545, issued Apr. 18, 1922, renewed. 

4. Reg. No. 529,306, issued Aug. 22, 1950. 
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“ #* * * petitioner has long been engaged in the sale of coffee, tea 
and spices under the mark asTor; that certain of the opposer’s [sic] 
spices are sold and used in combination for seasoning, poultry dress- 
ings; that the petitioner’s total sales under its mark since 1919 have 
amounted in value to more than $68,000,000; and that it has expended 
in excess of $1,300,000 in promoting the sale thereof through adver- 
tisements on radio and in newspapers and trade publications. 

“According to its testimony, respondent has used the mark ASTOR 
for frozen turkeys since about July 1, 1951, and its sales under the 
mark amount to approximately $100,000 a year.” 


The Examiner of Interferences then held: 


“These goods manifestly have nothing whatever in common with 
respect to their essential characteristics or sales appeal, and they per- 
tain to distinctly different fields of trade. And in the absence of any 
showing that such goods are otherwise related in any material particu- 
lar, it is the opinion of the examiner that their sale under the identical 
term ASTOR would not be reasonably likely to cause confusion or mistake 
or deception of purchasers.” 


Since 1905, petitioner has maintained a substantial market in pepper, 
herbs, cinnamon, nutmeg, cloves, ginger root, tea and coffee. Its present 
products also include poultry seasoning, sage, thyme, marjoram and celery 
seed, all of which are commonly used by the homemaker in preparing 
turkeys and other fowl for roasting. 

The products of both parties are sold in the same types of stores (gro- 
cery stores and supermarkets) to the same average purchasers (home- 
makers), under the same conditions and circumstances. Respondent’s 
product and some of petitioner’s products have characteristics of conjoint 
use which would frequently result in their being purchased at the same 
time to be used together. The products also are likely to be advertised 
together under the mark in retailer’s newspaper advertising. 

It is believed that a substantial segment of the average purchasers of 
the products of the parties would, upon seeing astor frozen turkeys in the 
food market, associate them with asTor herbs and seasonings used in pre- 
paring turkeys for roasting. While such purchasers might not think the 
matter through and conclude that the products have a common origin, 
they would nevertheless be likely to associate the products and to assume 
that the quality of petitioner’s products is carried over to respondent’s. 
And though the quality of respondent’s turkeys may be on a par with 
petitioner’s products, it is, under the circumstances of this case, an injury to 
this petitioner to have its name and reputation “borrowed” by respondent 
for use on products whose quality does not lie within petitioner’s control. 
See: Yale Electric Corporation v. Robertson, 26 F.2d 972 (18 TMR 321) 
(C.A. 2, 1928). Respondent was not entitled to registration at the time 
it filed its application, and the registration should be canceled. 

The petition is granted, and the decision of the Examiner of Inter- 
ferences is reversed. 


LL 
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VALLEY PAPER COMPANY v. FOX RIVER PAPER 
COMPANY (MARSHALL & ILSHEY BANK et al. 


Trustees, assignees, substituted) 
No. 5,837 — Commissioner of Patents — November 19, 1957 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—EVIDENCE 
Petition to cancel vALID for writing paper by registrant of VALLEY for similar 

goods. The record shows priority on the part of the petitioner but also shows 
constructive notice of respondent’s claims of ownership of the mark VALID since 
1923 and actual knowledge since 1935. Since no evidence of confusion is shown 
the petition will be denied as the marks do not create similar commercial impres- 
sions and petitioner has not discharged his heavy burden, under the long period 
of concurrent use, of showing confusion. 


Cancellation proceeding by Valley Paper Company v. Fox River Paper 
Company (Marshall & Ilshey Bank and Sherburn M. M. Driessen, Trustees, 
assignees, substituted), Registration No. 167,152 issued April 24, 1923. 
Petitioner appeals from decision of Examiner of Interferences dismissing 
petition. Affirmed. 


Olson, Mecklenburger, von Holst, Pendleton & Neuman, of Chicago, Illinois, 
for petitioner-appellant. 


Parker & Carter, of Chicago, Illinois, for respondent-appellee. 


LEeEpDs, Assistant Commissioner. 

A petition has been filed by Valley Paper Company to cancel Registra- 
tion No. 167,152 showing vain for writing paper.* 

Petitioner is the registrant of vALLEy for writing, typewriter, and 
printing paper,” and of oLp vALLEy for writing, typewriter and printing 
paper.*® 

The Examiner of Interferences found that petitioner was estopped 
by laches and dismissed the petition. Petitioner has appealed. 

It appears from the record that petitioner’s use of VALLEY and OLD 
VALLEY on papers antedates respondent’s use of VALID on writing paper. 
It also appears that both parties have used their marks on their respective 
products since 1922. It further appears from the record that petitioner 
has had constructive notice of respondent’s claim of ownership of the mark 
VALID since 1923, and it first had actual knowledge of respondent’s use of 
its mark in 1935. 

The record fails to show that during the more than thirty years of 
concurrent use by the parties of their marks there has developed any pur- 
chaser confusion of the type or extent which would entitle petitioner to 
the relief sought. This is understandable when the marks are considered. 


1. Registration issued Apr. 24, 1923, renewed, and published in accordance with 
Sec. 12(c) on March 15, 1949. 

2. Reg. No. 515,262, issued Sept. 20, 1949. 

3. Reg. No. 507,574, issued May 10, 1949. 
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VALID neither looks nor sounds like OLD VALLEY, and the commercial impres- 
sion which it creates is totally different from that created by OLD VALLEY. 
VALID may sound a little like VALLEY, but this similarity is minimized by 
appearance and meaning. VALID and VALLEY, when applied to writing and 
other papers, do not stimulate similar mental associations or psychological 
reactions, and they do not create similar commercial impressions. 

When the record shows, as here, that there has been long concurrent 
use of their marks by the parties to a proceeding, the burden resting on 
the petitioner to show confusion is a heavy one, and this petitioner has not 
discharged it. 

In view of the conclusion reached, it is unnecessary to consider respon- 
dent’s defense of estoppel by laches. 

The Examiner of Interferences’ dismissal of the petition is affirmed, 
but for the reasons set forth herein. 





VIRGINIA-CAROLINA CHEMICAL CORPORATION 
(DIAMOND ALKALI COMPANY, assignee, substituted) 
v. SMITH ( BLACK PANTHER COMPANY, 


assignee, substituted) 
Nos. 33,441-2 — Commissioner of Patents — November 19, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applications to register BRIGHT LEAF and LUCKY LEAF, each in association with 
a tobacco leaf, for insecticide-fungicide dust and spray, are opposed by registrant 
of ROSE LEAF, BLACK LEAF and BLACK LEAF 40, sometimes in association with a 
black tobacco leaf for tobacco extracts and nicotine solutions for insecticide pur- 
poses. Applicant concedes opposer’s priority but denies likelihood of confusion. 
Opposer had advertised its products and their uses extensively in conjunction with 
the phrases, THE LEAF THAT PROTECTS and LOOK FOR THE LEAF ON THE PACKAGE. 
Under these circumstances purchasers familiar with opposer’s products are likely 
to assume that all of the products emanate from a single producer. Any doubt 
should be resolved in favor of opposer. 
REGISTRATION PROCEDURE—APPLICATION 
REGISTRATION PROCEDURE—EVIDENCE 
If applicant should ultimately prevail registration will be withheld pending 
showing of ownership of mark at time of filing of application. 


Opposition proceedings by Virginia-Carolina Chemical Corporation 
(Diamond Alkali Company, assignee, substituted) v. Benjamin D. Smith, 
Jr. (Black Panther Company, assignee, substituted), applications Serial 
Nos. 637,007-8 filed October 22, 1952. Applicant appeals from decision of 
Examiner of Interferences sustaining opposition. Affirmed. 


Brumbaugh, Free, Graves & Donohue, of New York, N.Y., and Thornton F. 
Holder, of Painesville, Ohio, for opposer-appellee. 
John Howard Joynt, of Washington, D.C., for applicant-appellant. 
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LEEDs, Assistant Commissioner. 

Two applications have been filed to register as trademarks for an in- 
secticide-fungicide dust and spray the word marks BRIGHT LEAF’ and 
LUCKY LEAF,’ each above a drawing of a tobacco leaf. Use of the latter since 
January, 1951, and of the former since February, 1951, is asserted. 

Registration has been opposed by the registrant of ROSE LEAF for tobacco 
extracts for insecticides ;* BLACK LEAF for tobacco extracts ;* BLACK LEAF 40, 
with the words BLACK LEAF displayed upon a black tobacco leaf,® and BLACK 
LEAF 40 without a display of a tobacco leaf,® for tobacco extracts and nico- 
tine solutions and compounds for insecticide purposes. 

The Examiner of Interferences sustained the oppositions and applicant 
has appealed. 

Applicant concedes opposer’s earlier extensive use and advertising of 
its BLACK LEAF and BLACK LEAF 40, with and without a tobacco leaf, on 
products which are competitive with applicant’s products, and the record 
establishes opposer’s earlier use of ROSE LEAF for insecticide. The only ques- 
tion is whether or not applicant’s marks LUCKY LEAF and BRIGHT LEAF, or 
either of them, so resemble opposer’s marks ROSE LEAF, BLACK LEAF and 
BLACK LEAF 40 or any of them, as to be likely, when applied to plant dusts 
and sprays, to cause confusion, mistake or deception of purchasers. 

Applicant’s LUCKY LEAF product is, according to the labels submitted 
with the application, to be used for the control of tobacco blue mold, and 
its BRIGHT LEAF product is to be used for the control of tobacco budworms 
and hornworms. Opposer’s ROSE LEAF, BLACK LEAF 40 and BLACK LEAF 
products are, according to the record, insecticides, fungicides and plant 
sprays and dusts, a number of them containing tobacco extracts. 

Both parties use a drawing of a tobacco leaf in association with their 
marks, and the leaf obviously has a suggestive significance. It cannot, 
however, be altogether disregarded in considering the resemblances of the 
marks. 

Both parties use the word LEAF as a component of their respective word 
marks. 

The record shows that since 1948 opposer has, in its advertising, exten- 
sively used the phrases THE LEAF THAT PROTECTS and LOOK FOR THE LEAF 
ON THE PACKAGE. 

It seems to me that at least a substantial segment of the purchasers of 
products such as are involved here who are familiar with opposer’s products 


1. S.N. 637,007. 

2. S.N. 637,008. 

3. Reg. No. 47,961, issued to a predecessor on Nov. 28, 1905, renewed twice by 
another predecessor. 

4. Reg. No. 47,058, issued to a predecessor on Oct. 24, 1905, renewed twice by 
another predecessor. 

5. Reg. No. 266,175, issued to a predecessor on Jan. 14, 1930, renewed and pub- 
lished in accordance with Sec. 12(c) on Feb. 1, 1949 by said predecessor. 

6. Reg. No. 266,166, issued to a predecessor on Jan. 14, 1930, renewed and pub- 
lished in accordance with Sec. 12(c) on Feb. 1, 1949 by said predecessor. 
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sold under the marks ROSE LEAF and BLACK LEAF 40 (with and without 
a representation of a tobacco leaf) would be likely, upon seeing insecticides- 
fungicides bearing the marks BRIGHT LEAF and LUCKY LEAF (with a repre- 
sentation of a tobacco leaf), to associate them with the familiar ROsE LEAF, 
BLACK LEAF 40 and BLACK LEAF products and to assume that all of the 
products emanate from a single producer. 

It is true that in Smith v. Tobacco By-Products and Chemical Corpora- 
tion, 113 USPQ 339 (CCPA, 1957) the Court found that GREEN LEAF on 
“a five-pointed leaf generally similar in appearance to the maple leaf” did 
not so resemble BLACK LEAF and BLACK LEAF 40 with “no leaf picture or a 
picture of a leaf with only two points, thus resembling a tobacco leaf,” as 
to be likely to cause purchaser confusion or mistake. A careful reading of 
that decision, however, indicates that the Court was influenced by three 
considerations, namely, (a) that GREEN LEAF, as applied to a plant spray, 
suggests that use of the spray would make or keep the leaves of the plant 
green; (b) the GREEN LEAF mark had been used for about twenty years 
without any evidence of confusion; and (c) the design of the leaf used 
with GREEN LEAF was quite different from that used with BLAcK LEAF. None 
of these considerations is present here. 

The record here leads to a conclusion that applicant’s marks so resemble 
opposer’s previously used and registered marks as to be likely, when ap- 
plied to the goods, to cause purchaser confusion, mistake and deception. 
Opposer is entitled to any doubt which may exist in this regard. 

The decision of the Examiner of Interferences sustaining the opposi- 
tions is affirmed. 

In the event applicant should ultimately prevail in these proceedings, 
registration will be withheld for the reason set forth in Tobacco By-Products 
& Chemical Corporation v. Smith, 106 USPQ 293 (45 TMR 1363) (Com’r, 
1955), and Coahoma Chemical Co., Inc. v. Smith, 113 USPQ 413 (47 TMR 
1135) (Com’r, 1957), pending a satisfactory showing that applicant owned 
the mark at the time he filed the applications. 





CINCINNATI FLOOR COMPANY v. UNITED STATES 
PLYWOOD CORPORATION et al. 


No. 5202 —- Commissioner of Patents — December 9, 1957, as corrected 
December 11, 1957 


REGISTRATION PROCEDURE—APPEALS—T0O COMMISSIONER 
REGISTRATION PROCEDURE—INTERFERENCE 
The request for withdrawal of decision on reconsideration and interference is 
denied. Since the decision on the petition for reconsideration came down within the 
30 days appeal period the time for appeal is not tolled. 


Interference proceeding between Cincinnati Floor Company, applica- 
tion Serial No. 665,566 filed May 3, 1954, United States Plywood Corpora- 
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tion, application Serial No. 658,422 filed December 22, 1953 and Roddis 
Plywood Corporation (United States Plywood Corporation, assignee, sub- 
stituted), application Serial No. 658,325 filed December 21, 1953. United 
States Plywood Corporation appeals from decision of Examiner of Inter- 
ferences in favor of Cincinnati Floor Company. Affirmed at 48 TMR 
243. Request that time for taking appeal is denied. 


C. Willard Hayes and Cushman, Darby & Cushman, of Washington, D. C., 
for Cincinnati Floor Company. 

James M. Heilman and Hetlman & Hetlman, of New York, N. Y., for United 
States Plywood Corporation. 


LEEDs, Assistant Commissioner. 

The request for withdrawal of the decision on reconsideration in 
Interference No. 5202 is denied. 

The original appeal period from the decision of the Commissioner 
in Interference No. 5202 would have expired on November 29, 1957, but 
a petition for reconsideration having been filed within thirty days after 
the decision dated September 30, 1957, the period for appeal is calculated 
from the date of the action on the petition for reconsideration. The peti- 
tion for reconsideration was denied on October 14, 1957. The limit of 
appeal therefore remained at November 29, 1957.* Appeal to the Court 
of Customs and Patent Appeals must be taken as provided in 35 U.S.C. 142, 
and the Commissioner is without authority to extend the period. Further 
proceedings by way of civil action must be taken as provided in 35 U.S.C. 
145 and the Commissioner is without authority to extend the period. The 
request that the time for taking an appeal in Interference No. 5202 be 
extended is denied. 

The order entered on December 2, 1957 denying the request to make 
United States Plywood Corporation a party to Interference No. 5562 is, for 
the reasons set forth therein, adhered to. 


EX PARTE BARTLE 


Commissioner of Patents — December 10, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
Application to register BILL BARTLE’S BOURBON SANDWICH for use on glasses. 
From the evidence submitted applicant uses on glasses in his tavern BILL BARTLE’S 
BOURBON SANDWICH—LAYER OF WaTER—LAYER OF BOURBON—LAYER OF ICE. Appli- 
cant’s use does not qualify as a trademark use but is merely descriptive matter and 
registration is refused. 


* Editor’s Note: The correcting opinion of December 11, 1957, inserted the sen- 
tence “The limit of appeal therefore remained at November 29, 1957.” in the place of 
“thereby fixing the appeal period to expire on December 13, 1957.” The opinion also 
stated: “These corrections are consonant with the provisions of patent rule 1.304, and 
particularly the second and third sentences thereof.” 
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Application for trademark registration by William Otis Bartle, Serial 
No. 691,352 filed July 15, 1955. Applicant appeals from decision of Exam- 
iner of Trademarks refusing registration. Affirmed. 


James F. Weiler, Jefferson D. Giller, and William A. Stout, of Houston, 
Texas, for applicant. 


LEEDs, Assistant Commissioner. 
An application has been filed to register as a trademark for glasses 


the following: 
Bill Bartle’s 
Bourbon Sandwich 


Use since April 18, 1955 is asserted. 

Registration has been refused on the ground that the subject matter 
of the application does not appear to be a word, name or symbol adopted 
to identify and distinguish applicant’s goods, but rather is a part of the 
design of the goods and therefore unregistrable. 

Applicant has appealed. 

The specimens submitted are printer’s proofs of the wording used by 
applicant on glasses and photographs of a tumbler showing the same 
wording thereon as follows: 

“Bill Bartle’s 
Bourbon Sandwich 
Layer of Water 
Layer of Bourbon 
Layer of Ice 
Double Decker 
2 Layers (or better) 
of Bourbon” 


It is not quite clear from the record just what applicant’s business is. 
Certain statements on behalf of applicant suggest that he is in the business 
of dispensing alcoholic beverages, and at his place of business he uses in 
conjunction with his own name the name BOURBON SANDWICH for a concoc- 
tion of bourbon, water and ice. Applicant has admitted that BILL BARTLE’S 
BOURBON SANDWICH identifies a type of drink, but states that “the glasses 
[with the wording and a design engraved thereon] themselves are so dis- 
tinctive that they are distributed frequently apart from any connection 
with the drink and in such a case the applicant is entitled to registration 
to distinguish his goods from the products of other selling drinking glasses.” 
If this contention were successful then it would seem necessarily to follow 
that the distinctive designs or decorations etched, painted or otherwise 
reproduced upon glassware would be registrable. Even a cursory reading 
of the statute and its legislative history, and of the decisional law is suffi- 
cient to dispel such a contention. 
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A trademark is a word, name, symbol or device, or any combination 
thereof, adopted and used by a manufacturer or merchant to identify his 
goods and distinguish them from those of others. It appears that the 
subject matter of the application is a part of the informative or instruc- 
tional material etched on tumblers used by applicant in dispensing a par- 
ticular alcoholic beverage and sometimes sold to purchasers of the alcoholic 
beverage. The subject matter of the application is not a trademark within 
the definition set forth in the statute or within the purview of any deci- 
sional law. 

The decision of the Examiner of Trademarks refusing registration is 
affirmed. 





